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Overview of the Instituted Grounds
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Overview of the Instituted Grounds

Ground ’114 Patent Claims Basis for Rejection
Ground 1A | 1. 2X. 32 §§102/103: Kim
Ground 1B | 34. 3. 64 §103: Kim, Lang
Ground 1C | 30 §103: Kim. Burrough
Ground 1D | 62 §103: Kim, Lang, Burrough
Ground 2A | 1.2(. 32 §103: Kim, Bowens
Ground 2B | 34, 30. 64 §103: Kim, Bowens, Lang
Ground 2C | 30 §103: Kim, Bowens, Burrough
Ground 2D | 62 §103: Kim, Bowens, Lang, Burrough

Pet., 2; see Inst. Dec., 7, 42 ;: POR, 4

state.” DI. 16-18. Without agreeing with the Board’s legal findings, and accepting

the Board’s explicit rejection of Patent Owner’s argument as negating any

disavowal. Patent Owner intends to file a statutory disclaimer of Claims 27 and 59.

FISH.
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Background Info

The 114 Patent and Prior Art

FISH.
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Exemplary Claim of the 114 Patent

An apparatus, comprising:

|1.a] at least one non-transitory memory storing instructions and a plurality of
applications;

a touch screen: and

1.c] one or more processors in communication with the at least one non-
transitory memory and the touch screen, wherein the one or more processors
execute the instructions to:

_ display, via the touch screen, an object and at least a portion of an
interface;

detect a gesture on the touch screen on the object;

when a magnitude of a duration of the gesture being detected on the
touch screen on the object is less than a first magnitude threshold, perform an
operation;

when the magnitude of the duration of the gesture being detected
on the touch screen on the object is greater than the first magnitude threshold,
perform a scaling in connection with at least the object, where the scaling
Includes a reduction in a size such that the size is inversely related to the
magnitude of the duration of the gesture being detected on the touch screen on the
object; and

when the magnitude of the duration of the gesture being detected on
the touch screen on the object is greater than a second magnitude threshold,
perform another operation.

FISH.
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The '114 Patent: Claim 1 — The “when” limitations

when a magnitude of a duration of the gesture
being detected on the touch screen on the object is
less than a first magnitude threshold, perform an
operation;

when the magnitude of the duration of the
gesture being detected on the touch screen on the
object is greater than the first magnitude threshold,
perform a scaling in connection with at least the
object

when the magnitude of the duration of the
gesture being detected on the touch screen on the
object is greater than a second magnitude
threshold, perform another operation.

FISH.
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The “when” limitations

As they are alternatives, fewer than three “when” conditions need to be met
In any scenario meeting the claim language.

On this preliminary record, we agree with Patent Owner to the extent
that antecedent basis of “the gesture being detected on the touch screen on
the object” recited n Limitations [1.f, 1.g, and 1.1] refers to “a gesture on the
touch screen on the object” which 1s “detect[ed]” in Limitation [1.e]. The
three “when” limitations, however, appear to be written in the alternative
such that not all of three recited “when” conditions would be met in any

scenario meeting the claim language.

Because the “when” limitations present alternative scenarios. on this
preliminary record, we do not agree with Patent Owner that the Petition
should be denied because Petitioner has not identified the same gesture
having three different durations. Prelim. Resp. 18-25. Rather, we view as
appropriate for trial the 1ssue as to whether the “when” limitations are

presented in the alternative such that not all of the limitations need to be

satisfied in order to meet the claim. See Brown v. 3M. 265 F.3d 1349, 1352-

FISH‘ ID, 25, 27
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[1.f]: Kim performs an operation “when a magnitude of a
duration ... is less than a first magnitude threshold”

Up

Double |

Down Tap
f———ri

[0106] That is, a user can release a hold event from the||

screen 1n the above zoom-1n process based on the hold event. ||
Then, in response to such a touch release, the mobile device
displays an enlarged display target data around the selected
point on the touch screen. Thereafter, a user can invoke a
double tap event on the screen. Then, in response to the
double tap event, the mobile device displays target data with
a given basic magnification value, as indicated by the refer-| o0 £ 1004 [0106], FIG. 7

F I S H ‘enr.:e number 750). 10
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[1.9]: Kim performs scaling “when the magnitude of the
duration ... Is greater than the first magnitude threshold”

[0104] In the thurd place, reference numbers 741, 743 and
745 show a continuous zoom-in action depending on a hold
event. As shown, a user can invoke the hold event at a selected
point through a touch input such as tap and hold. Then the
mobile device executes a continuous zoom-in function
around the selected point at given periodic intervals while the
hold event continues. Here, a periodic interval can be one of

Oouble
Tap

Hold
-

APPLE-1004, [0104], FIG. 7 11

FISH.
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[1.9]: Kim performs scaling “when the magnitude of the
duration ... is greater than the first magnitude threshold”

[0107] Meanwhile, the above-discussed case the hold event

15 assigned to a continuous zoom-in function is an exemplary
case only. In another case, the hold event may be alternatively

® Jassigned to a continuous zoom-out function.

i - —
- -
d T 1 3

/_/
| Down
\
741

Hold
e

F I S H APPLE-1004, [0107], FIG. 7 (modified); Pet., 8-9 12
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( START )

PERFORM SELECTED MODE

201

}

~ DETECT INTERRUPT

203

\

[1.1]: Kim performs another operation “when the magnitude of

the duration ... is greater than a second magnitude threshold”

[0050] Ifaninterruptis notarequest for the activation of the
zoom mode as the result of determination in the step 205, the
mobile device can perform some action in connection with an
interrupt (step 207). For instance, if an interrupt is a request
for a specific menu. the mobile device displays the requested
menu. Also, if an interrupt is a selection input for a specific
icon, the mobile device one of lTaunches and enables one of an
application and a function which is assigned to the selected
icon. Meanwhile, if an interrupt 1s a request for the toggle

(step 231), and adouble tap event (step 241). If the input event

corresponds to none of them, the mobile device disregards the
received input event and then proceeds to the previous step

Z00M MODE?

29~ ACTIVATE ZOOM MODE

PERFORM U"l'HEH ACTION | —207 APPLE-1004, [0050], [0053], FIG.

2a; Pet., 24-26

-

/

WAIT FOR USER INPUT

Clas

device disregards the received input event.” APPLE-1004, [0053]. Based on
Kim’s disclosure of ““disregarding” a received input, a POSITA would have

understood that, for the detected interrupt (step 203) to be sufficient to cause the

mobile device to “perform other action” (step 207), a magnitude greater than a

minimum threshold value (e.g.. the minimum threshold of an intentional user

mput) is relied upon, or rendered obvious, by Kim. APPLE-1004, FIG. 2a;

13
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Issue 1

Claim Construction / The Board’s Questions

FISH.
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FISH.

Order re claim construction briefing

In 1ts authorized briefing. each party may wish to address the

following as well as the legal basis for its position:

express claim construction of the claim term “gesture™;

express claim construction of the claim term “a magnitude of a
duration of the gesture™;

whether conditional limitations [1.f, 1.g. and 1.1] could be met by
a single detected gesture:

whether conditional limitations [1.f, l.g, and 1.1] present
alternatives such that no magnitude of the duration of a single
detected gesture could meet all three limitations:

whether conditional limitations [1.1, 1.g, and 1.1] could be met by
different gestures m which each gesture has a different duration
that safisfies different alternatives; and

whether or not all of conditional limitations [1.f, 1.g. and 1.1]
need to be met in order to satisfy the claim and, if not all, which

ones need to be met.?

The Board authorized briefing on claim construction

Paper 10, 5-6

15
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No express construction of a “gesture” is required

Dr. Cockburn’s Supplemental Declaration

18.  For purposes of the IPR. the plain and ordinary meaning of “gesture”
suffices. Notably, both Kim and Bowens explicitly teach a “gesture.” APPLE-
1004, Abstract;: APPLE-10035, [0056]. [0065]; Moreover, the "114 Patent broadly
treats the term “gesture” as including a “user input defined by mputs, flags. and
signals,” consistent with a POSITA s understanding. APPLE-1001, 58:13-15

(“gesture mput refers to the collection of inputs, flags. and signals by which a

gesture 1s 1dentified and parameterized™): see id., 58:23-49062:4-10: but see id.

Claim Construction Brief

conditional claims. See POR. 21-25. Petitioner’s position 1s that each conditional

limitation [1.f]. [1.g]. and [1.1] refers back to the gesture recited in limitation [1.¢]

but that the conditional limitations are not required to be read as co-mingled. As
further discussed in Petitioner’s Reply. Smith’s interpretations are inconsistent and

flawed for numerous reasons. Reply. §I1I1.B-F.

F I S H APPLE-1022, 118; CC Brief, 2; APPLE-1001, 58:13-15 17
%
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Kim and Bowens expressly teach a “gesture”

Kim

Bowens

(57) ABSTRACT

A mobile device has a touch sensitive surface such as a touch
screen. In a touch-based zooming control method, the mobile
device displays target data of a selected content on a screen.
While the target data is displayed, the mobile device activates
a zoom mode in response to a given gesture or input event.
Then, the mobile device receives a touch-based gesture input
which starts from a specific point on the target data, and
executes a zooming function such as a zoom-in and a zoom-
out in response to the received gesture input. Particularly, a
continuous zooming control in various zooming rates is pos-
sible based on a single touch gesture. A toggling-based zoom-
ing control is also possible. A bitmap image is used for a rapid
real-time display of the target data.

[0056] Tap: A tap happens when the user quickly touches
and releases the touch surface. No significant movement takes
place while the user’s finger is on the touch surface. It is
characterized by a short touch duration. This could be used,
for example, to activate a hyperlink on a displayed web page.

[0057] Double Tap: A double tap happens when the user
quickly touches and releases the touch surface twice in quick
succession. No significant movement takes place while the
user’s finger is on the touch surface, or between successive
touches. It is characterized by short touch durations, and a
short gap between the first release and the second press. This
could be used, for example, to select a word in a displayed
document.

7

731 733 435 750

Double ||

Down Tap
————— -

Hold
e

FISH.

[0065] Tap: A tap event is generated when the user makes a
tap gesture.
[0066] Double Tap: A double tap event is generated when

the user makes a double tap gesture.

CC Brief, 2; APPLE-1004, Abstract, FIG. 7; APPLE-1005, [0056]-[0057], [0065]-[0065]; Pet., 52 18
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“a magnitude of a duration of the gesture being
detected”

FISH.
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Petitioner offers a consistent interpretation of “a

magnitude of a duration of the gesture being detected”

Claim Construction Brief

First, as discussed in more detail below, “a magnitude of a duration of the
gesture being detected™ would not have been foreclosed from including the
magnitude® of the duration of any gesture being detected, which includes the
duration magnitude of any part of the inputs, flags, and signals that constitute the

gesture being detected. APPLE-1022, 920. This interpretation is proper at least

because it 1s not possible for any single duration magnitude of a single gesture to be
both less than (per limitation [1.f]) and greater than (per limitation [1.g]) a first
magnitude threshold—a point on which Smith agrees as reflected by its offering of
different constructions for a “magnitude™—one that includes a period of time
“ending at the conclusion of the gesture” for limitation [1.f] and one that includes a
period of time “ending at the time of the execution of the logic or at the conclusion
of the gesture™ for limitations [1.g] and [1.i]] (POR, 23-24), though dependent claims
contemplate more than one of the conditions of limitations [1.f]. [1.g]. and [1.1] being
met. E.g.. APPLE-1001. 98:10-32 (cl. 10), 108:4-13 (cl. 33). 109:14-30 (cl. 43).
119:6-14 (cl. 65): APPLE-1022, 9921-22. Thus, the “magnitude of the duration of
the gesture being detected” for each of limitations [1.f]. [1.g]. and [1.i]] should be

based on the gesture from limitation [1.e]. without being co-mingled with one

another. APPLE-1022. 923. CC Brief, 3-4

FISH.

20

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE




Petitioner offers a consistent interpretation of “a

magnitude of a duration of the gesture being detected”

“a magnitude of a duration of the gesture being detected”
contemplates timing of evaluation

While the Board invited discussion of the term “a magnitude of a duration of
the gesture.” this term 1s best understood when also including “being detected.” That
1s. each independent claim refers to a gesture that 1s “underway of being detected.”
as Dr. Cockburn testified. EX2013. 117:11-17. The full term is recited in each
conditional limitation. so gesture detection is ongoing as it relates to the particular
time threshold (e.g.. first magnitude threshold). Thus. “a magnitude of a duration of

the gesture being detected” should be considered ar the time of evaluation of the

respective threshold condition (1f. 1g. 11). APPLE-1022. 924.

CC Brief, 4-5 21

FISH.
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Smith’s interpretation is inconsistent

“[when]based on]/[in response to] a magmitude of a duration of the
gesture being detected on the touch screen on the object 15 less than a
first magmitude threshold, perform an [operation]/finction]” refers to
logic determining that the length of a period of time heginning at the

start of the gesture and ending at the conclusion of the gesture is

[1.1]

less than a first magnitude threshold.

o “[when]/[based on]/[in response to] the magnitude of the duration of

the gesture being detected on the touch screen on the object is greater
than the first magnitude threshold, perform a scaling ...” refers to logic
determining that the length of a period of time beginning at the start
of the gesture and ending at the time of the execution of the logic or

at the conclusion of the gesture is greater than a first magnitude

—

<

[1.9]

FISH.

threshold. EX2008, {59.

1
[1.i]

“[when]/[based on]/[in response to] the magnitude of the duration of
the gesture being detected on the touch screen on the object is greater
than a second magnitude threshold. perform  another
[operation]/[function]” refers to logic determining that the length of a
period of time beginning at the start of the gesture and ending at
the time of the execution of the logic or at the conclusion of the

gesture is greater than a second magnitude threshold. EX2008. 59.

POR, 23-24; CC Brief, 5; Reply, 7-8

22
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Dependent claim 2 would be rendered superfluous in view of
Smith’s flawed requirement of cessation of the gesture

POR

—

¢ “[when]/[based on]/[in response to] a magnitude of a duration of the [1f]

gesture being detected on the touch screen on the object is less than a

first magnitude threshold. perform an [operation]/function]” refers to
logic determining that the length of a period of time beginning at the
start of the gesture and ending at the conclusion of the gesture is

less than a first magnitude threshold. EX2008, TSQ.S

2. The apparatus ol claim 1, wherein the apparatus is
configured such that, when the magnitude of the duration of
the gesture being detected on the touch screen on the object
1s less than the first magnitude threshold, the operation i1s
performed after a cessation of the gesture 1s detected.

F I S H APPLE-1001, claim 2; POR, 23; Reply, 9-12 3
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Dependent claim 26 highlight flaws with Smith’s requirement
of cessation of the gesture

POR

o “[when]/[based on]/[in response to] a magnitude of a duration of the JJ

[1.1]

gesture being detected on the touch screen on the object is less than a

first magnitude threshold. perform an [operation]/function]” refers to
logic determuning that the length of a period of time beginning at the

start of the gestulre and ending at the conclusion of the gesture is

less than a first magnitude threshold. EX2008. 9595

’114 Patent, claim 26 (excerpted)

when the magnitude of the duration of the gesture being
detected on the touch interface on the object 1s less than
the first magnitude threshold includes upon a cessation
of the magnitude of the duration of the gesture being
detected on the touch interface on the object when the
magnitude of the duration of the gesture being detected
on the touch mterface on the object 1s less than the first
magnitude threshold:;

F I S H . POR, 21-22: APPLE-1001, 103:13-21 24
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Dependent claim 26 highlight flaws with Smith’s requirement
of cessation of the gesture

POR

¢ “[when]/[based on]/[in response to] a magnitude of a duration of the JJ

[1.1]

gesture being detected on the touch screen on the object is less than a
first magnitude threshold. perform an [operation]/function]” refers to
logic determining that the length of a period of time beginning at the
start of the gestutre and ending at the conclusion of the gesture is

less than a first magnitude threshold. EX2008. §59.°

’114 Patent, claim 26 (excerpted)
when the magnitude of the duration of the gesture being
detected on the touch interface on the object 1s less than
the first magnitude threshold includes at least one point
in time after the magnitude ol the duration of the
gesture being detected on the touch interface on the
object 1s less than the first magnitude threshold:

POR, 21-22; APPLE-1001, 103:28-33; Reply, 9-12

FISH. G
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Smith’s expert neither addressed nor familiarized himself with
the dependent claims

Dr. Madisetti’s Deposition Dr. Madisetti’s Declaration

2 Q. So, did vour review of dependent 1 [A]/ [Tie] Gesture and Magnitude Of [4] / {The] Duration of

3 claims of the '114 patent help vou to gain an 55 T cm g e e e et g e s

4 understanding of the independent claims? — T e

5 A.  To the extent that I referenced them _ _ _

- ot No mention of dependent claims in |

6 1 my declaration. _ Y : .

7 Q. If they are not referenced in your Dr. Madisetti's dISCUSSI_On of [A] /

2 declaration, did they not inform vour [The] Gesture and MagnltUde Of [A] [ |
10 A, AsIsaid. I did not offer opinions Fe —

gesture” 15 the magnitude of 2 period that

11 on certain -- on all of the dependent claims. on e _ ]
Here. thy upon detection of the touch on the touch screen. 004 (“duwranon” means “the
12 all the claims in that respect to the extent that mifilde| | time duing which something exists o Lasts); EX2005 ("dhuration” meaus “the fime
l 3 I ll,HTE an OpiIIiGIl. [32.2. [{ during which something continmes™). A penod that starts affer the gesture 15 not a
. .. . condition duration of the gesture. Applying tis plan language to each of the three logical
14 I provide the opinion on the basis == I E P
- . . 23
15 m my declaration. N i [
o 6l becau ! A POSITA would understand that magn\itu.de of a dwation™ includes the lensth of
. L . ¥ fact Y
T Q. So, sitting here right now, is there ] mron] copea| the dusation
such 4
5 any other opinion that yvou omitted from vour it bere ) wiich .
user mp
Y declaration? input 1 |
10 A. Tdon't believe so. e 3 |
Limitation [1.1]. |
F I S APPLE-1023, 60:2-15, 61:7-10; EX2008, 11 58-61 26
I I @
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Whether conditional limitations [1.f], [1.9], and [1.i]

could be met by a single detected gesture; or whether
the conditional limitations present alternatives such
that no magnitude of the duration of a single gesture
could meet all three limitations

FISH.
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Claim recites conditions in the alternative

’114 Patent, Claim 1, elements [1.f] and [1.q]

when a magnitude of a duration of the gesture being
detected on the touch screen on the object 1s less than
a first magnitude threshold, perform an operation;

when the magnitude of the duration of the gesture being
detected on the touch screen on the object 1s greater
than the first magnitude threshold, perform a scaling
in connection with at least the object, where the

FISH.

CC Brief, 6-7; see ID, 25-26
28
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Dependent claim 9 informs the scope of claim 1, which must
be broad enough to include the dependent claims

’114 Patent, Claim 9

9. The apparatus of claim 1, wherein the apparatus 1s
configured such that at least a portion of the scaling involves
a continuous scaling function that is a continuous function of
the magnitude of the duration of the gesture being detected
on the touch screen on the object, only when the magnitude
of the duration of the gesture being detected on the touch
screen on the object i1s greater than the first magnitude
threshold and 1s less than the second magnitude threshold.

F I S H CC Brief, 6, 9; see ID, 26 29
-

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE



Dependent claim 10 informs the scope of claim 1, which must
be broad enough to include the dependent claims

114 Patent, claim 10

10. The apparatus of claim 1, wherein the apparatus is
configured such that

the magnitude of the duration of the gesture being detected on
the touch screen on the object remains less than the first magnitude
threshold for a first gesture to cause only the operation to be performed
upon a cessation of the magnitude of the duration of the gesture being
detected on the touch screen on the object;

the magnitude of the duration of the gesture being detected on
the touch screen on the object surpasses the first magnitude threshold
and remains less than the second magnitude threshold for a second
gesture to cause the scaling without the operation nor the another
operation being performed; and

the magnitude of the duration of the gesture being detected on
the touch screen on the object surpasses both the first and second
magnitude thresholds for a third gesture to cause the scaling and the
another operation to be performed without the operation being
performed.

F I S H CC Brief, 6-7, 9 30
.
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Dr. Madisetti did not consider the dependent claims in his analysis

of this question

Dr. Madisetti’s Deposition

=] N W

(]

9
10
11
12
13
14
15

Q. So, did vour review of dependent
claims of the '114 patent help vou to gain an
understanding of the independent claims?

A. To the extent that I referenced them
in my declaration.

Q. If they are not referenced in your
declaration, did they not inform vour
understanding?

A, AsTsaid. I did not offer opinions
on certain -- on all of the dependent claims. on
all the claims in that respect to the extent that
I have an opinion.

I provide the opinion on the basis

in my declaration.

Dr. Madisetti’s Declaration

118. Moreover, dependent claims of the '114 Patent confirm the
understanding that in Claim 1 the second magnitude threshold is greater than the first
magnitude threshold. Claim 8. which depends from claim 1. supports that the most

logical reading of the claim is that the “second magnitude threshold™ of Limitation

[1.i] is greater than the ““first ma }gilimde threshold™ of Limitations [1.f and 1.g]:

7
8

G

10

Q. So, sitting here right now, is there
any other opinion that vou omitted from vour
declaration?

A. TIdon't believe so.

FISH.

Only mention of
dependent claims in Dr.
Madisetti’'s Declaration

relates to claim 8 and
the relationship between
the first magnitude
threshold and the
second magnitude
threshold

APPLE-1023, 60:2-15, 61:7-10; EX2008, 118 31
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Smith’s and Dr. Madisetti’s positions on this Board

guestion are evasive

The Board’s Question

a single detected gesture;

whether conditional limitations [1.£, 1.g. and 1.1] could be met by

Patent Owner’s Response

Dr. Madisetti’s Declaration

“[W]hether conditional limitations [1.f, 1.g. and 1.i] could be met by a single
detected gesture.” A single instance of user input that met Limitation [1.f] would
not also meet [1.g] or [1.i] and. vice versa. EX2008, 964. A single instance of user
input that met Limitation [1.g] may also. but need not, meet Limitation [1.1]. Id.

This is fully consistent with the Claims’ recitation of logic used to evaluate

numerous instances of user input all meeting the requirements of “the duration.” Id.

FISH.

64.  “[W]hether conditional limitarions [1.f 1.g. and 1.i] could be met by a
single detected gesture.”” A single instance of user input that met Limitation [1.£]
would not also meet [1.g] or [1.1] and, vice versa. A single instance of user input that
met Limitation [1.g] may also, but need not, meet Limitation [1.i]. This is fully
consistent with the Claims’ recitation of logic used to evaluate numerous instances

of user input all meeting the requirements of “the duration.”

Paper 10, 5; POR, 29; EX2008, 164 32
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FISH.

Institution Decision

On this preliminary record, we agree with Patent Owner to the extent
that antecedent basis of “‘the gesture being detected on the touch screen on
the object” recited in Limitations [1.f. 1.g, and 1.i] refers to “a gesture on the
touch screen on the object” which is “detect[ed]” in Limitation [1.e]. The
three “when” limitations, however, appear to be wriften in the alternative
such that not all of three recited “when” conditions would be met in any

scenario meeting the claim language.

Patent Owner’s Sur-reply

mnstances of user mput.” POR, 24-25. Thus, the fact that no “single detected
gesture,” to the extent the Board used that terin to refer to a single mstance of user
mput,! could meet all of the conditional Limitations 1s not a flaw m the claim
language, but rather reflects the fact that the claimms recite logic operating on

numerous “detected gestures” (1.e., instances of user mput).

! Petitioner criticizes Patent Owner for using the term “single instance of user input”

rather than “single detected gesture.” Paper 22, 7. The POR directly answers the
Board’s questions, confirming Patent Owner does not dispute that “single detected
gesture,” to the extent the Board used that term to refer to a specific mstance of user

input “will not meet all three Limitations.” POR, 29.

Smith’s Sur-reply remains evasive

Sur-reply, 4; ID, 25

33
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Petitioner does not assert that the plain language of the claims
IS internally inconsistent, nor does Petitioner rewrite the claims

Rebuttal

Id., 6-71” Sur-reply, 3
to: o

“Petitioner asserts that the plain language is internally inconsistent as an excuse to rewrite it.

Petitioner’s Claim Construction Brief only arques that Smith’s

positions are inconsistent

No express claim construction for this term is required. However. the
following discussion provides insight as to the manner in which this term would
have been understood by a POSITA when read within the context of the specification
and independent claims—and. in particular, the conditional limitations. In contrast,
Smith’s approach does not consistently apply the antecedent basis of the claims and

is inconsistent with dependent claims. APPLE-1022, §19.

CC Brief, 3

As discussed in Petitioner’s Reply, Smith’s and Dr. Madisetti’s position

regarding the Board’s inquiry is evasive, inconsistent, and unclear. Reply. §IL.B.

Nonetheless. Smith seemingly indicates that no single gesture” would meet all
of limitations [1.f]. [1.g]. and [1.i] (POR, 29, 35). while in contradictory fashion,
claiming that it directed the Board to “written description that describes a single
gesture having three different durations that result in three different actions™® (POR.

21 n.6). Similarly inconsistent. despite its response that no single gesture would meet

all limitations, Smith concludes that “[a]ll [limitations] must be met.” POR. 2.

CC Brief, 7

FISH.

CC Brief, 8

Sur-reply, 3; CC Brief, 3, 6-11
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The Board correctly observed that Smith has not identified “a single gesture
having three different durations that result in three different actions”

Institution Decision

As noted earlier, Patent Owner argues that “the Petition maps to three
different gestures associated with three different durations begimnning at

different pomts 1n time” and so does not “meet the plamn language of the

claims.” Prelim. Resp. 1 (emphasis in original): Prelim. Resp. 22 (asserting

duration). Patent Owner, however, has not directed us to any portion of the
specification of the challenged patent that describes the subject matter of
claim 1. much less a portion of the written description that describes a single

gesture having three different durations that result in three different actions.

FISH. v

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE



FISH.

Smith “has not done so”

Patent Owner’s Response

® The Institution Decision states: “Patent Owner. however. has not directed us to any
portion of the specification of the challenged patent that describes the subject matter
of claim 1. much less a portion of the written description that describes a single

gesture having three different durations that result in three different actions.” Paper

8 (“D.I.”). 24. While Patent Owner has done so in this Paper. respectiully. it

Claim Construction Brief

Nonetheless, Smith seemingly indicates that no single gesture” would meet all
of limitations [1.f]. [1.g]. and [1.1] (POR. 29, 35). while in contradictory fashion,
claiming that it directed the Board to “written description that describes a single
gesture having three different durations that result in three different actions™® (POR.
21 n.6). Similarly inconsistent, despite its response that no single gesture would meet

all limitations, Smith concludes that “[a]ll [limitations] must be met.” POR. 2.

POR, 21-22 n. 6; CC Brief, 8

36
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Dr. Madisetti admitted he has not identified “a single gesture having
three different durations that result in three different actions”

Institution Decision

As noted earlier. Patent Owner argues that “the Petition maps to three

different gestures associated with three different durations beginning at
different points 1n time” and so does not “meet the plain language of the

claims.” Prelim. Resp. 1 (emphasis in original): Prelim. Resp. 22 (asserting

duration). Patent Owner. however. has not directed us to any portion of the
specification of the challenged patent that describes the subject matter of

claim 1. much less a portion of the written description that describes a single

gesture having three different durations that result in three different actions.

Dr. Madisetti’s Deposition ID, 24, APPLE-1023,
122:17-21, 127:19-128:7

17 Q. So, sitting here right now, can you

18 think of any use case that would meet the claims?

19 MR. LICYGIEWICZ: Objection to form.
20 THE WITNESS: As I explained, : - —
21 counsel, that 1s not what I was asked to do. ! : A JLCh thm.k Loffered an (.)pmlon
2 with respect to that issue, counsel, in my
19 Q. Does the '114 patent provide an 3 declaration.
20 example of a single gesture having three 4 If asked and allowed to do so in the
21 different durations that result in three 5 future, I may do so.
22 different actions? 6 But, I don't think I have offered
F I S H . 7 such an opinion in my declaration. 37
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Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Sur-reply

rewriting the claims at Petitioner urges. Reply, 7-8. Petitioner appears to criticize
Patent Owner and Dr. Madisett1 for not identifying an example in the specification
“of a single gesture having three different durations that result in three different
actions.” Id. Again, the POR 1dentifies substantial disclosures of “multi-part, multi-

action gestures” and use of a “decision tree” and a “phase space path” to detect

multiple aspects of a gesture. POR, 4-9. And the POR explaimed how this disclosure

F I SI I Sur-reply, 6
. DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

II. OVERVIEW OF THE °114 PATENT
A, Multi-Part Pattern-Based Gestures

As of the priority date for the "114 Patent, touch screen mobile devices were
becoming increasingly capable of performing complex tasks that required more
control than was possible with the existing basic input methods. EX2008. 924.
Further. limited screen real estate meant that input and output techniques used for

more complex tasks on desktop computers could not be used on touch screen mobile

devices. Id.. 926. The "114 Patent addresses this shortcoming by enabling users to

VI. OVERVIEW OF THE 114 PATENT
Al Multi-Part Pattern-Based Gestures

24. At the time of the *114 Patent’s priority date. touch screen mobile
devices were becoming increasingly capable of more complex tasks that required
more control than possible with traditional, basic input methods. As more capable
and precise sensors were being placed in mobile devices, the corresponding options

for designers were increasing.

operate new powerful mobile devices and their feature-rich applications through
implementation of multi-part gestures where users can take successive actions and

can receive feedback at each stage. Id.

FISH.

26.  Further, limited screen real estate meant that input and output
techniques used for more complex tasks on desktop computers could not be used.
The 114 Patent addresses this shortcoming by enabling users to operate these new
powerful mobile devices. which had less real estate. and their feature-rich

applications through implementation of multi-part gestures where users can take

successive actions and receive feedback at each stage.

POR, 4-5; EX2008, 1124-25 39

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE




Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

The *114 Patent describes these multi-part, multi-action gestures as “pattern-
based gestures” that “may be recogmized 1n the form of an ordered sequence™ by, for
example, “using a decision tree” EX1001, 75:24-26; EX2010, [00581]. The
“pattern-based gesture” may be defined as “a path through a phase space of one or
more dimensions.” EX1001, 73:27-29; EX2010, [00564]. Exemplary pattern-based
gesture, “pattern-based gesture 2302, 1s “described by a phase space path which

represents the time evolution of the touch state associated with a contact point™ on

the touch screen. EX1001. 73:41-44: EX2010. [00566].

4 Front State s sz_’_\ Back State
0 1 2
5 - I I T
. [ = t/t/ ‘\5 +
; b
2302 " - : * b+ F——
! i ' Time +

EX1001, FIG. 23;: EX2010, FIG. 28.
Each state, and transition between states, may be defined by factors including

“contact point changes™ and “the time spent on each leg of the path through phase

27. The "114 Patent describes these multi-part, multi-action gestures as
“pattern-based gestures” that “may be recognized in the form of an ordered
sequence” by. for example. “using a decision tree.” EX1001. 75:24-26: EX2010.
[00581]. The “pattern-based gesture™ may be defined as “a path through a phase
space of one or more dimensions.” EX1001.73:27-29: EX2010. [00564]. Exemplary
“pattern-based gesture[s] 2302” are “described by a phase space path which
represents the time evolution of the touch state associated with a contact point” on

the touch screen. EX1001, 73:41-44; EX2010, [00566].

Front State szu =0y k_/_\' Back State
0 1 2
S1 =
st o N 4
Front (

L + .
v State i \
2302 : s . b 2 + 7 ./[

Time

EX1001, FIG. 23: EX2010, FIG. 28. Each state. and transitions between states. may

be defined by factors including “contact point changes™ and “the time spent on each

leg of the path through phase space.” EX1001. 73:47-74:7; EX2010. [00567]-

FISH.

POR, 5; EX2008, 127 40
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Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

space.” EXI1001, 73:47-74:7: EX2010, [00567]-[00570]. Consistent with the
“decision tree” aspect of these pattern-based gestures, multiple patterns may share
the same starting (and intermediate) points. EX1001, 75:24-26; EX2010, [00581]:;
EX2008. 127.

To detect pattern-based gestures. the "918 Provisional. which the 114 Patent
incorporates by reference (EX1001. 1:22-24). discloses “gesture differentiation.”
which is distinguished from simply detecting a “basic user interaction (i.e.. button
press. basic application interaction, etc.).” techniques. EX2010. [00498]. [00502].
The process begins by “determin[ing] whether there is any meaningful user input.”
including applying a “threshold above which user interaction may rise before it may
be deemed meaningful.” Id., [00501]-[00502]. Detecting the gesture may involve
“gesture subject matter context.” including “objects displayed at or near the location
of the gesture.” Id.. [00512]. For example, the starting point may be the beginning

of a touch contact at a particular location of a specific object on the touch screen.

Id.; EX2008. 928.

[00570]. Consistent with the “decision tree” aspect of these pattern-based gestures.
multiple patterns may share the same starting (and intermediate) points. EX1001.,
75:24-26: EX2010. [00581]. Consistent internal device logic is important to keep a
user engaged and appropriately aware of the response for a desired task. A user
wishing to execute a final action contingent on a previous device state would be
unsuccessful if the device did not predictably follow a decision tree. Predictability
in starting and intermediate points is enabled by decision tree logic.

28. To detect these pattern-based gestures, the "918 Provisional, which the
*114 Patent incorporates by reference (EX1001. 1:22-24). discloses techniques for
“gesture differentiation.” which is distinguished from simply detecting a “basic user
interaction (i.e., button press, basic application interaction, etc.).” EX2010, [00498].

[00502]. The process begins by “determine[ing] whether there is any meaningful

POR, 6; EX2008, 1127-28

FISH.

user input,” including applying a “threshold above which user interaction may rise
before it may be deemed meaningful.” EX2010, [00501]-[00502]. Detecting the
gesture may involve “gesture subject matter context.” including “objects displayed
at or near the location of the gesture.” EX2010. [00512]. For example, the starting
point may be the beginning of a touch contact at a particular location of a specific

object on the touch screen. EX2010. [00512]. A touch-capable device offers a user

the ability to input at a desired location on the touch screen. The ability for a user il

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE




part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

Smith later claimed to having “done so” via disclosures of “multi-

GATHER INPUT

ENERALIZED
GESTURE?Y

DETERMINE GESTURE ID
USING ATTRIBUTES

GATHER INPUT

DETERMINE GESTURE ID USING
GESTURE NOTATION, COMPONENTS,
AND ATTRIBUTES

2410

BINGLE
FOESIBLE
GESTURE?

WEE SUBJECT MATTER
CONTEXT

DETERMEME JESTURE ID

USING ATTRIEUTES

START )
=cimict P peey

H
T/

DETERMINE GESTURE ID USMNG
GESTURE NOTATION. COMPONENTS,
AND- ATTRIBUTES _-'ﬂ\l

2408

2408

e

2414

2418

USE
DEFAULT

USE
DEFAULT

PERFORM
INTERMEDIATE
GPERATION(S)

GESTURE
DONE?

EX2010. FIG. 24.

As the flow chart shows, multiple complete patterns may share the same

starting (and mtermediate) points. EX2008, 929. Consistent with the multi-part

PERFORM FINAL
OFERATIONIS)

INTERMEDIATE
OPERATION]S)

a6

f~

EX2010, FIG. 24.

FISH.

PERFORM FINAL
CFERATION(E)

29.  Apgam, as indicated by the flow chart. multiple complete full patterns
may share the same starting (and intermediate) points. From the flow chart, the start
of a pattern begins with gathering input at block 2402. Further blocks. for example
block 2406, describe gesture notation, components, and attributes. This reveals that

the input gathering at one location could be at the same location based on later

POR, 7; EX2008, 1128-29
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Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response Dr. Madisetti’s Declaration

starting (and intermediate) points. EX2008. 129 Consistent with the multi-part defined features of that input. Furthermore, the steps of the flow chart illustrate that

nature, the device may perform “intermediate operations associated with the a gesture pattern involves multiple steps that may share the same starting point as

identified gesture™ EX2010, [00521]. <TEJach execution of intermediate gestare well as mtermediate points. For example, a different gestures or input type at the

same location would thus share the same starting point. Other examples consistent

operations may trigger a display update (7.e. rendening, etc )™ Id., [00524] One

) ) ) _ ) _ with the “114 patent could include a common starting point in a pressure level. In
purpose of these mtermediate gestures 1s so ~a user may receive feedback on their

o ) ) both instances, the logic of the device analyzes a parameter associated with user
gesture before terminating the interaction.™ Id., [00522].

— - _ — — contact. The same pressure level again could be the same starting point. Consistent
A “gesture may be ended by ending one or more user mputs’ or “by

. . . . , . . with the multi-part nature, the device may perform “mtermediate operations
performing a different gesture™ at which time “the final operations associated with

) ) ) associated with the identified gesture.™ EX2010, [00521]. “[E]ach execution of
the 1dentified gesture are performed.™ Id., [00526]-[00528]; EX2008, 30. “For

. . ) . . mtermediate gesture operations may trigger a display update (1e. rendering, etc )™
example, i one embodiment, a gesture which triggers the display of a pop-up menu

] ) EX2010, [00512]. [00524]. One purpose of these intermediate gestures 1s so “a user
and allows a user to cycle through menu 1tems may have as a final operation the

_ _ . may receive feedback on their gesture before termunating the interaction.” EX2010,
selection of the current menu item and removwal of the pop-up menu ™ EX2010,

[00522].

[00529].

30, A “gesture may be ended by ending one or more user inputs” or by
performing a different gesture™ at which time “the final operations associated with
the identified gesture are performed ™ EX2010, [00526]-[00528]. “For example,
one embodiment, a gesture which triggers the display of a pop-up menu and allows

a user to cycle through menu 1tems may have as a final operation the selection of the

F I S H POR, 7-8; EX2008, 1129-30 current menu item and removal of the pop-up menu.” EX2010, [00529]. A4
@
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Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

Consistent with the "918 Provisional's disclosure of detecting multi-part
pattern-based gestures through gesture differentiation, the “114 Patent describes a
process by which a “gesture 1s identified from gesture mput” EX1001, 58:11;
EX2010, [00385]; EX2008, T31. The process begins by “determn[ing] 1f a touch
event has occurred.™ EXI1001. 58:6; EX2010, [00383]. “If it is determined that a
touch event has occurred, then the initial touch event attributes are determined.”
EX1001, 58:8-9; EX2010, [00384]. Touch event attributes may include “one or
more measurable aspects of the user interaction which resulted 1 a touch event,”
EX1001, 55:1-3; EX2010, [00359]. including e.g.. “gesture wnput” from which “a
gesture may be identified ™ EX1001. 58:26-27; EX2010, [00388]; EX2008, 31.
Such gesture mputs may mclude “touch event attributes™ evaluated “both mitial[ly]
and over ime.” EX1001_ 58:20; EX2010, [00386];: EX2008.T31. Another example

may include the “time to complete [a] gesture.” EX2010, [00403]; EX2008. 931.

31. Consistent with the '918 Provisional’s disclosure of detecting multi-
part pattern-based gestures through gesture differentiation, the "114 Patent describes
a process by which a “gesture 15 1dentified from gesture mput.™ EX1001, 58:11;

EX2010, [00385]. The process begins by “determin[ing] if a touch event has

The "114 Patent distinguishes between gestures that may be identified solely from
initial touch event attributes and “gestures [that] may only be identified after the
gesture has been performed for some peniod of tiume.” EX1001. 58:28-30; EX2010,

[00388]: EX2008. §31.

occurred.” EX1001, 58:6; EX2010, [00383]. “If 1t 1s determined that a touch event
has occurred, then the initial touch event attributes are determined ™ EX1001, 58:8-
9; EX2010, [00384]. Touch event attributes may include “one or more measurable
aspects of the user interaction which resulted in a touch event” EX1001, 55:1-3;
EX2010, [00359]. mcluding e.g.. “gesture input™ from which “a gesture may be
identified.” EX1001, 58:26-27; EX2010, [00388]. Such gesture inputs may include
“touch event attributes™ evaluated “both mitial[ly] and over time ™ EX1001. 58:20;
EX2010, [00386]. Another example may include the “time to complete [a] gesture.”
EX2010, [00403]. The "114 Patent distinguishes between gestures that may be
identified solely from initial touch event attributes and “gestures [that] may only be
identified after the gesture has been performed for some period of time.” EX1001,

58:28-30; EX2010, [00388].

POR, 8-9; EX2008, 131 44

FISH.
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Smith later claimed to having “done so” via disclosures of “multi-
part, multi-action gestures” etc.

Patent Owner’s Response

Dr. Madisetti’s Declaration

The "114 Patent explams that, “[o]nce the gesture has been identified. the
corresponding operation 1s performed.” EX1001, 58:50-51; EX2010, [00390]:
EX2008. 932. Identification of a gesture may wnclude “determun[ing] whether the
gesture 1s meant to trigger some sort of transformation.” such as a “scale”™ operation.
EX2010, [00518]: EX2008, 32. Such transformations may be a result of a gesture
“associated with operations that are carned out as functions of the gesture mput.”
EX1001. 60:58-60; EX2010, [00402]: EX2008, ¥32. The identification may also
perform “mntermediate operations associated with the identified gesture.”™ EX2010,
[00521]: EX2008. 932.

A corresponding operation may include “a gesture . associated with the
modification of one or more device attmbutes™ EXI1001, 59:26-27; EX2010,
[00393]: EX2008. 933, For example. “a device may have a status bar along one side
of a display which indicates the status of device hardware. mcluding ... Wi-F1 signal
strength. cellular network type and signal strength. Bluetooth status (1.e.. on. off,

etc.), system volume, battery remamning, etc.” EX1001. 59:28-33: EX2010. [00393]:

EX2008. 133.

32, The 114 Patent explains that, “[o]nce the gesture has been identified,
the comresponding operation i1s performed. ™ EX1001, 58:50-51; EX2010. [00390].
Identification of a gesture may mclude “determin[ing] whether the gesture 1s meant
to trigger some sort of transformation,” such as a “scale” operation. EX2010,
[00518] Such transformations may be a result of a gesture “associated with
operations that are carried out as functions of the gesture mput.” EX1001, 60:58-60;
EX2010. [00402]. The identification may also perform “intermediate operations

associated with the identified gesture ™ EX2010_[00521].

33. A corresponding operation may include “a gesture _ associated with
the modification of one or more device attributes.” EX1001, 59:26-27; EX2010,
[00393] For example, “a device may have a status bar along one side of a display

which indicates the status of device hardware, including ... Wi-F1 signal strength,

cellular network type and signal strength, Bluetooth status (1.e.. on, off, etc.), system

volume, battery remaining, etc.” EX1001, 59:28-33; EX2010, [00393].

FISH.

POR, 9; EX2008, 1132-33 45
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Whether conditional limitations [1.f], [1.9], and [1.i]

could be met by different gestures in which each
gesture has a different duration that satisfies different
alternatives

FISH.
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The dependent claims make clear that the independent claims
permit multiple detected gestures to meet the conditions

114 Patent, claim 10

10. The apparatus of claim 1, wherein the apparatus is
configured such that

the magnitude of the duration of the gesture being detected on
the touch screen on the object remains less than the first magnitude
threshold for a first gesture to cause only the operation to be performed
upon a cessation of the magnitude of the duration of the gesture being
detected on the touch screen on the object;

the magnitude of the duration of the gesture being detected on
the touch screen on the object surpasses the first magnitude threshold
and remains less than the second magnitude threshold for a second
gesture to cause the scaling without the operation nor the another
operation being performed; and

the magnitude of the duration of the gesture being detected on
the touch screen on the object surpasses both the first and second
magnitude thresholds for a third gesture to cause the scaling and the
another operation to be performed without the operation being
performed.

F I S H CC Brief, 6-7 47
.
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The dependent claims make clear that the independent claims
permit multiple detected gestures to meet the conditions

’114 Patent, claim 11

11. The apparatus of claim 1,

wherein the apparatus is configured to detect:

a first gesture with a first duration magnitude on the touch screen on
the object remaining less than the first magnitude threshold to cause only the
operation to be performed upon a cessation of the first gesture;

a second gesture with a second duration magnitude on the touch
screen on the object surpassing the first magnitude threshold and remaining
less than the second magnitude threshold to cause the scaling without the
operation nor the another operation being performed; and

a third gesture with a third duration magnitude on the touch screen on
the object surpassing both the first and second magnitude thresholds to cause
the scaling and the another operation to be performed without the operation
being performed.

F I S H CC Brief, 67 48
@
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The dependent claims make clear that the independent claims
permit multiple detected gestures to meet the conditions

114 Patent, claim 33

33. The apparatus of claim 32,

wherein the apparatus is configured such that:

only the first component of the gesture is detected in a first use case
scenario;

the first and second components of the gesture are detected in a
second use case scenario;

the first, second, and third components of the gesture are detected in
a third use case scenario;

the scale operation is a cue regarding the magnitude of the duration
of the gesture;

the first object is a subject of the scale operation simultaneously with
the at least one other object; and

the apparatus includes a watch.

1.fmet; Gesture 1 detected 1.g met; Gesture 2 detected | 1.i met; Gesture 3 detected
\ A
-t
ﬂ\ 15t threshold 2m threshold /
t,=0 (contact starts) t. contact ceases

F I S H CC Brief, 11 49
@
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Petitioner’s position gives full effect to the antecedent
basis of the claims

Claim Construction Brief

Notably. Petitioner’s position is consistent with the claims’ recitation of
antecedent basis. The Petition gives full effect to that basis. clarifying that each of
limitations [1.f]. [1.g]. and [1.i] refers back to the gesture detected in limitation

[1.e]—specifically. to the magnitude of the gesture’s duration as detected in

limitation [1.e]. Pet.. 18-26.

CC Brief, 7

F I . DEMONSTRATIVE EXHIBIT —NOT EVIDENCE
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Whether all conditional limitations [1.f], [1.9], and [1.i]
need to be met to satisfy the claim

FISH.
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For claim 1, all conditional limitations need to be met

Claim Construction Brief

satisfy claim 1. That 1s. for apparatus claim 1. the prior art system must include the
“structure for performing the [respective] function™ to the extent that each of the
conditional limitations [1.f]. [1.g]. and [1.1] occur. See Ex Parte Schulhauser. Appeal
No. 2013-007847. 2016 WL 6277792. 14-15 (PTAB Apr. 28. 2016) (precedential)
(indicating that a system claim “is limited to the structure capable of performing all
the recited functions™). However. because no single magnitude of a single duration
of
Petitioner has mapped each of [1.f]. [1.g]. and [1.1] to different gestures detected in

limitation [1.e]. each having its own duration magnitude. APPLE-1022. 437.

All of conditional Iimitations [1.f]. [1.g]. and [1.1] need to be met in order to

a single gesture can meet all conditional limitations. as discussed in §II.C,

FISH.

CC Brief, 12

52
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The Petition mapped the prior art to all limitations of the

method claims 34 and 64, just as it did with apparatus claims

Ground 1B

3. Claim 34

[34.pre]
To the extent the preamble 1s limiting, the KLD renders [34.pre] obvious.

APPLE-1003, Y112. Specifically, as discussed for claim 1, Kim’s device performs
various functions. §IV.A. For at least the same reasons, the KLD performs a
similar functions including functions recited in [34.e]-[34 ], which were discussed
in other referenced/incorporated sections of this Petition. APPLE-1003, §112; see
[1.pre] (Ground 14).

[34.a]

The KLD renders [34.a] obvious. APPLE-1003, 7113. Kim explains that its
mobile device can be “any other kinds of portable and handheld devices.” APPLE-
1004, [0118]. As discussed i §IV.B.2, a POSITA would have found it obvious to
implement the KLD as a smart watch, per Lang. APPLE-1003, 113.

[34.b]-[34.j]
See [1.a]-[1.1] (Ground 1A).

Ground 2B

2. Claim 34
[34.pref
To the extent the preamble is limiting, the KBLD renders [34.pre] obvious.

APPLE-1003, 1222. Specifically, as discussed with respect to claim 1, the KBD
(apparatus) performs a method. §IV.E.2. For at least the same reasons, the KBLD
performs a method, as discussed in more detail with respect to [34.e]-[34]].
APPLE-1003, 1222; see [1 pre] (Ground 2A).

[34.a]

The KBLD renders [34.a] obvious. APPLE-1003, 1223, Kim explains that
its mobile device can be “any other kinds of portable and handheld devices.”
APPLE-1004, [0118]. As discussed in §IV B .2, a POSITA would have found 1t

obvious to implement the KBLD as a smart watch, per Lang. APPLE-1003, 9223;

APPLE-1005, [0015].

[34.0]-[34,j]

See [1.a]-[11] (Ground 2A).

5. Claim 64
[64.pre]-[64.d]
See [34.pre]-[34.d] (Ground 1B).
[64.e]-[64.j]
See [32.d]-[32.1] (Ground 1A).

FISH.

4. Claim 64
[64.pre]-[64.d]
See [34.pre]-[34.d] (Ground 2B).
[64.e]-[o4.j]
See [32.d]-[32.1] (Ground 2A).

Pet., 43-44, 79-80
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Claim 32 / “component of the gesture”

FISH.
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FISH.

Pet., v, vii-viii

The response to the Board’s questions equally apply to claim 32
[1.pre] An apparatus, comprising: 32.pre] An apparatus. comprising:
[1.a] at least one non-transitory memory storing instructions [32.a] at least one non-transitory memory storing instructions
and a plurality of applications: and a plurality of applications:
[1.b] a touch screen: and [32.b] a touch screen: and
[1.c] one Or more processors in communication with the at [32.c] one or more processors in communication with the at
least one non-transitory memory and the touch screen. least one non-transitory memory and the touch screen.
wherein the one or more processors execute the wherein the one or more processors execute the
instructions to: mstructions to:
[1.d] display. via the touch screen, an object and at least a (32.d] display. via the touch screen. a first object and at least
portion of an interface: one other object:
[1.e] detect a gesture on the touch screen on the object: [32.¢] detect at least one component of a gesture on the touch
. ; X ) screen on the first object:
[1.1] when a magnitude of a duration of the gesture being )
detected on the touch screen on the object is less thana == [32.1] when a first component of the gesture is detected where
first magnitude threshold. perform an operation: a magnitude of a duration of the gesture being detected
SCr fir i 16 SS rs
[1.g] when the magnitude of the duration of the gesture being 31; 2:3;?(::3;:;211 dm;);llﬁoﬁrzofl:ljsgi;;lﬁ;'()::l:n a fust
- . ~ . <
detected on the touch screen on the object is greater than cessation of the gesture being detected:
A= . . . ¢ - -
the first magnitude threshold. perform a scaling in = ~
connection with at least the object. [32.¢] when a second component of the gesture is detected
. . . where the magnitude of the duration of the gesture being
[1.1] where the scaling includes a reduction in a size such that | = - ) - S
the size is | = Iv related to il tude of {1 detected on the touch screen on the first object is greater
i arcs] o - N . .
d1e s:ge 15 111:1‘ clse Snle ?}e. © d 1;: I?a&“l 1 :l N ? 11e than the first magnitude threshold. perform a scale
t oy " o . A »
uration Oﬂ © ];_e > tue dem__ clected on fhe touch operation for the at least one other object.
screen on the object: an
J [32.1h] where the scale operation includes a reduction in a size
[1.4] when the magnitude of the duration of the gesture being o <0 s to be ixi\'ers}e)lv (relate dto thé 1(11a211im de of the
. . b a’ - > =
derectec(ll011 the‘ rllogc:l:ls‘melen]gn th_?, object li‘lgl _eme[ than _ duration of the gesture being detected on the touch
a SECC;III magnitude threshold. perform another screen on the first object: and
operation. . _ - ,

[32.1] when a third component of the gesture 1s detected where
the magnitude of the duration of the gesture being
detected on the touch screen on the first object is greater
than a second magnitude threshold. perform another

function. 55
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“a component of the gesture”

Patent Owner’s Response

EX2008. 958. As explained in Section IL. A, above, “gestures” include multi-action
“pattern-based gestures” that “may be recognized in the form of an ordered
sequence” by. for example. “using a decision tree.” EX1001. 75:24-26: EX2010.
[00581]. Accordingly. “component of the gesture being detected.” consistent with

the specification and plain meaning, refers to one component of a multi-part gesture.

Smith unjustifiably relies on an overly narrow interpretation of

| The 114 Patent distinguishes between gestures that may be identified solely from

A “gesture may be ended by ending one or more user mputs” or “by

FISH.

Section Il.Aincludes no
mention of a component
nor any requirement that
a “gesture” must be a
multi-action “pattern-
based gesture”

/

POR, 22, Section II.A (4-9); Reply, 12-13

the

010

the

Ir the

tion.

kture

W Lt i 1o sl Lo e with
stast
_— 2400
L “For
space.” EX1001, 73:47-74:7. EX2010. [00567]-[00570]. Consistent with the
menu
| operate new powerful mobile devices and their feature-rich applications through piare h
jon the
; : 4 bs1l:
II. OVERVIEW OF THE ‘114 PATENT 5 an 2010
A, Multi-Part Pattern-Based Gestures
As of the prioriry date for the 114 Patent, touch screen mobile devices were o fatent
ti-part
beconung mcreasingly capable of performing complex tasks that required more |, for fion,
Fibes a
control than was possible with the existing basic mput lllfl‘ilDdS' EX2008, 24| The [utton
58:11;
Further, limited screen real estate meant that input and output techniques used forjne or [F02]
touch
more complex tasks on deskiop computers could not be used on touch screen mobile paged [put.”
that a
devices. Jd., 926. The "114 Patent addresses this shortcoming by enabling users to frhich | may
hined.”
" on folve
jone or
N - . . . . : ation
B{te. DL 16-18. Without agreeing with the Boh.rd 5 legal findings. and accepting ent”
. ; . . kg kame
the Board’s explicit rejection of Patent Owner's argument as negating any bich “a
. . L . . reen. | part
disavowal, Patent Owner intends to file a statutory disclaimer of Claims 27 and 59 fle, w31
N
See Vertical Tank, Inc. v. Bakercorp, No. 1:18-cv-145, 2019 WL 2207668, *11-12 the ial[ly]
N a
(E.D. Cal May 22, 2009) (“Courts have refused to find a disavowal was made where N Sture ample
the purported disavowal was rejected by the patent office.”) (citing Abbotr Labs. &, y One w31
Surmodics, Inc. v. Church & Dwight Co.. 2008 WL 5387848, at *8 (N.D. IIl. Dec their
22 2008); Southern Research Inst. v. Abon Pharm. LLC. 2013 WL 4509925 at *7
(DN.J. Aug. 22, 2013); Bausch & Lomb Inc. v. Vitamin Health, Inc.. 2015 WL pding I
phase

13574354, at *7 (W.D.NLY. Jan. 15, 2015); Raleigh v. Tandy Corp.. fini1997 WL

26299, at *4 (N.D. Cal. Jan. 10, 1997)).
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The ’114 Patent includes broad examples of
“components of a gesture”

’114 Patent

FISH.

2400
! il
/\2404
I
CUSTOM GESTURE SETTINGS |,
Name: 2402
2408 o448
i\ Copy
/- . Aclion 2420
2406 | | __ [i ‘”Tie_} [_Fiepla_y} O Insert Text Font] [Size]
Contact 2 -
»> E':n“r.'nr.r;ll I Edit J 2414 e
w Contact
2410/"'"“- P‘r_‘-;g‘;.'c O Launch Application _1-;4‘}4
;‘?”hrr Mew 0 Set Volume )
> F:‘m:mm,ﬂ - O New Email 2430 | 2426
b Systern I Delete ]g“‘xJ 0 Selection
Time: 850 ms 2458 O To.. 4~ _2432
Context 2458 \y O New SMS -
— — — E— O Text O Selection k\ﬁs
In various embodiments, the user interface 2400 may | —— o To..
include a list 2410 displaying all components of the cur- | © o G oner 2438
rently defined gesture. For example, in one embodiment, list s 2440 Conflicts
2410 may be a nested hierarchical list, grouped by “expected o e
- - - - - ¥ " L1 o
implement of interaction™ and input type (i.e. contact 1, [ofRecoantion 82% 2442
. | . . of Recognition: 93%
contact 2, proximity 1. etc.). In another embodiment, list o

APPLE-1001, 81:61-66; FIG. 24; CC Brief, 12-13
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Issue 2

Mapping of a(n) “operation’/"function” and
another “operation”/"function” is proper
(claims 1, 32, 34, 64)

FISH.
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FISH.

Exemplary Claim Language

An apparatus, comprising:

|1.a] at least one non-transitory memory storing instructions and a plurality of
applications;

a touch screen: and

1.c] one or more processors in communication with the at least one non-
transitory memory and the touch screen, wherein the one or more processors
execute the instructions to:

_ display, via the touch screen, an object and at least a portion of an
interface;

detect a gesture on the touch screen on the object;

when a magnitude of a duration of the gesture being detected on the
touch screen on the object is less than a first magnitude threshold, perform an
operation;

when the magnitude of the duration of the gesture being detected
on the touch screen on the object is greater than the first magnitude threshold,
perform a scaling in connection with at least the object, where the scaling
Includes a reduction in a size such that the size is inversely related to the
magnitude of the duration of the gesture being detected on the touch screen on the
object; and

when the magnitude of the duration of the gesture being detected on
the touch screen on the object is greater than a second magnitude threshold,
perform another operation.

59
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Kim/Kim-Bowens render obvious
performance of a(n) “operation”/"function”

FISH.
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FISH.

Institution Decision

Regarding Linutations [1.f-1.h], we find Petitioner’s showing, which
generally 1s based on express disclosures, to be sufficient for institution. As
discussed above, for the gesture recited in Linutation [1.e] that results in
“perform[mg] an operation”™ in Linutation [1.f], Petitioner relies on Kim’s
double-tap that returns the bicycle and nider (or other object) to an 1mtial
state with a basic display size after a zoom-in or zoom-out action.
Petitioner’s showing regarding Kim’s “hold event™ that causes a continuous
zoom-in or zoom-out action for the gesture recited mn Linutation [1.e]
sufficiently shows the required scaling operation on a bicycle and rider (an
object) and results in more of a zoom the longer the hold event 1s sufficient
for mstitution to show the inverse reduction 1n size recited in

Limitation [1 h]. Petitioner’s position also 1s bolstered by express

threshold. At tlus prelimmary juncture, we understand the plamn language of
the claim to require performing the operation (here, returning the object to
its original size) when the particular condition recited in the claim 1s met—
“when a magmitude of a duration of the gesture being detected on the touch
screen on the object is less than a first magmitude threshold ™ As such, we
find sufficient for mstitution Petitioner’s contention that the operation 1s
performed when the duration of the double-tap 1s less than a “first magnitude
threshold” of the hold event duration.

The Board clearly understood the Petition’s showing, “which
Is generally based on express disclosures”

ID, 27-28
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A POSITA would have understood that the well-known
double tap has a duration shorter than a hold (Ground 1A)

Dr. Cockburn’s First Declaration

54.  Kim teaches or renders [1.f] obvious. Kim describes “a double tap
event for returning fo an initial state with a basic display size after a zoom-in or
zoom-out action.” APPLE-1004, [0031], [0064] (“if an input event is a double tap
event as the result of determination in the step 241, the mobile device offers
display target data with a predefined basic size™), [0099] (“in response to a double
tap event. the mobile device displays target data with a given basic magnification
value™), [0103]. [0106]. In describing the touch as a tap. Kim discloses that the
duration of each of the taps of the double tap gesture must be less than a threshold
value associated with a longer-lasting (i.e., hold) event (the “first magnitude
threshold”). In particular, from this disclosure and based on common knowledge
of a tap. a POSITA would have understood that a double tap—a well known user
input by the Critical Date—comprises two short duration taps in quick succession.

which individually and collectively have a duration shorter than a threshold

FISH.

duration associated with a more persistent gesture (e.g.. a hold). APPLE-1005.
[0057]-[0058]. [0069]: APPLE-1009. 3 (*When I tell you to double-tap a specific
location, you simply take your stylus and tap the item twice in a fairly short
amount of time.”); APPLE-1012, [0072] (A double tap action can be determined
by the detection of a finger leaving the touch screen and immediately retouching
the touch sereen twice.”). The duration of each of the taps of the double tap
gesture is “a duration of the gesture.” A POSITA would have understood that
gesture recognition encompasses identification of multiple components of touch
data. Newton teaches. for example, taking into account the duration of a gesture, a
pattern of movement, and/or a distance by which fingers are separated. APPLE-
1010, [0027]. [0032]-[0035]. [0054]. Marsden similarly teaches a process for
“discern[ing] between the actions of tapping on the surface, resting on the surface,
and pressing on the surface.” using “threshold for the touch signal” and “the rate of
the rising edge of the touch signal to discern between a tap. a resting action. and a

press.” APPLE-1011, [0065].

Reply, 18; Pet., 20; APPLE-1003, 11 54-55 62
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FISH.

A “magnitude of a duration of the gesture being

detected” should be broadlx construed

Claim Construction Brief CC Brief, 3; APPLE-1003, 1190

First, as discussed in more detail below, “a magnitude of a duration of the
gesture being detected™ would not have been foreclosed from including the
magnitude® of the duration of any gesture being detected, which includes the
duration magnitude of any part of the inputs, flags, and signals that constitute the

gesture being detected. APPLE-1022, 920. This interpretation is proper at least

Double Tap

For Ground
2A:

| Lessthanthe
“timeout/press”
state; otherwise,

/ “‘pressed”
mowe/ drag Timesout

ksl fick
" emrymenl_fick)
wriiny save|Ini_il)

eniryflimenl_tap_gap)
limaout! tap |___ontny save(t)
ol cheek_in

jpress near @
Duuble Tap Pendin movel kg
eniryfmer{L_tap} — Preseed releass re
S save|th =
releane] ~da g\.—dehalﬂl fimeou! tap, press
L dal chack_to
FIG. 1
User actions/timeouts finger down release press neartl relaase
| i
System state(s) Idle stata Touched state Sacond Tap Pending 1 Double Tap Panding state | ldle state

I | I [
System events Double Tap event

System operations Basic magnification valua

APPLE-1005, FIG. 1 (huighlighted: annotated)

63

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE




Kim/Kim-Bowens render obvious
performance of another
“operation”/’function”

FISH.
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Kim performs “another operation/function” in response to

an intentional user ineut SGround 1A2

’114 Patent, [1.i]

when the magnitude of the duration of the gesture being
detected on the touch screen on the object is greater
than a second magnitude threshold, perform another
operation.

( START )

|
: 201
PERFORM SELECTED MODE |-~

L
oot nteRRupT | 208
I
205 Y
M

P T —
QMDDE? el

Ki

[0050] Ifaninterruptis not a request for the activation of the
zoom mode as the result of determination in the step 205, the
mobile device can perform some action in connection with an
interrupt (step 207). For instance, if an interrupt is a request
for a specific menu, the mobile device displays the requested
menu. Also, if an interrupt is a selection input for a specific
icon, the mobile device one of launches and enables one of an
application and a function which is assigned to the selected
icon. Meanwhile, if an interrupt is a request for the toggle
mode, the mobile device performs appropriate actions in the
_l toggle mode as will be described with reference to FIG. 4.

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE

- e T | PeRFORM OTHER AcTioN |- 207
—
‘ ACTIVATE Z00M MOoE ' L ||'51up 231), and adouble tap event (step 241). If the input event |
. B 2-1 ] @ ( END ) corresponds to none of them, the mobile device disregards the
WAIT FOR USER INPUT I~ received input event and then proceeds to the previous step
211.
F I S H (:ih. APPLE-1001, claim 1; Pet., 24-25; APPLE-1004, [0050], [0053], FIG. 2a; Reply, 18-20 65
)




The Kim-Bowens Device performs “another

oeerationlfunction” in response to taE SGround 2A2

Bowens

[0080] The Touched state is now described. The Touched
state occurs when a user has touched the touch surface. When )
the Touched state 1s entered a timeout 1s started, 1.e. a timer is Detecti ng a tap based
set running which expires after a preset time. This is used toa—"_ on a time threshold

distinguish between short duration gestures such as flicks and
taps, and long duration gestures such as a press. The initial

[0081] TheSecond Tap Pending state is now described. The
Second Tap Pending state occurs after a user has tapped the
touch surface. On entry a timeout 1s started. This 1s used to
decide if the user has made a tap gesture. The initial touch
location is stored. This i1s used to decide if the user is making
a double tap gesture. The timeout expiry is checked. If the
timeout expires, a tap event is generated and the state machine
enters the Idle state. This means that the user had tapped the
surface once, but not twice within the allowed time interval. [f

[0056] Tap: A tap happens when the user quickly touches
_ d/ and releases the touch surface. No significant movement takes
Action performe place while the user’s finger is on the touch surface. It is

responsive to tap characterized by a short touch duration. This could be used,
for example, to activate a hyperlink on a displayed web page.

F I S H APPLE-1005, [0056], [0065], [0080]-[0081], FIG. 1; Pet., 67-68; Reply, 20 g
©
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The Kim-Bowens Device performs “another

oeerationlfunction” in response to taE SGround ZAZ

Dr. Cockburn’s First Declaration

180. A POSITA would have understood that implementing a device (per
Kim) with tap-related operation (activate a hyperlink on a displayed web page), per
Bowens, would offer distinct functions associated with a tap, double tap, and a
long press, respectively. APPLE-1005, [0056]. Indeed, Kim offers an exemplary
scenario where “a zooming action associated with web display data in a web
browser” 1s provided. APPLE-1004, [0113]. It would have been obvious to a

POSITA that the device would respond with different operations depending on the

type of input received.

F I S H APPLE-1003, 1180 67
o
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The “second magnitude threshold” need
not be greater than the “first magnitude
threshold”

FISH.
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The claim language of the independent claims does not define a
relationship between the first and second magnitude thresholds

An apparatus, comprising:

|1.a] at least one non-transitory memory storing instructions and a plurality of
applications;
a touch screen; and
one or more processors in communication with the at least one non-

transitory memory and the touch screen, wherein the one or more processors
execute the instructions to:

_ display, via the touch screen, an object and at least a portion of an
interface;

detect a gesture on the touch screen on the object;

when a magnitude of a duration of the gesture being detected on the
touch screen on the object is less than a first magnitude threshold, perform an
operation;

when the magnitude of the duration of the gesture being detected
on the touch screen on the object is greater than the first magnitude threshold,
perform a scaling in connection with at least the object, where the scaling
Includes a reduction in a size such that the size is inversely related to the
magnitude of the duration of the gesture being detected on the touch screen on the
object; and

when the magnitude of the duration of the gesture being detected on
the touch screen on the object is greater than a second magnitude threshold,
perform another operation.

Reply, 21-2 69
FISH. o 1.2
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Dependent claims offer limitations re the relationship between
the first and second magnitude thresholds

’114 Patent, claim 8

8. The apparatus of claim 1, wherein the apparatus is configured such that
the scaling is reverted, in response to a detection of a cessation of the
gesture, when the magnitude of the duration of the gesture is detected on the
touch screen on the object to be greater than the first magnitude threshold,
but is detected to remain less than the second magnitude threshold.

“[T]he presence of dependent claim that adds a particular limitation raises a
presumption that the limitation in question is not found in the independent claim.”
Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir. 2004) (citing Wenger

Mfg., Inc. v. Coating Mach. Sys., Inc., 239 F.2d 1225, 1233 (Fed. Cir. 2001); Comark
Communications, Inc. v. Harris Corp., 156, F.3d 1182, 1187 (Fed. Cir. 1998)).

“[W]here the limitation that is sought to be ‘read into’ an independent claim already
appears in a dependent claim, the doctrine of claim differentiation is at its
strongest.” Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 910 (Fed. Cir. 2004)
(citing Sunrace Roots Enter. Co. v. SRAM Corp., 336 F.3d 1298, 1302-03 (Fed. Cir. 2003).

F I S H . Reply, 21-23
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Issue 3

Strong motivation exists for adding haptic
feedback to Kim's double tap gesture

FISH.
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FISH.

Petition

2. The Kim-Burrough Combination

Kim describes a mobile device that “has a touch sensitive surface such as a
touch screen™ that provides “a touch-based zooming control method.” APPLE-
1004, Abstract. Kim does not explain whether tactile feedback is provided to a
user, instead leaving this detail to POSITAs well aware of haptic feedback by the
Critical Date. APPLE-1003. Y135 (citing APPLE-1008). The lack of a physical
keyboard or tactile means was known to create challenges for users (e.g.. visually

distracted or visually impaired. poor lighting. small screen). Id. (citing APPLE-

1017; APPLE-1018). Thus. a POSITA would have been motivated to look to

references. such as Burrough, which teaches using haptic feedback in conjunction

with touch screens. Id.; APPLE-1007. Abstract.

A POSITA would have been motivated to modify Kim (alone or combined
with Bowens and Lang) with Burrough'’s teaching of haptic feedback

Pet., 45-48; APPLE-
1003, 11135-138
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A POSITA would have been motivated to modify Kim (alone or combined
with Bowens and Lang) with Burrough'’s teaching of haptic feedback

Dr. Cockburn’s First Declaration

leaves this detail to POSITAs well aware of haptic feedback by the Critical Date.

For instance, Lacroix explains:

Electronic device manufacturers strive to produce a rich
interface for users. Conventional devices use visual and
audifory cues to provide feedback to a user. In some
interface devices, kinesthetic feedback (such as active and
resistive force feedback) and/or tactile feedback (such as
vibration, texture, and heat) 1s also provided to the user,
more generally known collectively as “haptic feedback.™
Haptic feedback can provide cues that enhance and
simplify the user interface. Specifically, vibration effects,
or vibrotactile haptic effects, may be useful in providing
cues to users of electronic devices to alert the user to
specific events, or provide realistic feedback to create
greater sensory immersion within a simulated or virtual
environment.

APPLE-1008, [0003]. The lack of a physical keyboard or tactile means for
providing input was known to create challenges for users, especially where a user
1s visually distracted or visually impaired, lighting is poor, and screen sizes are
small. APPLE-1017, [0003], [0004] (“In some situations, 1t 15 desirable for the
user to be able to locate keys without looking at the touch screen. For example,
when driving, a user may prefer to locate and select a menu item or locate and dial
numbers on a software keypad using only tactile feedback in order to maintain
visual contact with the road. As another example, a vision-impaired user may be

unable to operate a touch screen having key locations without tactile feedback.™);

size of electronic devices has been a decrease in the size of input mechanisms for
providing instructions to the electronic device, and a decrease m the

size of displays or screens used to navigate the electronic devices and to access the
electronic device functions.™), [0004] (“For some users, including for example
users with poor vision, or users in dark environments (e.g., at night with little or no
electronic device backlight), the reduction in size of the input mechanism and
display inconveniences the users and may prevent the users from properly using
the electronic device, thus leading to frustration.™). As such, a POSITA would
have been motivated to look to references, such as Burrough, which teaches the use
of haptic feedback in conjunction with touch screens. APPLE-1007, Abstract.

136. Indeed, Burrough recognizes that “physical sensation can not be
provided by a conventional multi-touch system thereby forcing the user to visually
locate the home key thereby making keyboard use less efficient and fatiguing.”
APPLE-1007, [0008]. “[R]esearch has shown that providing the multi-touch
surface with the ability to provide physical (haptic) feedback makes the mulfi-
touch experience even more efficient and realistic to the user.” Id. Thus,

Burrough teaches a portable device that provides haptic feedback in response to

user input, mncluding zooming operations. Id., [0079]-[0081], FIG. 11. The haptic

o

Pet., 45-48; APPLE-1003, 11135-138 73
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A POSITA would have been motivated to modify Kim (alone or combined
with Bowens and Lang) with Burrough'’s teaching of haptic feedback

Claim 30 Claim 62
after at least a portion of the scale operation, vibrate the subsequent to the performance of the scale operation,
apparatus and perform an action. vibrating the apparatus and performing an action.

Oouble
Tap

—-

Down
= e

APPLE-1004, [0107], FIG. 7 (modified); Pet., 8-9

FISH. 7“
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FISH.

Petition

Kim explains that after a hold event that causes a zoom-in (or Zoom-out) process.
“[t]hereafter. a user can invoke a double tap event on the screen.” causing the
device to display “‘target data with a given basic magnification value.” APPLE-
1004. [0106]. FIG. 7: see id.. FIG. 2b. Thus. after at least a portion of the scale
operation. the device performs an action (displays data with a given basic
magnification). /d.; APPLE-1003, 9150.

As discussed in §IV.C.2. the Kim-Burrough-Device includes a haptic device
that provides a “vibro-tactile response.” APPLE-1007. [0013]. [0033]. [0037].
[0047], [0055]-[0056], FIGS. 1A-1E. FIG. 11; APPLE-1003, 151: §IV.C.2. As
shown in Figure 11 (excerpted below). Burrough teaches “generate a zoom out
haptic signal” or “generate a zoom in haptic signal” after generating a zoom out or
zoom in signal. APPLE-1004, [0080], FIG. 11. A POSITA would have
understood that a haptic signal (1116/1118 of Figure 11) follows any zooming

signal in the Kim-Burrough-Device. and therefore. the zooming action that occurs

to “offer basic sized display™ (243 in FIG. 2b of Kim) in the Kim-Burrough-Device

would be accompanied by a haptic output. as Burrough teaches. APPLE-1003.

A POSITA would have been motivated to modify Kim (alone or combined
with Bowens and Lang) with Burrough'’s teaching of haptic feedback

Pet., 50-51; APPLE-
1003, 19150-151
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Contrary to Smith’s assertion, Burrough’s teaching is not limited to
haptic feedback during an ongoing zoom operation

Claim 30 Claim 62

after at least a portion of the scale operation, vibrate the subsequent to the performance of the scale operation,
apparatus and perform an action. vibrating the apparatus and performing an action.

Reply

Smith’s arguments conceming combining Kim and Burrough mischaracterize 1110
the Petition’s combination. See POR, 59-62. Smith first unproperly characterizes
Burrough’s zoom operation as necessarily “ongoing” though it need not be so. See
APPLE-1007, FIG. 11. Instead, Burrough’s teaching regarding generating haptic h 4 112 hJ 1114
i i i Generate zoom in signal 77 Generate zoom out signal
signals does not depend on whether a zoom gesture 1s ongoing. Rather, the zoom
m/zoom out portions of FIG. 11 relied upon in the Petition (1112/1116 and \ J 1116 | 1118
o . L o . . Generate zoom in haptic 1 Generate zoom out haplic i
1114/1118) simply indicate that, as long as a zoom in/out signal 1s generated signal signal
(1112/1114). that signal 1s followed by a zoom 1n/out haptic signal 1116/1118. Id.;
APPLE-1022, 979. Thus, the Kim-Burrough Device would generate a zoom in or m
| stop |
zoom out signal (to return the display to a given basic magnification or default zoom U
level), per Kim, and following generating that zoom in/out signal, the device would
APPLE-1007, FIG. 11 (excerpted)
generate a zoom in/out haptic signal, per Burrough.

F I S H . Reply, 24; Pet., 44-45: APPLE-1007, FIG. 11 76
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Issue 4

Smith’s expert’s analysis is narrow and biased

FISH.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



Dr. Madisetti’s testimony confirmed limited review

Dr. Madisetti’s Deposition

19 Q. Does the '114 patent provide an
20 example of a single gesture having three
21 different durations that result in three
22 different actions?
1 A. Idon't think I offered an opinion
2 with respect to that issue. counsel. in my
3 declaration.
4 If asked and allowed to do so in the
5 future. I may do so.
6 But. I don't think I have offered
7 such an opinion in my declaration.
8 Q. Do vou recall reading one on vour
9 several reviews of the '114 patent and ten hours
10 spent reviewing it?
11 A, AsTsaid. it 1s not something I was
12 looking for. I was not asked to do that. So.I
13 don't have an answer.

e B R 0 BT S R T

(]

10
11
12
13
14
15

Q. 5o, did vour review of dependent
claims of the '114 patent help vou to gain an
understanding of the independent claims?

A. To the extent that I referenced them
in my declaration.

Q. If they are not referenced in vour
declaration, did they not inform vour
understanding?

A, AsTsaid. I did not offer opinions
on certain -- on all of the dependent claims. on
all the claims in that respect to the extent that
I have an opinion.

I provide the opinion on the basis

in my declaration.

FISH.

7
g

5

10

Q. So, sitting here right now, is there
any other opinion that you omitted from vour
declaration?

A. Tdon't believe so.

Reply, 4-5, 12; APPLE-1023, 121:13-122:21, 127:19-128:13, 60:2-15, 61:7-10

78

DEMONSTRATIVE EXHIBIT —NOT EVIDENCE




Dr. Madisetti’s repeatedly confirmed his narrow and biased approach

Dr. Madisetti’s Deposition

16
19

20
£ WS

I believe I reviewed the entire
specification in the patent in that context as to
a rebutting the assertions of the petition.

as I said. my focus was on rebutting and
addressing the assertions by the petitioner and

its declarant.

y
8
S

10

11

12

13

A. Ireviewed it in the context of the
challenge raised by the petitioner and its
declarant. So. I responded specifically. AndI
was asked to respond to certain topics.

And I confined my declaration and my
analysis to those topics. I don't wish to expand
the scope of my declaration on the fly.

FISH.

14 I'm asking, did vou have to fully
15 understand the meaning of the claims in order to
16 figure out whether they are valid claims?
17 A. Al T had to do in my understanding
18 was to provide a rebuttal based on the grounds
19 provided by Apple and its declarant. which I did.
20 and my declaration has my full opinions and their
21 basis.
5 THE WITNESS: As Isaid. counsel. I
€  was asked to rebut from a technical point of
7 view the challenges raised by the petition
g and its declarant. which I believe I did.
g And I was asked to do a couple of
10 other things with respect to the Board's
11 directives. which I also did. And that 1s
12 all T have.

Reply, 4-5 n.3; APPLE-1023, 53:4-16; 51:18-20, 116:21-117:13, 120:14-21; 125:5-12 79
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Other Issues

FISH.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



Smith’s criticism of the mappings of [1.g] and [1.i] are rooted in Smith’s
Improper importation of requirements not recited in the claims

Rebuttal Petitioner’s reliance on Kim's ‘long press’ gesture while the device is in zoom mode’to

. satisfy one branch and Kim’s ‘tap” ‘gesture in another mode requires a device that operates
to: in two mutually exclusive states at once... ” Sur-reply, 11
when the magnitude of the duration of the gesture being

detected on the touch screen on the object is greater
than a second magnitude threshold. perform another

operation.

when the magnitude of the duration of the gesture being
detected on the touch screen on the object 1s greater
thga the first magnitude threshold, perform a scaling

g Smith’s arguments concerning the Petition’s mapping of [1.g] and [1.i] are

premised on the flawed understanding that claim 1 requires that a “single continuous
gesture” ' must meet the limitations. See POR. 43. As explained in Petitioner’s
Claim Construction Brief. this understanding of a “gesture™ is not supported by the
114 Patent, is inconsistent with Smith’s infringement contentions. renders
dependent claims impossible, and improperly imports features not required by the
plain meaning of the claim. Paper 22. §II.A: N. Telecom Ltd. v. Samsung Elecs. Co.,
215 F.3d 1281, 1290, (Fed. Cir. 2000) (*This court has repeatedly and clearly held

that 1t will not read unstated limitations into claim language.”).

interpretation, Smith’s arguments concerning whether Kim's device i1s in a zoom

mode are irrelevant. See POR. 43 (alleging that “zoom mode™ is a necessary

F I S H predicate). Reply, 16-17
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