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I. The Testimony of Samsung’s Dr. Schubert Confirms That Samsung Has
Not Made out a Prima Facie Case

-

i Tk
Ground II of the Petition relies on Liq as the claimed ﬂ /L J
~ .Néf
“metal complex.” Pet. 58-59. Liq is a molecule that includes [ .
g™
an oxygen atom. See Pet. 59 (reproduced on the right). Lia

In the district court, however, Samsung seeks to construe “metal complex™ as

a complex “that is not a compound composed of one or more metal atoms and one
or more oxygen atoms.” EX2040 at 263 (Ex. 1 to Schubert Tr. at p. 40). Samsung’s
expert confirmed under oath that his and Samsung’s construction “would exclude
. &And your comstruction of metal complex would

lithium Q from being a metal

exclude lithium @ from being a metal complex,

complex.” EX2040, 51:18-22; correct?
MS. BAILY: oObject to form.
id., 27:5-24 (Samsung’s expert THE WITNESS: Yes.
supports Samsung’s construction), 33:3-22 (confirming that under Samsung’s
construction, a metal complex can never include an oxygen element).

Hence, in addition to not having proven that Ma qualifies as prior art, see
POPR 36-56, Sur-Reply 1-5, Dr. Schubert’s testimony also confirms that the Petition
has not met the requirements under 37 C.F.R. § 42.104(b)(3), (4). Specifically,
Petitioner states that it “does not believe that any specialized constructions are
necessary for [the] petition.” Pet. 15. It did not inform the Board, including in the

latest communication that took place after its real parties-in-interest submitted claim

construction statements and after Dr. Schubert testified under oath, that the non-

_1-
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specialized construction it believes applies is one that effectively excludes the Liq
complex it relies on for the second ground. See EX2040, 27:17-24 (not denying that
Samsung’s construction is what Samsung believes to be the plain-and-ordinary
meaning of “metal complex™). Petitioner should have disclosed its inconsistent
position under 37 C.F.R. §§ 42.11, 42.51(b)(1)(ii1). Reserving the right to advance
alternative arguments in the litigation is not the same as having actually advanced
inconsistent position there. Contra Pet. 58 n.2. See Facebook, Inc. v. Sound View
Innovations, LLC, TPR2017-00998, Paper 13 at 16-17 (PTAB Sep. 5, 2017) (the
Board exercised discretion not to institute partly “in view of ... Petitioner’s failure
to inform us of its seemingly inconsistent claim construction positions or to provide
us with means-plus-function constructions as required by our Rules”).

II.  Petitioner’s Belatedly Filed Stipulation Demonstrates Sharp Practice

Only after Pictiva used its limited word allotment to address Fintiv factors and
fearing that its petition could fail under the compelling merits standard did Samsung
belatedly offer a stipulation. See EX2017 (stipulation offered nearly two weeks after
sur-reply). The Board should consider Petitioner’s apparent disregard of fair play
when making its institution decision.

Dated: December 25, 2024 Respectfully submitted,
By: /Hong Zhong /

H. Annita Zhong. (Reg. No. 66,530)
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