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I. INTRODUCTION

Pursuant to 37 C.F.R. § 42.71(d), Patent Owner respectfully requests that the
Board grant rehearing of its decision granting institution of inter partes review
(Paper 16), vacate that decision, and hold that no review should be instituted. The
Board’s decision on institution misapprehended or overlooked issues relating to two
key matters.

First, in construing the term “characterization profile,” the Board rejected
Patent Owner’s proposed interpretation, concluding that disclosures in the
specification of the *255 patent necessitated construing “characterization profile” as
“a conversion factor to convert measured light intensity into luminance.” Paper 16
at 21 (citing Ex. 1001, 11:41-53).! However, it appears that the Board
misapprehended these disclosures by confusing the function of look-up table 475—
which contains the information used to map intensity to luminance—with the
function of light intensity sensor characterization 275, which “is empirical

information about the light intensity sensor 280 that is used to create the LUT 475.”

! Notably, the Decision on Institution relied on column 11, lines 41-53 of the 255
Patent in support of its construction (Paper 16 at 21), despite the fact that Petitioner
did not cite or rely on that disclosure in its pre-institution reply regarding claim
construction. Paper 8 at 1-3. And, it adopted a construction proposed by neither

party. Id.
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Ex. 1001, 11:56-59 (cited by Paper 7 at 11). The Board also overlooked the
implication of the passage it did cite (Ex. 1001, 11:41-53), which discloses that the
sensor characterization is necessary to address how the sensor responds to multiple
colors (i.e. in various conditions) (cited by Paper 7 at 11). And, the Board overlooked
Patent Owner’s dictionaries and technical treatises demonstrating the ordinary
meaning of the term in the field—which, under Federal Circuit precedent can only
be deviated from by clear lexicography or manifest disclaimer. Paper 7 at 12.
Second, in the preliminary response, citing the Federal Circuit’s Personal Web
Techs. and Kinetic concept cases, Patent Owner argued that the Petition failed to
articulate how it was proposing that Gallagher and Lumia were to be combined.
Paper 7 at 13-15. However, the Decision on Institution appears to have
misapprehended or overlooked this argument, characterizing it as arguing that the
“Petition fails to rely on evidence.” Paper 16 at 30. In particular, Patent Owner’s
argument was not that the Petition failed to cite evidence, but rather that it failed to
explain the details of the proposed combination (based on the disclosures of the two
references) which Petitioner alleged to render the claim obvious. Paper 7 at 13-15.
Indeed, Patent Owner noted that, instead of a clear explanation of the proposed
combination, the Petition contained contradictory statements—identifying the
claimed “at least one light intensity sensor” as being one sensor in Gallagher in the

context of the limitations of claim 12 (from which claim 15 depends) and being a
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different sensor in Lumia in the context of the additional limitation of claim 15.
Paper 7 at 18-20. The Decision on Institution entirely failed to address that argument.

Because the Board misapprehended or overlooked these arguments, it should
grant rehearing to vacate the decision on institution.

II. ARGUMENT

A. The Decision on Institution’s Preliminary Construction of
“characterization profile” Was Based on a Misapprehension of the
Specification of the 255 Patent and Overlooking Evidence

In the preliminary response, Patent Owner provided unrebutted evidence from
dictionaries, technical articles, and treatises that “sensor characterization™ is the
process of describing the properties and performance characteristics of a sensor
across various conditions, and that a characterization profile is thus the compilation
of that description into a set of characteristics presented in a usable format. Paper 7
at 12. Patent Owner also explained that this was consistent with the specification of
the ’255 Patent, which describes that “[t]he light intensity sensor characterization
275 is empirical information about the light intensity sensor 280 that is used to create
the LUT 475.” Ex. 1001 at 11:56-60 (cited by Paper 7 at 11) (emphasis added). In
its pre-institution reply, Petitioner presented no citations to the intrinsic record to
dispute Patent Owner’s construction, nor did it cite any dictionaries, technical
treatises or similar evidence as providing a different construction. Paper 8 at 1-3.

Nonetheless, the Decision on Institution provided a preliminary construction
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of “characterization profile” as “a conversion factor to convert measured light
intensity into luminance.” Paper 16 at 21. In its claim construction analysis, the
Decision on Institution based its construction solely on the disclosures of column 11,
lines 41-56 of the *255 Patent. Id. However, the Board’s preliminary construction
misapprehended or overlooked the claim construction evidence in at least four ways.

First, the Decision on Institution appears to have overlooked or
misapprehended the language in the specification that immediately follows the cited
passages, which states that “[t]he light intensity sensor characterization 275 is
empirical information about the light intensity sensor 280 that is used to create the
LUT 475.” Ex. 1001 at 11:56-60 (emphasis added) (cited by Paper 7 at 11). Notably,
by construing the “characterization profile” as merely a “conversion factor,” the
Decision on Institution improperly disregards the express statement that the sensor
characterization is empirical information, which is consistent with Patent Owner’s
proposed construction and supporting extrinsic evidence. Paper 7 at 11-12.

Second, by construing “‘characterization profile” as a “conversion factor to
convert measured light intensity into luminance,” the Board misapprehended or
overlooked that converting light intensity into luminance is the role of the look-up
table (LUT 475) of the preferred embodiments of the *255 Patent, rather than the

sensor characterization profile:
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Fig.7
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Ex. 1001, Fig. 7 (yellow highlighting added) (cited by Paper 7 at 11)

Indeed, in describing Fig. 7, the specification delineates the distinct roles of
the look-up table and sensor characterization. In particular, “look-up-table (LUT)
475 shown in FIG. 7 is a digital table stored in memory that uses the indexes of

intensity (a single gray level value from the intensity measurement 300) and sheeting
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color to determine the luminance.” Ex. 1001, 11:53-56 (emphasis added) (cited by
Paper 7 at 11). By contrast, “light intensity sensor characterization 275 is empirical
information about the light intensity sensor 280 that is used to create the LUT 475.”
Id. at 11:56-59 (emphasis added) (cited by Paper 7 at 11). Rather than discussing
these disclosures, the Decision on Institution relied on the specification’s disclosure
that “light intensity sensor 280 characterization is essential for high precision
computations since N photons of a given particular color (or wavelength) of light
will represent a different gray value (intensity level) in the sensor than N photons of
another color (or wavelength) of light.” Paper 16 at 21 (citing Ex. 1001, 11:41-53)
(emphasis added). However, the specification’s disclosure of why sensor
characterization is important is not a disclosure of what sensor characterization is.
As the portions of the specification overlooked by the Decision on Institution
demonstrate, sensor characterization is “empirical information,” i.e. a description of
the properties and performance characteristics of a sensor across various conditions.

Third, the Decision on Institution’s preliminary construction appears to have
overlooked or misapprehended the disclosure in the specification of the 255 Patent
at column 11, lines 41-53 that the sensor characterization profile of the preferred
embodiment is used to account for different intensity level responses by the sensor
to the same amount of light at different color wavelengths (i.e. under various

conditions). See Paper 16 at 21; Paper 7 at 11. Indeed, despite citing this disclosure,
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the Decision on Institution characterizes the “characterization profile” as merely a
single conversion factor to convert measured light intensity into luminance (without
regards to different colors or other varied conditions). Paper 16 at 21. Thus, the
Board’s single “conversion factor” preliminary construction does not reflect the
scope of the very disclosure it cites as the basis for its construction. This is notable
because the calibration procedure in Lumia only uses a single condition with a single
sign of a single color. Ex. 1014 at 15 (“an image of a calibrated white sheeting
material”) (cited by Paper 7 at 13).

Fourth, the Decision on Institution appears to have overlooked Patent Owner’s
unrebutted evidence as to the ordinary meaning of “sensor characterization” in the
field. Paper 7 at 12 (citing Exs. 2011 to 2014). Although the Decision on Institution
mentions that Patent Owner cited such evidence (Paper 16 at 20), it contains no
analysis of such evidence in reaching its preliminary construction. /d. at 20-21. This
was erroneous because claim terms must be given their ordinary and customary
meaning unless the patentee acts as his own lexicographer or disavows claim scope.
Thorner v. Sony Computer Entertainment America LLC, 669 F. 3d 1362, 1365 (Fed.
Cir. 2012). To act as a lexicographer, a patentee must “‘clearly express an intent’ to
redefine the term.” Id. at 1365. To disavow claim scope, the patentee must use
“expressions of manifest exclusion or restriction, representing a clear disavowal of

claim scope.” Id. at 1366. Nothing in the portions of the specification cited in the
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Decision on Institution rise to that exacting standard. Paper 16 at 20 (citing Ex. 1001,
11:41-56). Rather, the specification’s statement that “[l]ight intensity sensor 280
characterization is essential” to address multiple colors of lights 1s merely a statement
of benefits—which does not rise to the level of lexicography or disavowal. Thorner,
669 F.3d at 1366. Thus, “sensor characterization profile” is entitled to its plain and
ordinary meaning in the field, as demonstrated by Patent Owner’s unrebutted
evidence. Paper 7 at 12.

Notably, the Decision on Institution held that Lumia does not disclose a
“characterization profile” under Patent Owner’s proposed construction. Paper 16 at
28 (“We agree with Patent Owner that Lumia does not appear to teach a
‘characterization profile’ based on a set of sensor characteristics across various
conditions™). Thus, correcting the Decision on Institution’s erroneous construction
of “characterization profile” to adopt Patent Owner’s construction would require that
institution be denied.

B. The Decision on Institution Misapprehended or Overlooked Patent

Owner’s Argument that the Petition Fails to Detail the Nature of
the Proposed Combination of Gallagher and Lumia

In the preliminary response, Patent Owner cited Federal Circuit case law
which explains that a prima facie case of obviousness must disclose the
“contemplated workings of the [proposed] combination.” Paper 7 at 13 (citing

Personal Web Techs., LLCv. Apple, Inc., 848 F.3d 987, 994 (Fed. Cir. 2017), Kinetic
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Concepts, Inc. v. Smith & Nephew, Inc., 688 F. 3d 1342, 1368 (Fed. Cir. 2012)).
However, the Decision on Institution appears to have misapprehended this argument
by characterizing it as arguing that “the Petition fails to rely on evidence.” Paper 13
at 30.

Patent Owner’s argument was not that the Petition fails to cite evidence, but
rather that it fails to contain sufficient details regarding the “contemplated workings”
of the proposed combination. Paper 7 at 13-15, 18-20. That is, neither the Petition
nor Petitioner’s expert’s declaration explains 7ow Lumia’s teachings of measuring
luminance values would be combined into Gallagher’s system. Or, stated another
way, Petitioner fails to provide details as to how it contends Gallagher’s system
would be modified in light of Lumia’s disclosures so as to practice claim 15.

Alternatively, the Decision on Institution may have misapprehended the legal
requirements of the Federal Circuit’s Personal Web Techs. precedent. However,
other decisions from the Board on this point are instructive. For example, in TASER
Int.’l, Inc. v. Digital Ally, Inc., IPR2017-00515, Paper 10 at 18-19 (PTAB Jun. 6,
2017) the Board denied institution, citing Personal Web Techs., holding that
Petitioner had failed to “explain[] in sufficient detail the nature of Petitioner’s
proposed modification.” Similarly, in Juniper Networks, Inc. v. Core Optical
Technologies, LLC, IPR2020-01664, Paper 9 at 11 (PTAB Apr. 16, 2021), the Board

denied institution, citing Personal Web Techs., noting that the Petition “addresse[d]
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each limitation separately” and failed to include “an explanation as to how a relied-
on circuit from a prior art reference [for one limitation] would be compatible and
work with the circuits relied on” for the other limitations. As these other cases from
the Board demonstrate, an obviousness ground is inadequate if it does not set forth a
sufficiently detailed explanation of the proposed combined apparatus, system, or
process that a petitioner contends would result from the combined disclosures of the
cited prior art references.

As explained in Patent Owner’s preliminary response, the Petition here is
similarly deficient in explaining how the references are proposed to be combined and
how such combined system operates. Paper 7 at 13-15. Notably, neither the Petition
nor Petitioner’s expert declaration contains any section directed to describing the
proposed combination of Lumia and Gallagher. Paper 1 at 44-47; Ex. 1003 99 113-
117. Instead, they first identify the separate disclosures of each reference. Pet. at 9-
19; Ex. 1003 99 55-65. Next, they compare the separate disclosures of the references
to the limitations of claim 15 (as well as claim 12 from which it depends). Pet. at
44-46, 27-35; Ex. 1003 4/ 114-115, 80-93. Then, they present a conclusory statement
that it would be obvious to “implement Lumia’s determining a luminance value
utilizing the plurality of light intensity values and a characterization profile of the at
least one light intensity sensor to allow Gallagher’s apparatus to calculate the

retroreflectivity of road markers” without explaining Zow it would be implemented.

10
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Pet. at 46; Ex. 1003 9 116. Rather, they simply explain that a POSITA would
recognize that measuring retroreflectivity is important. /d. Finally, they argue that
the combination would have a reasonable expectation of success and repeat the
statement that “Lumia’s determining a luminance value could be readily
implemented in Gallagher’s apparatus.” Pet. at 46-47; Ex. 1003 4 117. But again,
they do not explain the structure or operation of a proposed system practicing claim
15 based on the combined disclosures of the references. Instead, they simply identify
similarities in the references. Id.

Indeed, Petitioner’s failure to articulate the “contemplated workings” of the
proposed combination of Lumia and Gallagher is far more egregious than Personal
Web Techs. and the cases applying it. In particular, in those cases, there was some
attempt at an articulation of the proposed combination—the articulation was simply
inadequate. However, here the Petition and Petitioner’s expert’s declaration contain
nothing more than a bare identification of the different disclosures of the different
prior art references that Petitioner relies on, without any attempt to explain how they
are proposed to be combined into a system practicing all of the limitations of claim
15 (including the limitations of claim 12 from which claim 15 depends). Pet. at 44-
47. Ex. 1003 99 80-93, 113-117.

Even worse, the Petition mixes and matches different components of the

different disclosures against the same limitations of claim 15 without any

11
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explanation. Paper 7 at 18-19. In particular, it relies on Lumia’s “video camera” to
be the claimed “light intensity sensor” of claim 15 in some places (Pet. at 44; Ex.
1003 9] 115), while also relying on Gallagher’s photodiode “light sensor[s]” to be the
claimed “light intensity sensor” in other places (Pet. at 31-32; Ex. 1003 9 87). The
Decision on Institution also overlooked that point. Compare Paper 7 at 18-19 with
Paper 16 at 29-31.

Rehearing is especially important here. Petitioner’s articulation of its
obviousness combination is not only plainly inadequate under the law, but institution
on that ground leaves Patent Owner guessing in the trial of this IPR. Which prior art
reference’s sensor is being used to satisfy the “light intensity sensor” limitation and
how is it being used? How can Patent Owner explain why the proposed combination
does not satisfy the claims, or why a POSITA would not be motivated to make the
proposed combination, if the Petition does not provide any details regarding what the
proposed combination is?

III. CONCLUSION

For the above reasons, Patent Owner respectfully requests that the Board grant
rehearing, vacate the institution decision, and deny institution of Petitioner’s petition

for inter partes review.
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