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Petitioners file this Reply addressing arguments concerning § 325(d) pursuant 

to email authorization on December 17, 2024. 

I. DISCRETIONARY DENIAL IS NOT APPROPRIATE BECAUSE 
PETITIONER’S GROUNDS DO NOT INVOLVE THE SAME OR 
SUBSTANTIALLY THE SAME ART (Advanced Bionics, Part I) 

PO argues that Part I of the Advanced Bionics framework is met because Barg, 

York, and Handras are allegedly cumulative of and not materially different from 

Pintor and are cumulative of McLaren (U.S. Patent No. 7,585,200; NIKE-1054) and 

Lee (U.S. Patent No. 5,496,205; NIKE-1055). A reference is only considered 

“cumulative” if it “teaches no more than what a reasonable examiner would consider 

to be taught by the prior art already before the PTO.”  Regents of the Univ. of 

California v. Eli Lilly & Co., 119 F.3d 1559, 1575 (Fed. Cir. 1997). Barg, York, and 

Handras are materially different from Pintor and McLaren, and are not cumulative 

of Pintor, McLaren, or Lee. PO’s arguments to the contrary misconstrue Petitioner’s 

arguments and overly simplify the disclosures of Barg, York, and Handras.  

First, PO admits, as it must, that Barg, York, and Handras—the three primary 

references relied on by Petitioner—were not before the Examiner during prosecution 

of the ’550 Patent. Paper 8 (Patent Owner’s Preliminary Response) at 13 (“POPR”). 

Advanced Bionics Part I is not satisfied for this reason alone, and discretionary denial 

is inappropriate. E.g., Fusion Orthopedics, LLC v. Extremity Medical, LLC, 
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IPR2023-00894, Paper 15 at 34–35 (Nov. 17, 2023) (instituting review, finding § 

325(d) not sufficiently implicated because the primary reference for four of the seven 

grounds was not previously presented to the Office). Indeed, the Petition explains 

how Barg, York, and Handras alone each independently disclose and/or render claim 

1 obvious, relying on Pintor only in the alternative, or as a secondary reference for 

certain dependent claims.  See Petition, §§ IX.A, IX.B, IX.C. “Because [none] of 

those references was before the office, Patent Owner has not satisfied the first prong 

of the Advanced Bionics test,” and discretionary denial is not warranted. K/S HIMPP 

v. BRAGI GmbH, IPR2023-01205, Paper 8 at 19–20 (Mar. 19, 2024). 

Second, PO wrongly contends “the Office [] explicitly consider[ed] a prior art 

reference (Pintor) for precisely the probative purpose the Petitioner now ascribes to 

Barg, York, and Handras”: “bras designed to store personal belongings.” POPR at 

13. But the Examiner did not cite or discuss Pintor in any rejections during 

prosecution of the ’550. See generally NIKE-1008. 

Third, though the Examiner did rely upon Pintor during prosecution of the 

’288 patent—grandparent to the ’550—Barg, York, and Handras are each far more 

pertinent than Pintor. For example, the Applicant argued it would not have been 

obvious to modify Newman based on Pintor because Newman’s pockets were 

specifically designed to fit padding for a bra, not for storing the claimed items and 
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thus the proposed combination would not operate as intended. NIKE-1004 at 173–

174 (“the claimed structures that the pocket of claim 1 is sized to receive are not a 

bra pad, and would not fit in the pocket of Pintor.”). The Applicant also amended 

the claims to require further specific pocket geometry. Id. at 167. The Examiner then 

allowed the claims without comment. Id. at 183 (Feb. 1, 2016 Notice of Allowance).  

As discussed in the Petition, Barg, York, and Handras disclose and/or render 

obvious “patch[es] forming a pocket operatively associated with at least one of the 

left and right cups” each with “upper edge[s], a lower edge, and an exterior edge” 

coupled to “the bra adjacent to a lower edge of the at least one of the left and right 

cups, and the exterior edge of the patch coupled adjacent to the exterior edge of the 

at least one of the left and right cups” intended for storing “a non-padding item.” 

E.g., Petition at 24–35, 37, 46–59, 24–35, 69–85. These references thus disclose 

exactly what the Applicant argued was not taught by Newman, Pintor, or the 

combination of Newman and Pintor. See NIKE-1004 at 173–174. PO’s attempt to 

distinguish Oticon is therefore misplaced, as Barg, York, and Handras disclose 

numerous “distinct feature[s] … absent from the art the Examiner” previously 

considered.  POPR at 14; Oticon Med. AB v. Cochlear Ltd., IPR2019-00975, Paper 

No. 15 at 15–16 (P.T.A.B. Oct. 16, 2019) (precedential) (grounds did not involve 

substantially the same prior art or arguments where the petitioner relied on the same 
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primary reference considered in prosecution, but with the addition of a secondary 

reference not previously considered). 

Third, PO’s argument that Barg, York, and Handras are cumulative of 

McLaren and Lee because they disclose “bras with pockets” oversimplifies the 

disclosures of Barg, York, and Handras and how a POSA would understand those 

disclosures. POPR at 14. While both McLaren and Lee were listed in the Information 

Disclosure Statement, neither reference were used in any rejections. See NIKE-1008. 

Thus, it is unclear to what extent the Examiner reviewed and relied upon McLaren 

or Lee. Microsoft Corp. v. Parallel Networks Licensing, LLC, IPR2015-00486, 

Paper 10 at 14–15 (P.T.A.B. July 15, 2015) (instituting review despite reference 

having been listed on IDSs initialed by the Examiner).  Further, McLaren is directed 

to a pocket removably detached from the bra, and Lee—like Pintor—discloses a 

pocket on the cup but does not disclose a pocket shape that mimics the geometry of 

the bra cup, making Barg, York, and Handras more pertinent disclosures. NIKE-

1054 at Abstract; NIKE-1055 at Fig. 2. 

II. IF THE PETITIONER’S REFERENCES ARE CUMULATIVE, THEN 
THE EXAMINER MATERIALLY ERRED (Advanced Bionics, Part II) 

As discussed in the Petition, during the prosecution of the ’288 patent (the 

’550 patent’s grandparent), the Examiner reviewed Pintor only as a secondary 

reference to Newman. Petition at 99. The Examiner also failed to consider any of the 
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decades-old references that disclose a patch forming a pocket on a bra cup intended 

to hold the personal items of the wearer that also satisfy the claimed pocket geometry 

and stitching requirements during the prosecutions of the ’288 patent, the ’036 patent 

(’550 patent’s parent), and the ’550 patent (Becton factor (e)). Thus, the Examiner 

materially erred. Advanced Bionics, Paper 6 at 10 (“[I]f the record of the Office's 

previous consideration of the art is not well developed or silent, then a petitioner 

may show the Office erred by overlooking something persuasive.”). PO nevertheless 

argues no material error because the Examiner already “explicitly considered 

Pintor’s disclosure of a pocket for removable items.” POPR at 16. But allowing the 

Challenged Claims over Pintor was error. 

For example, Pintor discloses “a brassiere containing concealed pockets for 

concealing objects such as portable electronic devices, keys, toiletries, money and 

other valuables, pepper spray, insulin pumps, inhalers, Syringes or other drug 

delivery devices.” NIKE-1022 at 4:59–62. Pintor further expressly discloses, “[a] 

pocket 30 [] provided on the interior surface 16A of a first breast cover 12A … with 

the mouth 32 accessible to a hand (not shown) reaching into the breast cover” and 

that “the pocket can be formed from a pocket layer that is substantially rectangular, 

rounded rectangular, or other suitable shape that has been attached to the interior 

surface of a breast cover using any known method such as sewing.” NIKE-1022 



Case IPR2024-01126 
Patent 10,219,550 

 

6 
 

at 5:37–41, 3:25–28.   A POSA would thus have known that they could modify the 

disclosed pocket to match the size, shape, and location claimed in the ’288 and ’036 

patents. E.g., NIKE-1001 at ¶178–180; NIKE-1022 at 6:6–10, Figs. 1–3, 4, 7. 

PO also argues that “Pintor teaches away from combination with Barg, York, 

Handras or similar designs,” and thus it was not error for the Examiner to “choos[e] 

not to combine them with Pintor.” POPR at 16–17. Not so. Pintor’s disclosures do 

not rise to the level of teaching away; rather, Pintor “merely expresses a general 

preference for an alternative invention.” UCB, Inc. v. Actavis Lab'ys UT, Inc., 65 

F.4th 679, 692 (Fed. Cir. 2023); see also, Gator Tail, LLC v. Mud Buddy LLC, 618 

F. App'x 992, 999 (Fed. Cir. 2015) (“Nowhere does Saito suggest that using a 

horizontal engine would render the motor inoperable. It merely describes the benefits 

of its vertical engine when compared to the dominant prior art.”). Regardless, PO 

has Petitioner’s argument backwards, as Petitioner nowhere argues to modify Pintor 

based on the teachings of Barg, York, or Handras to create bras with bulky pockets 

on the front of the cups. See POPR at 16–17. Rather, Petitioner argues a POSA would 

know how to modify Barg, York, and Handras to include specific teachings from 

Pintor (e.g., stitching, use of polyurethane, use of elastic material, and use of pocket 

for holding non-padding items). See Petition at 100–101. Nothing in Barg, York, 

Handras, teaches away from such modifications. 



Case IPR2024-01126 
Patent 10,219,550 

 

7 
 

Petitioner also offers new evidence (Becton factor (f)) that was not available 

to the Examiner, such as the testimony of Ms. Baran (NIKE-1001). Ms. Baran 

provides important additional context for what a POSA would have known—such 

as pocket shapes, placement, and how to achieve a desired aesthetic and function—

and how a POSA would have understood the disclosures of Barg, York, Handras, 

and Pintor including how to modify such disclosures to achieve a desired design. 

E.g., NIKE-1001, ¶¶ 499–627. Indeed, in the additional evidence, Ms. Baran 

explains, among other things, how a person of skill would have easily understood 

how Barg, York, Handras, and Pintor specifically disclose exactly what the 

Applicant argued the combination of Newman and Pintor failed to teach in the ’550’s 

parent applications—a bra with cup-sized pockets for the storage of a handheld 

electronic device, keys, and/or pills. See NIKE-1004 at 173–74; see also, NIKE-

1006 at 93–95. Since the Examiner lacked this evidence, the Examiner did not 

appreciate that a POSA would have easily known how to modify the prior art’s 

teachings, and Pintor in particular, with a high expectation of success, rendering the 

Challenged Claims obvious. 

III. CONCLUSION 

For the foregoing reasons, denial under § 325(d) is inappropriate, and the 

Board should institute inter partes review of the ’550 patent. 
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Date: December 27, 2024 /s/ W. Todd Baker 
 W. Todd Baker 

KIRKLAND & ELLIS LLP 1301 
Pennsylvania Avenue, N.W.  
Washington, D.C. 20004  
Telephone: (202) 389-5000  
Facsimile: (202) 389-5200 
Email:  
Nike-SherryWear@kirkland.com 
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