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Petitioner files this Reply pursuant to the Board’s November 22, 2024 email 

to address the Fintiv factors in light of developments in the underlying litigation. 

Factor 1 continues to be neutral because the Board should not speculate on 

how the Court will rule on any motion to stay filed post-institution. Pet., 90. 

Factor 2 weighs in favor of institution. Any trial in the litigation will occur 

sometime after jury selection, which is set for January 5, 2026. EX2001, 1. And 

trial is likely to occur substantially after that date, because the court set 10 cases 

for jury selection on the same day. EX1022, 1-2 (highlighting cases). In the 

unlikely event trial started on the day of jury selection, the trial would end on 

January 9, just 20 days before this Board’s Final Written Decision would be due. 

This timing weighs in favor of institution. See Paper 9 at 33-34, IPR2024-00613 

(trial less than three months before the Final Written Decision favors institution). 

Factor 3 weighs heavily in favor of institution. While contentions have been 

served, nothing else of significance has occurred in the litigation. To date, PO has 

not even produced the agreement(s) through which PO allegedly obtained 

ownership of the patent. The Board’s decision on institution will issue no later than 

January 29, 2025, almost six weeks before the parties begin the claim construction 

process by identifying claim terms (March 11, 2025). EX2001, 5. 

Factor 4 weighs heavily in favor of institution because this IPR challenges 

claims 5-9, while the litigation will address, at most, claims 5, 7 and 8. EX2002; 
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EX1023 (statutory disclaimer of claims 3-4). Claims 6 and 9 represent 40% of this 

IPR and raise substantially different issues related to the placement of heat sinks, 

which was the sole purported problem in the prior art. EX1001, 1:61-2:5. 

Further, the patent likely will not reach trial because PO disclaimed claims 3 

and 4, so there will likely be no overlap. The remaining claims require an L-shaped 

“fastener” that fastens an LED to a first portion and fastens a circuit board to a 

second portion. See, e.g., EX1001, [7b] (“L-shaped”), [7c] (LED “disposed on” 

first portion), [7d] (circuit board “connecting” second portion). Only one of PO’s 

two infringement theories includes a circuit board. EX2002, 8 (remaining theory 

with circuit board), 9 (disclaimed theory with no circuit board). In PO’s remaining 

theory, the LED and circuit board are on the same, horizontal portion of the 

accused fastener. EX2002, 16. The LED is not fastened to the other, vertical 

portion. Id. (showing dark air gap between LED and vertical portion). PO obscures 

the shape of the LED in some figures with annotations. Id., 12. But figures without 

annotations show the LED clearly (id., 9) as well as the air gap. Id., 16.  

Factor 5 weighs slightly in favor of institution because the Board will 

resolve these issues before, or contemporaneously with, the district court. Pet., 90-

91. See IPR2020-00603, Paper 11, at 23 (PTAB Sept. 3, 2020). 

Factor 6 weighs in favor of institution because in the litigation, under PO’s 

remaining theory, the alleged “fastener” does not fasten as claimed. See Factor 4.
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4 
1615129808 

CERTIFICATE OF SERVICE 

The undersigned certifies that on November 27, 2024, a true and correct 

copy of the Petitioner’s Reply was served by emailing a copy of same (by 

agreement) to the following attorneys for the Patent Owner: 

Benjamin T. Wang (bwang@raklaw.com)  

Christian Conkle (cconkle@raklaw.com)  

Alexandra Loew (aloew@raklaw.com)  

Qi Peter Tong (ptong@raklaw.com)  

Date:  November 27, 2024 Respectfully submitted, 

/Brian Erickson/
Brian Erickson 
Reg. No. 48895 
DLA Piper LLP (US) 
303 Colorado Street, Suite 3000 
Austin, Texas 78701-4653 
Phone: + 1 512 457 7000 
Fax: + 1 512 721 2263 
Brian.erickson@us.dlapiper.com

Attorney for Petitioner, BOE Technology 
Group Co., LTD. 


