IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

INNOVATIVE SONIC LIMITED AND

CELERITY IP, LLC,
Plaintiffs,
Civil Action No. 2:23-CV-49(
VS.
(Lead Case)
AT&T CORP., AT&T MOBILITY LLC, AT&T
MOBILITY II LLC, AT&T SERVICES INC., Civil Action No. 2:23-CV-489
T-MOBILE USA, INC., AND CELLCO
PARTNERSHIP D/B/A VERIZON WIRELESS, (Member Case)
Defendants. Civil Action No. 2:23-CV-491
(Member Case)

AT&T CORP., AT&T MOBILITY LLC, AT&T
MOBILITY Il LLC, AT&T SERVICES INC., T- JURY TRIAL DEMANDED
MOBILE USA, INC., AND CELLCO

PARTNERSHIP D/B/A VERIZON WIRELESS,

Counterclaim Plaintiffs,
VS.

ASUSTEK COMPUTER INC., INNOVATIVE
SONIC LIMITED, AND CELERITY IP, LLC,

Counterclaim Defendants.

DEFENDANTS’ P.R. 3-3 INVALIDITY CONTENTIONS

Pursuant to P.R. 3-3, P.R. 3-4, and the Docket Control Order in the above-captioned
cases (No. 23-cv-486, Dkt. 52), Defendants-Counterclaim Plaintiffs AT&T Corp., AT&T
Mobility LLC, AT&T Mobility IT LLC, AT&T Services Inc., T-Mobile USA, Inc., and Cellco
Partnership d/b/a Verizon Wireless (collectively, the “Carriers”) serve their Preliminary
Invalidity Contentions with respect to the claims identified by Plaintiffs-Counterclaim
Defendants Innovative Sonic Limited (“Innovative Sonic”) and Celerity IP, LLC (“Celerity”) in
Innovative Sonic Exhibit 2007
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their Disclosure of Asserted Claims and Infringement Contentions dated January 4, 2024

(“Infringement Contentions”).
I Preliminary Statement and Reservation of Rights
A. The Asserted Claims

According to the Infringement Contentions, Plaintiffs assert the following patents,

claims, and priority dates in their Infringement Contentions.

Asserted Patent Asserted Claims Asserted Priority Date
9,237,489 (the “’489 Patent”) 1-22 November 2, 2010
9,560,559 (the “’559 Patent”) 1-3,7-11 February §, 2013
9,736,883 (the “’883 Patent”) 1-11 January 30, 2013
7,664,059 (the 059 Patent”) 1-8 April 5, 2005

The patents identified in the foregoing table are collectively referred to as the “Asserted
Patents,” and the claims identified in the foregoing table are collectively referred to as the
“Asserted Claims.” Any reference to an “asserted priority date” in these Preliminary Invalidity
Contentions refers to the “Asserted Priority Date” identified in the foregoing table, and further
defined in section 1.B, infra.

The Carriers contend that each of the Asserted Claims is invalid under at least one or
more of 35 U.S.C. §§ 101, 102, 103, or 112. Pursuant to the Local Patent Rules, the Carriers do
not provide any contentions regarding any claims not asserted by Plaintiffs. To the extent the
Court permits Plaintiffs to assert additional claims in the future, the Carriers reserve all rights to
amend or supplement these Preliminary Invalidity Contentions or to otherwise disclose new or
supplemental invalidity contentions regarding such claims. Furthermore, because discovery is

ongoing, ' the Carriers reserve the right to revise, amend, and/or supplement the information

! The Carriers’ ongoing efforts include but are not limited to: serving subpoenas on prior artists
and inventors regarding prior art, seeking additional information related to the references and
systems disclosed in these Preliminary Invalidity Contentions, and seeking additional
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provided herein, including by identifying, charting, and relying on additional references, should
discovery yield additional information or references.

The Carriers further reserve the right to amend these Contentions in response to any
claim construction rulings, as permitted by the Local Patent Rules and/or with permission of the
Court.

The Infringement Contentions are deficient in multiple respects and do not provide the
Carriers with sufficient information to understand the specific accused features and components
and the alleged factual and evidentiary bases for Plaintiffs’ infringement allegations. Among
other things, the Infringement Contentions lack the specificity required by P.R. 3-1, fail to
properly identify accused instrumentalities, and fail to adequately explain Plaintiffs’
infringement theories for numerous limitations. Plaintiffs have prejudiced the Carriers’ ability to
understand, for purposes of preparing these Preliminary Invalidity Contentions, what Plaintiffs
allege to be the scope of the Asserted Claims. If Plaintiffs modify any assertion or contention in
their Infringement Contentions, or present any new assertion or contention relevant to these
Preliminary Invalidity Contentions to the extent allowed by the Local Patent Rules and/or the
Court, the Carriers reserve the right to supplement or otherwise amend these Preliminary
Invalidity Contentions.

B. Priority Date Of The Asserted Patents

Plaintiffs’ Infringement Contentions contain allegations regarding the priority date to

which Plaintiffs allege they are entitled for each of the Asserted Claims. The Carriers do not

information related to available prior art systems, as well as Plaintiffs’ Infringement Contentions
and the products accused of infringing therein. No depositions have been taken as of this time,
including, without limitation, depositions of any inventors, authors, or entities listed on any
references or systems identified in these Preliminary Invalidity Contentions. Further, the Carriers
reserve the right to review and supplement these Preliminary Invalidity Contentions with respect
to any additional prior art that becomes apparent as discovery proceeds.
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agree that Plaintiffs are entitled to the Asserted Priority Dates for each of the Asserted Claims, as
Plaintiffs have failed to prove they are entitled to the Asserted Priority Dates.

Any reference to an “asserted priority date” in these Preliminary Invalidity Contentions
refers to the priority dates identified in Plaintiffs’ Infringement Contentions. Reference to a
“priority date” or an “asserted priority date” should not be construed to mean that the Carriers
agree that any of the Asserted Patents or Claims are in fact entitled to such priority date, or that
Plaintiffs have provided proper notice as to their contentions for a priority date.? To the extent
Plaintiffs allege that any prior art relied on in these Preliminary Invalidity Contentions does not
actually qualify as prior art to an Asserted Patent, the Carriers reserve the right to rebut those
allegations (e.g., by demonstrating an earlier critical date for the challenged prior art and/or a
later priority date for a particular Asserted Patent and/or Asserted Claim).* Likewise, to the
extent Plaintiffs successfully establish an invention date before any of the prior-art references
relied on by the Carriers, then those references serve as evidence of obviousness, particularly,
and/or contemporaneous invention by others.

C. Claim Construction

The Carriers’ Preliminary Invalidity Contentions are based on (1) the Carriers’ present
understanding of the Asserted Claims, (2) the claim construction Plaintiffs appear to be
proposing based on the Infringement Contentions, all without regard to whether the Carriers
agree with Plaintiffs’ apparent or expressed claim constructions. The Carriers reserve the right to

supplement or otherwise amend these Preliminary Invalidity Contentions in response to any

2 The Carriers reserve the right to rely on additional documents and evidence, including without
limitation the documents cited in Plaintiffs’ Infringement Contentions, in the event that Plaintiffs
fail to establish that any Asserted Claim of any Asserted Patent is entitled to the Asserted Priority
Date.

3 The Carriers reserve the right to rely on additional documents and evidence to rebut any efforts
by Plaintiffs to allege any reference was not publicly available or otherwise available as prior art.
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proposed claim constructions or alleged supporting evidence offered by Plaintiffs, any report
from any expert witness for Plaintiffs regarding claim construction issues, any claim construction
briefing filed by Plaintiffs, and any position taken by Plaintiffs concerning claim construction,
infringement, or invalidity.

The Carriers take no position on any matter of claim construction in these Preliminary
Invalidity Contentions. If the Carriers’ apparent claim constructions herein are consistent with
any explicit, apparent, or implied claim constructions in the Infringement Contentions, no
inference is intended and no inference should be drawn that the Carriers agree with any of
Plaintiffs’ claim constructions. Any statement herein describing or tending to describe any claim
element is provided solely for the purpose of understanding and/or applying the cited prior art.
The Carriers expressly reserve the right to (1) propose any claim construction the Carriers
consider appropriate, (2) contest any claim construction proposed by Plaintiffs that the Carriers
consider inappropriate and/or inaccurate, and/or (3) take positions with respect to claim
construction issues that are inconsistent with, or even contradictory to, claim construction
positions expressed or implied in these Preliminary Invalidity Contentions.

Prior art not included in these Preliminary Invalidity Contentions, whether now known to
the Carriers or not, might become relevant depending on the claim constructions proposed by the
Carriers and/or the Court’s claim construction rulings. The Carriers reserve all rights to
supplement or modify the positions and information in these Preliminary Invalidity Contentions,
including without limitation the prior art and grounds of invalidity set forth herein, pursuant to
P.R. 3-6 after the Court has construed the Asserted Claims.

D. Ongoing Discovery and Supplementation

The Carriers’ investigation, including of prior art and grounds for invalidity, is ongoing.

Furthermore, the Carriers’ invalidity positions will be the subject of expert testimony. The
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Carriers base these Preliminary Invalidity Contentions on their current knowledge and
understanding of the Asserted Claims, Plaintiffs’ Infringement Contentions, and the prior art,
systems, and other facts and information available as of the date of these contentions.

The Carriers reserve the right to supplement these Preliminary Invalidity Contentions,
including, without limitation, by adding additional prior art and grounds of invalidity in
accordance with the Federal Rules of Civil Procedure, the Local Rules, the Local Patent Rules,
the Docket Control Order, Court order, or otherwise.

E. Prior Art Identification and Citations Thereto

In these Preliminary Invalidity Contentions, the Carriers identify specific portions of
prior art references that disclose the elements of the Asserted Claims. While the Carriers have
identified exemplary prior art references for each element, they do not necessarily identify every
disclosure of the same element in each prior art reference. A person of ordinary skill in the art
would read a prior art reference as a whole and in the context of other publications, literature,
and general knowledge in the field and would rely upon other information, including other
publications and general scientific or engineering knowledge. The Carriers therefore reserve the
right to rely upon other unidentified portions of the prior art references and on other publications
and prior art products and expert testimony to provide context and to aid understanding and
interpretation of the identified portions of the prior art.

The Carriers also reserve the right to rely upon (1) other portions of the cited prior art
references, other publications, prior art products, and the testimony of experts to establish that
the alleged inventions would have been obvious to a person of ordinary skill in the art, including
on the basis of modifying or combining certain cited references; (2) all versions of a cited prior
art publication (e.g., citations to 3GPP technical specifications and/or reports include all versions

of such technical specifications and/or reports that qualify as prior art, citations to an issued
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patent include the published patent application); (3) admissions relating to prior art in the
Asserted Patents or related patents, the prosecution history of the Asserted Patents or related
patents, and other admissions or statements obtained during discovery; and (4) foreign
counterparts of any U.S. patents identified in the Preliminary Invalidity Contentions.

Where the Carriers identify a particular figure in a prior art reference, the identification
should be understood to encompass the caption and description of the figure as well as any text
relating to the figure in the remainder of the prior art reference (e.g., for patent references, text in
the specification and prosecution history). Similarly, where an identified portion of text refers to
a figure or other material, the identification of the text should be understood to include the
referenced figure or other material.

All related prior art references that are themselves subparts or related documents of a
broader set of documents, such as all references that form part of a single release of an industry
standard, should be considered a single prior art reference, as that is how a person of ordinary
skill in the art would consider such related references.

F. Invalidity, Unenforceability And/Or Ineligibility Based On Non-Required
Disclosure(s)

The Carriers reserve the right to prove the invalidity, unenforceability, and/or ineligibility
of one or more of the Asserted Claims on bases other than those required to be disclosed in these
disclosures pursuant to P.R. 3-3.

G. No Patentable Weight

The Carriers reserve the right to argue that various portions of the Asserted Claims, such
as an intended use or result, non-functional descriptive material, and certain preamble language,

are entitled to no patentable weight. Mapping of a portion of an Asserted Claim to a prior art

Innovative Sonic Exhibit 2007
AT&T et al. v. Innovative Sonic
IPR2024-01145, Page 7 of 42



reference does not represent that such portion of the Claim is entitled to patentable weight when

comparing the claimed subject matter to the prior art.
I1. Invalidity Contentions

As explained herein and in Exhibits A to D, the Carriers contends that each of the
Asserted Claims is invalid under 35 U.S.C. §§ 102, 103, and/or 112.

A. P.R. 3-3(a) — Identification Of Prior Art

Pursuant to P. R. 3-3(a), and subject to the Carriers’ reservation of rights as stated herein,
the Carriers identify the prior art that anticipates or renders obvious the Asserted Claims in the
tables set forth below.* On information and belief, each listed reference qualifies as prior art to
the Asserted Patents.

To the extent that any of the following are prior art, the Carriers reserve the right to rely
upon (1) foreign counterparts of U.S. patents identified herein, (2) U.S. counterparts of foreign
patents and foreign patent applications identified herein, and (3) U.S. and foreign patents and
patent applications corresponding to articles and publications identified herein. The Carriers also
reserve the right to rely upon parent or provisional patents or ancestor patents or patent
applications from which any of the patents or patent applications identified herein claim priority
as continuation, divisional, or continuation-in-part applications. Identifications of dates of
publication are made based on currently available information and the Carriers reserve the right

to rely upon an earlier date should evidence supporting an earlier date be discovered.

* The Carriers also hereby identify any systems or products that embody the technology
described in any patent or publication identified in these Preliminary Invalidity Contentions. The
Carriers reserve the right to rely on any documents or other evidence regarding any such systems
or products.

Innovative Sonic Exhibit 2007
AT&T et al. v. Innovative Sonic
IPR2024-01145, Page 8 of 42



1. Identification Of Prior Art

a) ’489 Patent

Patent/Publication No./Document Name Date of Issue/Publication/Priority’
R2-105794, Clarification on SCell configuration

in full configuration, 3GPP TSG-RAN?2 May 10, 2010
U.S. Pub. No 2012/0063421 (“Wu”) September 14, 2010
R2-105971, Introduction of Carrier Aggregation

and UL/ DL MIMO, 3GPP TSG-RAN October 11-13, 2010
EP2190241A1 (“Lim”) May 26, 2010
R2-105811, Additional comments on carrier

aggregation RRC changes, 3GPP TSG-RAN October 10, 2010
R2-105858, CR to 36.331 Adding Best Scell List

to HandoverPreparationInformatin Message, October 7, 2010
3GPP TSG-RAN-WG2
3GPP TS 36.331 V9.3.0 July 2010

R2-103567, SCell selection at CA handover,
3GPP TSG-RAN WG2

R2-104895, SCell list provided by source eNB,
3GPP TSG-RAN WG2

R2-104060, Information provided to target eNB
at handover, 3GPP TSG RAN WG2

June 28 —July 2, 2010

August 23-27,2010

June 28-July 2, 2010

3 For any patent that claims the benefit of a provisional application(s), the Carriers may rely on
the provisional application(s) for purposes of establishing invalidity. The Carriers may also rely
upon the date of filing of any issued patent or patent application to show the priority date of that
reference.
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b) ’559 Patent

Patent/Publication No./Document Name Date of Issue/Publication/Priority®
R1-103905, Performance of ICIC Enhancement
by Channel Measurement in Relay Stations, June 24, 2010

3GPP TSG-RAN WGI (“R1-103905”)
R1-130015, Interference mitigation schemes for
TDD eIMTA, 3GPP TSG-RAN WG1 (“R1- January 19, 2013
130015”)

R2-130292, Discussion on dual connectivity for
small cell, 3GPP TSG-RAN WG2 (“R2-130292”)
R2-130570, Scenarios and benefits of dual

January 18. 2013

connectivity, 3GPP TSG-RAN WG2 (“R2- January 19, 2013
130570”)

U.S. Patent Publication No. 2014/0206361A1 August 2, 2012
U.S. Patent Publication No. 2015/0139144A1 July 20, 2012
WO02012064265A1 November §, 2011

C) ’883 Patent

Patent/Publication No./Document Name Date of Issue/Publication/Priority’
R2-130225, Feasible scenarios and benefits of
dual connectivity in small cell deployment, 3GPP | January 19, 2013
TSG-RAN WG2 (“R2-130225”)

R2-130228, Analysis of inter-node signalling load
for mobility mechanism in small cell deployment, | January 19, 2013
3GPP TSG-RAN WG2 (“R2-130228”)
R2-130292, Discussion on dual connectivity for
small cell, 3GPP TSG-RAN WG2 (“R2-130292”)
R2-130416, Small cell challenges and benefits of
dual connectivity, 3GPP TSG-RAN WG2 (“R2- January 18, 2013
130416”)

R2-130657, Discussion about dual connectivity,
3GPP TSG-RAN WG2 (“R2-130657")

January 18, 2013

January 29, 2013

U.S. Patent Publication No. 2014/0206361A1 August 2, 2012
U.S. Patent Publication No. 2014/0241317A1 February 22, 2013
WO02014056130A1 October 8, 2012

® For any patent that claims the benefit of a provisional application(s), the Carriers may rely on
the provisional application(s) for purposes of establishing invalidity. The Carriers may also rely
upon the date of filing of any issued patent or patent application to show the priority date of that
reference.

7 For any patent that claims the benefit of a provisional application(s), the Carriers may rely on
the provisional application(s) for purposes of establishing invalidity. The Carriers may also rely
upon the date of filing of any issued patent or patent application to show the priority date of that
reference.
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d) ’059 Patent

Patent/Publication No./Document Name Date of Issue/Publication/Priority®
R2-99713,3G TS RAN 25.322 V1.1.1, TSG Tulv 1999

R2#6(99)713 y

I‘J‘.S. Ratint Publication No. 2002/0015408 February 7, 2002

(“Rosier”)

ETSITS 101 349 V8.5.0 (2000-10) October 2000

RP-99147, S2.22 : RLC protocol specification,

TSG-RAN #2 March 2-4, 1999

3GPP TS 25.322 version 6.3.0 Release 6, ETSI
TS 125322 V6.3.0 (2005-03)

ITU-T Recommendation Q.2110 (07/94): B-
ISDN ATM Adapation Layer — Service Specific | July 1994
Connection Oriented Protocol (“ITU-T Q.2110”)

March 2005

2. Identification Of Prior Art Sales/Public Uses

Item Offered for Sale and/or Publicly | Date of Offer/Public Person or Entity Who
Used Use Made and Received Offer,
Made Public Use, or Made
Information Known

Any product that utilizes the 3GPP TS | Prior to November 2, Exemplary companies may

36.331 standard 2010 include Nokia or Ericsson
Any product that utilizes the 3GPP TS | Prior to April 5, 2005 | Exemplary companies may
25.322 standard include Nokia or Ericsson

Any product that utilizes the ITU-T Exemplary companies may
Recommendation Q.2110 include Nokia or Ericsson
Any product that utilizes the ETSI TS | Prior to April 5,2005 | Exemplary companies may
101 349 standard include Nokia or Ericsson

Prior to April 5, 2005

B. P.R. 3-3(b) — Anticipation And Obviousness

Pursuant to P.R. 3-3(b), and subject to the Carriers’ reservation of rights, the Carriers
attach claim charts hereto that are directed to the prior art references that anticipate each of the

Asserted Claims under 35 U.S.C. §§ 102(a), (b), (e), and/or (g), either expressly or inherently,

8 For any patent that claims the benefit of a provisional application(s), the Carriers may rely on
the provisional application(s) for purposes of establishing invalidity. The Carriers may also rely
upon the date of filing of any issued patent or patent application to show the priority date of that
reference.
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and/or the prior art references that, in the alternative, would have rendered the Asserted Claims
obvious under 35 U.S.C. § 103. See Exs. A-D. Some claim charts also contain explanations
about the motivation to combine the references. The combinations contained in the Carriers’
claim charts are exemplary. Any prior art reference cited herein may be combined with any other
reference to demonstrate the invalidity of any of the Asserted Claims, as set forth below and in
Exhibits A to D.

To the extent any claim limitation is construed to have a similar meaning, or to
encompass similar feature(s) and/or function(s), as any other claim limitation, the citations to
prior art references for each of those claim limitations in the Carriers’ claim charts are
incorporated by reference with respect to each other.

The Carriers’ claim charts provide exemplary citations to the prior art references that
teach or suggest every element of the Asserted Claims. To the extent that an element of an
Asserted Claim is not shown in a chart, the Asserted Claims would have been obvious based on a
combination of one or more other prior art references, as set forth below and in Exhibits A to D.

Much of the art cited in these Preliminary Invalidity Contentions reflects common
knowledge and the state of the art at the time of the earliest filing date of the Asserted Patents.
The Carriers may rely on additional citations, references, expert testimony, and other material to
provide context or aid in understanding the cited portions of the references and/or cited features
of the systems. The Carriers may also rely on expert testimony explaining relevant portions of
references, relevant hardware or software products or systems, and other discovery regarding
these subject matters. Additionally, the Carriers may rely on other portions of any prior art
reference or other references relied on by the same authors or describing the same systems for

purposes of explaining the background and general technical subject area of the reference.
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Where an individual reference is cited with respect to all elements of an Asserted Claim,
the Carriers contend that the reference anticipates the claim under 35 U.S.C. §§ 102(a), (b), (e),
and/or (g) and also renders the claim obvious under 35 U.S.C. § 103, both by itself in view of the
knowledge of a person of ordinary skill in the art and in combination with the other cited
references to the extent the reference is not found to disclose one or more claim elements. A
single prior art reference, for example, can establish obviousness where the differences between
the disclosures within the reference and the claimed invention would have been obvious to one
of ordinary skill in the art. For example, “[c]ombining two embodiments disclosed adjacent to
each other in a prior art patent does not require a leap of inventiveness.” Boston Sci. Scimed, Inc.
v. Cordis Corp., 554 F.3d 982, 991 (Fed. Cir. 2009). To the extent Plaintiffs contend that an
embodiment within a particular item of prior art does not fully disclose all limitations of a claim,
the Carriers reserve the right to rely on other embodiments in that prior art reference, or other
information, to show single reference obviousness under 35 U.S.C. § 103(a).

Where an individual reference is cited with respect to fewer than all elements of an
Asserted Claim, the Carriers contend that the reference renders obvious the claim under 35
U.S.C. § 103(a) in view of each other reference and combination of references that discloses the
remaining claim element(s), as indicated in the claim charts submitted herewith. “Under § 103,
the scope and content of the prior art are to be determined; differences between the prior art and
the claims at issue are to be ascertained; and the level of ordinary skill in the pertinent art
resolved. Against this background, the obviousness or nonobviousness of the subject matter is
determined.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007) (quoting Graham v. John

Deere Co., 383 U.S. 1, 17-18 (1966)).
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Exemplary motivations to combine references are discussed below and in the
accompanying charts. The Carriers reserve the right to rely upon any references or assertions
identified herein in connection with their contentions that each Asserted Claim is invalid under
35 U.S.C. § 103 and to rely upon expert testimony addressing such references and assertions.
The fact that prior art is identified to anticipate the Asserted Claims presents no obstacle in also
relying on that reference as a basis for invalidity based on obviousness. “[ A] rejection for
obviousness under § 103 can be based on a reference which happens to anticipate the claimed
subject matter.” In re Meyer, 599 F.2d 1026, 1031 (C.C.P.A. 1979). To the extent any cited prior
art item may not fully disclose a limitation of an Asserted Claim or is alleged by Plaintiffs to lack
disclosure of the limitation, such limitation is present and identified in another prior art item as
shown in the attached claim charts.

Many of the cited references cite or relate to additional references and/or products,
services, or projects. Many of the cited references also cite software, hardware, or systems. The
Carriers may rely upon such cited additional references and/or products and copies or exemplars
of such software, hardware, or systems. The Carriers will produce or make available for
inspection any such cited references, products, software, hardware, or systems that they intend to
rely upon. The Carriers may also rely upon the disclosures of the references cited and/or
discussed during the prosecution of the Asserted Patents and/or the assertions presented
regarding those references.

The Carriers reserve the right to further streamline and reduce the number of anticipation
or obviousness references relied upon with respect to a given Asserted Claim and to exchange or
otherwise modify the specific references relied upon for anticipation and within each

obviousness combination for each Asserted Claim.
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C. P.R. 3-3(c) — Claim Charts

The Carriers attach the following claim charts pursuant to P.R. 3-3(c):

Asserted Patent Claim Chart Exhibits
’489 Patent Exs. A-1 — A-10
’559 Patent Exs. B-1 —B-7

’883 Patent Exs. C-1 -C-8

’059 Patent Exs. D-1 —D-6

The attached claim charts are based, in whole or in part, on Plaintiffs’ asserted theories of
infringement in this case, to the extent discernible from Plaintiffs’ Infringement Contentions. All
portions of each prior art reference cited in each of the attached claim charts are relied upon to
support the disclosure of each patent claim limitation, as all portions provide general support.
Representative descriptions and supporting citations are nevertheless provided, but are merely
exemplary; they do not necessarily reflect every instance where a particular claim term or claim
limitation may be disclosed in or taught by the prior art reference. References to figures or
drawings refer to the figures/drawings themselves and any accompanying text or text necessary
to understand the figures or drawings. References to text refers to the text itself and the figures or
drawings that accompany the text. The Carriers reserve the right to rely on additional, or
different, portions of the prior art references, other publications, and expert testimony to establish
what these references would have taught one of ordinary skill in the art, or in what manner they
would have motivated a particular combination of references.

In certain instances, representative documents for certain prior art systems are cited, but
again, they are merely exemplary; they do not necessarily reflect or include every document
relating to the prior art system that exists and that discloses or teaches a particular claim term or
claim limitation. The Carriers reserve the right to rely on any and all documents that describe or

relate to prior art systems, including relying on the system itself. The Carriers also reserve the
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right to rely on the testimony of the authors, named inventors, or anyone else with knowledge of
the prior art references and systems identified herein, as well as expert testimony regarding any
such references or systems.

D. Obviousness And Motivation To Combine

The primary references identified above, and as further described in Exhibits A to D,
each disclose, either expressly or inherently, every element of the Asserted Claims, thereby
anticipating those claims. To the extent Plaintiffs contend that any primary reference does not
anticipate the Asserted Claims, it would have been obvious to combine or modify the primary

references with concepts from other prior art, as explained herein and in the following Exhibits:

Asserted Patent Claim Chart Exhibits
’489 Patent Ex. A
’559 Patent Ex. B
’883 Patent Ex. C
’059 Patent Ex. D

In particular, for each limitation of the Asserted Claims that Plaintiffs contend is not met
by a particular primary reference, the Carriers contend that the limitation (and Claim as a whole)
is obvious based on a combination of that particular primary reference with (1) any other primary
reference disclosing that limitation, (2) any admitted prior art, as explained in the background of
each patent or discussed in the file history, (3) any reference identified in Exhibits A to D as
disclosing that limitation, (4) the knowledge of a person of ordinary skill in the art, and/or (5)
any of the references and concepts discussed herein regarding the relevant background and state
of the art. The specific combinations of prior art that the Carriers contend render the Asserted
Claims obvious are readily determinable as described herein, which is the most efficient manner
of identifying the combinations in light of the fact that Plaintiffs have asserted 49 claims across 4

patents. The Carriers’ obviousness grounds for each dependent claim incorporate the
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obviousness grounds for the claim(s) from which the dependent claim depends in addition to any
obviousness grounds identified in the charts for the dependent claim.

The Carriers do not yet have the benefit of Plaintiffs’ positions on the prior art, including
what (if any) elements they contend are missing in each prior art reference, whether Plaintiffs
agree that a reference is in fact prior art, and whether Plaintiffs agree that a person of ordinary
skill in the art would be motivated to combine specific references. The Carriers reserve the right
to supplement these obviousness positions (including identifying additional prior art
combinations and the associated reasons to combine) as discovery in the case progresses,
including expert discovery.

1. Background and State Of The Art

The Carriers set forth below a summary of their current understanding of the state of the
art as understood as of the asserted priority dates of the Asserted Patents for the general subject
matter of each of the Asserted Patents. The information discussed in this section may have
formed the background knowledge of a person of ordinary skill in the art at the time the Asserted
Patents were filed and may have been used in determining whether and how to combine
references to achieve the claimed inventions. See Randall Mfg. v. Rea, 733 F.3d 1355, 1362
(Fed. Cir. 2013) (“[T]he knowledge of [a person of ordinary skill in the art] is part of the store of
public knowledge that must be consulted when considering whether a claimed invention would
have been obvious.”). The subject matter of the Asserted Claims was understood to those of skill
in the art by the alleged priority dates of the Asserted Patents. In order to describe the state of the
art at the alleged priority date, the Carriers rely on at least the references listed below, as well as
the references listed on the face of the Asserted Patents and all other references contained herein.
The Carriers expressly reserve the right to rely on each of the prior art references, systems,

concepts, and technologies discussed in this section with respect to each of the Asserted Patents.
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The Carriers contend that, to the extent the primary references identified in these
Preliminary Invalidity Contentions do not anticipate the Asserted Claims, it would have been
obvious to combine any of the references, systems, concepts, or technologies discussed in this
section with those primary references. The Carriers also reserve the right to rely on the
discussions of the state of the art and prior art in each of the Asserted Patent specifications and
their file histories including foreign file histories of related patents in explaining the state of the
art. The Carriers further expressly reserve the right to supplement their summary of the
background and state of the art, including, for example, (1) with information from any of the
authors or named inventors on any of the prior art references, (2) by personnel familiar with
systems based on any of the prior art references, or any prior art systems related to prior art
references, or (3) by technical experts retained on behalf of any party. The Carriers also
expressly reserve the right to rely on any admissions or statements by any of the named
inventors, institutions with which they were associated, and Plaintiffs, regarding the state of the
art.

a) Background And State Of The Art Related To The ’489 Patent

The subject matter of the Asserted Claims of the *489 Patent was understood to those of
skill in the art by the alleged priority dates of the patent. In order to describe the state of the art at
the alleged priority date, the Carriers rely on at least the references listed below, as well as the
references listed on the face of the Asserted Patents and all other references contained herein and

the exhibits hereto.

State of the Art Reference Publication/Issue/Priority Date
R2-104791, Transferring of List of 23 — 27 August, 2010
candidate SCells

R2-104790, Delta Configuration for 23 — 26 August, 2010
reconfiguration and handover
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R2-103427, Stage 2 description of
Carrier Aggregation

10th — 14th May 2010

Aggregation and UL/ DL MIMO

3GPP TS 36.300 V9.5.0 (2010-09) September 2010
3GPP TS 36.300 V10.0.0 (2010-06) June 2010
3GPP TS 36.300 V10.1.0 (2010-09) September 2010
3GPP TS 36.331 V9.4.0 (2010-09) September 2010
3GPP TS 36.331 V9.4.0 (2010-09) September 2010
R2-105971, Introduction of Carrier October 2010

R2-104421, Optimization on Intra-
eNB Pcell Change Procedure

23 — 27 August, 2010

R2-104991, Introduction of Carrier July 2010
Aggregation

R2-105507, Introduction of Carrier October 2010
Aggregation

R2-105761, CIF presence and CIF
value

23 —27 August, 2010

RP-050045, CR (Rel-6 Category C) to
TS25.212 for HARQ bit collection for
E-DCH

Japan, 9 - 11 March 2005

R2-104945, Removal of SRB only PS
handover

August 23,2010

R2-105256, CS Fallback Indication
and Handover Restriction List

August 23, 2010

R2-105268, Corrections and new
Agreements on Carrier Aggregation

August 2010

R3-102489, Handover Restriction List

August 23, 2010

b) Background And State Of The Art Related To The ’°559 Patent

The subject matter of the Asserted Claims of the *559 Patent was understood to those of

skill in the art by the alleged priority dates of the patent. In order to describe the state of the art at

the alleged priority date, the Carriers rely on at least the references listed below, as well as the

references listed on the face of the Asserted Patents and all other references contained herein and

the exhibits hereto.

State of the Art Reference Publication/Issue/Priority Date
U.S. Patent Publication No. 2012/0088516A1 April 13,2010
U.S. Patent Publication No. 2012/0165020A1 June 28, 2012
U.S. Patent Publication No. 2012/0315908A1 December 13, 2012
U.S. Patent Publication No. 2015/0017993A1 March 7, 2012
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R2-114123, Discussions on inter-freq ICIC scenarios,
3GPP TSG RAN WG2

August 16, 2011

R2-114947, Measurement Restriction for Inter-frequency
elCIC, 3GPP TSG-RAN WG2

October 1, 2011

R2-130451, Background inter-frequency measurement for
small cell discovery, 3GPP TSG-RAN WG2

January 19, 2013

R2-130658, Discussion about RRM and mobility for
small cell scenario, 3GPP TSG-RAN WG2

January 29, 2013

RP-122033, New Study Item Description: Small Cell
enhancements for E-UTRA and E-UTRAN — Higher-layer
aspects, 3GPP TSG-RAN

December 7, 2012

RP-130363, Report of 3GPP TSG RAN meeting #58,
3GPP TSG RAN

December 4, 2012

R2-123730, Relaxed cell detection for Pico Cell
discovery, 3GPP TSG-RAN WG2

August 7, 2012

R2-125575, Measurement gap handling for full-duplex
TDD UE, 3GPP TSG RAN WG2

November 3, 2012

R2-125576, Measurement gap in uplink for different TDD
configurations, 3GPP TSG RAN WG2

November 3, 2012

R2-130096, Uplink measurement gap in inter-band carrier
aggregation, 3GPP TSG-RAN WG2

January 18, 2013

R2-130112, Identifications of small cell development
scenarios and expected benefits of dual connectivity,
3GPP TSG RAN WG2

January 18, 2013

R2-130573, Measurement reporting during CGI reporting,
3GPP TSG-RAN WG2

January 19, 2013

3GPP TS 36.331 V9.13.0

January 7, 2013

3GPP TS 36.331 V11.2.0

January 3, 2013

3GPP TS 36.321 V11.1.0

January 3, 2013

3GPP TR 36.932 V12.0.0

December 13, 2012

C) Background And State Of The Art Related To The *883 Patent

The subject matter of the Asserted Claims of the 883 Patent was understood to those of

skill in the art by the alleged priority dates of the patent. In order to describe the state of the art at

the alleged priority date, the Carriers rely on at least the references listed below, as well as the

references listed on the face of the Asserted Patents and all other references contained herein and

the exhibits hereto.

State of the Art Reference

Publication/Issue/Priority Date

U.S. Patent Publication No. 2011/0065440A1

March 17, 2011

U.S. Patent Publication No. 2011/0111785A1

May 12, 2011
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U.S. Patent Publication No. 2012/0106511A1 May 3, 2012

U.S. Patent Publication No. 2015/0085730A1 August 12, 2011
U.S. Patent Publication No. 2014/0177446A1 August 5, 2011
U.S. Patent Publication No. 2014/0334427A1 April 29, 2011
U.S. Patent Publication No. 2014/0204777A1 July 24, 2012
U.S. Patent Publication No. 2013/0183970A1 March 21, 2011
U.S. Patent Publication No. 2015/0264612A1 October 31, 2012
U.S. Patent Publication No. 2014/0010207A1 July 5, 2012

U.S. Patent Publication No. 2013/0303224A1 May 11, 2012
U.S. Patent Publication No. 2013/0176988A1 February 11, 2011
U.S. Patent Publication No. 2012/0140743A1 December 3, 2010
EP2448325A1 February 5, 2012

Cervera et. al, LTE-advanced: An operator Perspective,
IEEE Communications Magazine Volume 50, Issue 2
RWS-120046, Technologies for Rel-12 and Onwards,
3GPP TSG RAN

RP-122033, New Study Item Description: Small Cell
enhancements for E-UTRA and E-UTRAN — Higher-layer
aspects, 3GPP TSG-RAN

R1-130566, Physical layer aspects of dual connectivity,
3GPP TSG RAN WGI

R2-130135, Mobility Enhancement for Small Cell, 3GPP
TSG-RAN2

R2-130292, Discussion on dual connectivity for small
cell, 3GPP TSG-RAN WG2

R2-130324, Discussion on U-plane architecture for dual
connectivity, 3GPP TSG-RAN WG2

R2-130420, Protocol architecture alternatives for dual
connectivity, 3GPP TSG-RAN WG2

RP-130363, Report of 3GPP TSG RAN meeting #58,

February, 2012

June §, 2012

December 7, 2012

January 19, 2013

January 18, 2013

January 18, 2013

January 18, 2013

January 18, 2013

December 4, 2012

3GPP TSG RAN
3GPP TR 36.842 V0.1.0 February 26, 2014
3GPP TS 36.300 V10.9.0 January 8, 2013

3GPP TS 36.300 V11.4.0
3GPP TS 36.321 V11.0.0
3GPP TR 36.932 V12.0.0
3GPP TS 36.331 V8.18.0

January 3, 2013
September 24, 2012
December 13, 2012
January 3, 2013

d) Background And State Of The Art Related To The *059 Patent

The subject matter of the Asserted Claims of the 059 Patent was understood to those of
skill in the art by the alleged priority dates of the patent. In order to describe the state of the art at
the alleged priority date, the Carriers rely on at least the references listed below, as well as the
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references listed on the face of the Asserted Patents and all other references contained herein and

the exhibits hereto.

State of the Art Reference

Publication/Issue/Priority Date

WO1999060761A1

November 25, 1999

U.S. Patent No. 6,483,855

November 19, 2002

U.S. Patent Publication No.

August 7, 2003

2003/0147396A1
EP1361707A2 November 12, 2003
U.S. Patent Publication No. September 23, 2004
2004/0187068A1
EP1465369A1 October 6, 2004
U.S. Patent Publication No. October 21, 2004
2004/0206160A1
EP1507365A2 February 16, 2005
U.S. Patent Publication No. September 24, 2004
2006/0067238A1
3GPP TS 25.322 V6.3.0 (Mar. March 2005
2005), "Radio Link Control (RLC)
Protocol Specification".
3GPP TS 25.322 V5.10.0 (Mar. March 2005
2005), "Radio Link Control (RLC)
Protocol Specification".
ETSITS 125 322 V4.10.0 (2003- | September 2003
09)
CNI581731A February 16, 2005
R2-050728, Lossless DL RLC February 2005
PDU size change
R2-050291, Protocol error January 14, 2005
detection and recovery

2. Motivation To Combine

Each prior art reference may be combined with one or more other prior art references to
render obvious the Asserted Claims in combination, as explained in more detail below. The
disclosures of these references also may be combined with information known to persons skilled
in the art at the time of the alleged invention, and understood and supplemented in view of the
common sense of persons skilled in the art at the time of the alleged invention, including any

statements in the intrinsic record of the Asserted Patents and related applications.
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A person of ordinary skill would have been motivated to combine the prior art cited in the
attached claim charts based on the nature of the problem to be solved, the teachings of the prior
art, and the knowledge of persons of ordinary skill in the art. The identified prior art references,
including portions cited in the claim charts, address the same or similar technical issues and
suggest the same or similar solutions to those issues as the Asserted Claims. On such bases, on
an element-by-element basis, the Carriers intend to combine one or more prior art references
identified in the claim charts attached as Exhibits A to D with each other to address any
contention from Plaintiffs that a particular prior art item supposedly lacks one or more elements
of an Asserted Claim. In other words, the Carriers contend that each charted prior art reference
can be combined with other charted prior art references when a particular prior art item lacks or
does not explicitly disclose an element or feature of an Asserted Claim.

A motivation, teaching, or suggestion to combine the prior art identified exists for each
obviousness combination identified above. In KSR International Co. v. Teleflex Inc., et al., 550
U.S. 398 (2007), the Supreme Court held that a claimed invention can be obvious even if there is
no teaching, suggestion, or motivation for combining the references to produce the claimed
invention. KSR holds that patents that are based on new combinations of elements or components
already known in a technical field may be found obvious. Specifically, the Court rejected a rigid
application of the “teaching, suggestion, or motivation [to combine] test.” Id. at 407, 418-419.
“In determining whether the subject matter of a patent claim is obvious, neither the particular
motivation nor avowed purpose of the patentee controls. What matters is the objective reach of
the claim.” /d. at 419. “Under the correct analysis, any need or problem known in the field of
endeavor at the time of the invention and addressed by the patent can provide a reason for

combining the elements in the manner claimed.” /d. at 420. The Court noted that “[c]Jommon
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sense teaches, however, that familiar items may have obvious uses beyond their primary
purposes, and in many cases a person of ordinary skill will be able to fit the teachings of multiple
patents together like pieces of a puzzle.” Id. at 420. “The combination of familiar elements
according to known methods is likely to be obvious when it does no more than yield predictable
results.” Id. at 416. A key inquiry is whether the “improvement is more than the predictable use
of prior art elements according to their established function.” /d. at 417. “When there is a design
need or market pressure to solve a problem and there are a finite number of identified,
predictable solutions, a person of ordinary skill has good reason to pursue the known options
within his or her technical grasp. If this leads to the anticipated success, it is likely the product
not of innovation but of ordinary skill and common sense.” /d. at 421. “In that instance the fact
that a combination was obvious to try might show that it was obvious under § 103.” /d. Finally,
the Supreme Court recognized that “[g]ranting patent protection to advances that would occur in
the ordinary course without real innovation retards progress and may, in the case of patents
combining previously known elements, deprive prior inventions of their value or utility.” /d. at
419.

Based on KSR, the USPTO issued a set of Examination Guidelines. See Examination
Guidelines for Determining Obviousness Under 35 U.S.C. § 103 in View of the Supreme Court
Decision in KSR International Co. v. Teleflex, Inc., 72 Fed. Reg. 57526 (Oct. 10, 2007). The
Guidelines provide a variety of rationales on which to base a finding of obviousness. Those
rationales are based on KSR and other precedent, and include:

(A)  Combining prior art elements according to known methods to yield
predictable results;

(B)  Simple substitution of one known element for another to obtain predictable
results;
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(C)  Use of known technique to improve similar devices (methods, or products)
in the same way;

(D)  Applying a known technique to a known device (method, or product) ready
for improvement to yield predictable results;

(E)  “Obvious to try” —choosing from a finite number of identified, predictable
solutions, with a reasonable expectation of success;

(F)  Known work in one field of endeavor may prompt variations of it for use in
either the same field or a different one based on design incentives or other
market forces if the variations would have been predictable to one of
ordinary skill in the art;

(G)  Some teaching, suggestion, or motivation in the prior art that would have

led one of ordinary skill to modify the prior art reference or to combine prior

art reference teachings to arrive at the claimed invention.
Id. at 57529. The Carriers contend that one or more of these rationales apply in considering the
obviousness of the Asserted Claims.

Additional evidence establishing that there would have been a motivation to combine the
prior art references identified above includes (1) the interrelated teachings of multiple prior art
references, (2) the effects of demands known to the design community or present in the
marketplace, (3) the existence of a known problem for which there was an obvious solution
encompassed by the Asserted Claims, (4) the existence of a known need or problem in the field of
the endeavor at the time of the invention(s), and (5) the background knowledge that would have
been possessed by a person having ordinary skill in the art.

Further, the prior art references explicitly or implicitly reference other prior art references,
share common authors or inventors, were published in the same journals, presented at the same
conferences, presented as proposals to standards working groups, and/or were developed at

common companies, schools, or organizations, all of which would motivate one of skill in the art

to combine them. These references are also within the field of the Asserted Patents and are directed
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to similar subject matter within that field. Additionally, any products, devices, or processes
described in the references existed and/or were invented before or during the period in which the
claimed inventions were developed, providing further motivation to combine them.

Thus, the motivation to combine the teachings of the prior art references disclosed herein
is found in the references themselves and (1) the nature of the problem being solved, (2) the
express, implied, and inherent teachings of the prior art, (3) the knowledge of persons of ordinary
skill in the art, (4) the fact that the prior art is generally directed toward methods and systems for
processing wireless signals, and (5) the predictable results obtained in combining the different
elements of the prior art. Additionally, one would be motivated to address at least the alleged
problems or achieve the purported objectives identified in the description of the Asserted Patents.
See, e.g., infra Section D.2.a-d. Moreover, the references charted in the Invalidity Contentions
recognized and solved these problems.

Any reference or combination of references that anticipates or makes obvious an asserted
independent claim also makes obvious any asserted claim dependent on that independent claim
because every element of each dependent claim was known by a person of ordinary skill at the
time of the alleged invention, and it would have been obvious to combine those known elements
with the independent claims at least as a matter of common sense and routine innovation.
Accordingly, the Carriers contend that each asserted claim would have been obvious not only by
the combinations explicitly defined in these contentions, but also by any combination of
references that renders obvious an asserted claim.

Numerous prior art references, including those identified above and in the claim charts,
reflect common knowledge and the state of the prior art prior to the priority dates of the Asserted

Patents. As it would be unduly burdensome to create detailed claim charts for the thousands of
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invalidating combinations, the Carriers have provided examples of such invalidating
combinations. As such, the Carriers’ inclusion of exemplary combinations does not preclude
them from identifying other invalidating combinations as appropriate.

For each proposed combination of references described herein and in the attached
exhibits and appendices hereto, because (i) there was a reason to make each combination, (ii)
each combination of art would have produced no unexpected results, and/or (iii) each
combination at most would simply represent a known alternative to one of ordinary skill in the
art, no showing of a specific motivation to combine prior art is required. See KSR, 550 U.S. at
414-18 (rejecting the Federal Circuit’s “rigid” application of the teaching, suggestion, or
motivation to combine test instead espousing an “expansive and flexible” approach).

The various teachings, suggestions, and/or reasons to modify any of the references and/or
to combine any two or more of the references in Exhibits A to D, and Appendices A-1 to D-6
come from various sources, including the prior art (specific and as a whole), common
knowledge, common sense, predictability, expectations, industry trends, design incentives or
need, market demand or pressure, market forces, obvious to try, the nature of the problem faced,
and/or the knowledge possessed by one of ordinary skill in the art.

These exemplary combinations demonstrate that there were only a finite number of
predictable solutions to known problems addressed by the Asserted Patents. Furthermore, known
work in one field or endeavor prompted variations based on predictable design incentives and/or
market forces either in the same field or a different one. The combination of features found in the
prior art references identified in these contentions would have been obvious because the claimed
combinations represent the known potential options, with each such option having a reasonable

expectation of success. Additionally, one of ordinary skill in the art would have been motivated
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to create combinations identified in these contentions using: known methods to yield predictable
results; known techniques in the same way; a simple substitution of one known, equivalent
element for another to obtain predictable results; and/or teaching, suggestion, or motivation in
the prior art generally. Also, market forces in the industry, and the desire to improve features and
performance, would motivate the addition of features to systems as they become available,
become less expensive, become more commonly used, provide better performance and
reliability, reduce costs, or predictably achieve other clearly desirable results.

To the extent Plaintiffs allege that any other claimed limitation or limitations are not
disclosed in any primary reference, it would have been obvious to combine the teachings of the
reference with the background knowledge of a person of ordinary skill in the art and/or it would
have been obvious to incorporate the missing limitation(s), including as disclosed in Exhibits A
to D, and Appendices A-1 to D-6 into the primary reference for the reasons disclosed herein. For
example, one of ordinary skill in the art would have found substantial motivation to combine one
or more of the primary references with one or more of each other or the state of the art (as
described in the state of the art references listed below) in order to disclose the alleged inventions
recited in the Asserted Claims. Each of the references disclosed herein as invalidating an
Asserted Patent was directed at the same or similar field of technology and the same or similar
problem as that Asserted Patent. To the extent Plaintiffs allege that any particular claim
limitation is not disclosed or inherent in the charted references, it would have been obvious to
combine the charted reference with one or more of the references identified herein for the
particular claim limitations.

As the Carriers are currently unaware of the extent, if any, to which Plaintiffs will

contend that limitations of the Asserted Claims are not disclosed in the art identified herein as
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anticipatory, the Carriers reserve the right to identify other references and combinations that may
render an allegedly missing limitation obvious. In addition, if and to the extent that Plaintiffs
challenge the relevance of any of these references with respect to particular limitations of the
Asserted Claims of the Asserted Patents, the Carriers reserve their right to identify further
motivation(s) to combine particular references with additional particularity.

The suggested obviousness combinations discussed herein are not to be construed to
suggest that any reference included in the combinations is not anticipatory. Further, to the extent
Plaintiffs contend any of the anticipatory prior art fails to disclose one or more limitations of the
Asserted Claims, the Carriers reserve the right to identify other prior art references that, when
combined with the anticipatory prior art, would render the claims obvious despite an allegedly
missing limitation. The Carriers will further specify the motivations to combine the prior art,
including through reliance on expert testimony, at the appropriate later stage of this lawsuit.

The Carriers further contend that the prior art identified in these Preliminary Invalidity
Contentions is evidence of simultaneous or near-simultaneous independent invention by others
of the alleged invention as recited in one or more of the Asserted Claims. The Carriers reserve
the right to rely on the simultaneous or near-simultaneous independent invention by others as
further evidence of the obviousness of the Asserted Claims.

Each limitation of the Asserted Claims was well-known to those of ordinary skill in the
art at the time. At best, the elements recited in the Asserted Claims are mere combinations and
modifications of these well-known elements. A person of ordinary skill in the art would be able
and motivated to improve the existing technology in the same or similar manner by combining or

modifying the individual elements that were already known in the art to yield predictable results.
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The Carriers reserve the right to present expert testimony on, among other things, the
teachings, suggestions, motivations, and/or reasons to modify any of the references and/or to
combine any two or more of the prior art references presented in Exhibits A to D.

3. Secondary Considerations

A patentee bears the burden of production with respect to evidence of secondary
considerations of non-obviousness. ZUP, LLC v. Nash Mfg., Inc., 896 F.3d 1365, 1373 (Fed. Cir.
2018). As of the date of these Preliminary Invalidity Contentions, Plaintiffs have not yet
identified any evidence of secondary considerations. The Carriers reserve all rights to further
respond to any secondary considerations of non-obviousness raised by Plaintiffs, including by
updating, modifying, and/or adding to these Preliminary Invalidity Contentions. The Carriers are
not aware of any unexpected results (none is mentioned in the Asserted Patents or their file
histories), long felt need, commercial success (or any nexus to any allegedly successful
commercial embodiment), or awards for the alleged inventions of the Asserted Patents.

Moreover, secondary considerations of nonobviousness “simply cannot overcome a
strong prima facie case of obviousness.” Wyers v. Master Lock Co., 616 F.3d 1231, 1246 (Fed.
Cir. 2010). For any secondary consideration to be relevant, Plaintiffs must establish a nexus
between the secondary consideration and the claimed inventions. Ormco Corp. v. Align Tech.,
Inc., 463 F.3d 1299, 1311-12 (Fed. Cir. 2006). Plaintiffs have not provided any evidence of any
secondary considerations, much less any nexus between such secondary considerations and the
claimed inventions of the Asserted Patents. The Carriers contend that no secondary
considerations evidence exists that supports the validity of any Asserted Claim and reserve all
rights to respond to any argument or evidence presented by Plaintiffs regarding any alleged

secondary considerations of non-obviousness.
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E. P.R. 3-3(d): Invalidity Under 35 U.S.C. § 112

As set forth below, the Carriers contend that the Asserted Claims are invalid under 35
U.S.C. § 112 because the claims (1) are indefinite, (2) fail to satisfy the enablement requirement,
and/or (3) fail to satisfy the written description requirement.

The Carriers’ invalidity contentions for the Asserted Claims identified in this section are
made in the alternative and do not constitute, and should not be interpreted as, admissions (1)
regarding the construction or scope of the Asserted Claims or (2) that any of the Asserted Claims
would not have been anticipated and/or obvious in light of the prior art.

Plaintiffs have not yet provided a claim construction for any of the terms or phrases that
the Carriers anticipate will be in dispute. The Carriers, therefore, cannot provide a complete list
of § 112 defenses because the Carriers do not know whether Plaintiffs will proffer a construction
for certain terms and phrases that is broader than, or inconsistent with, the construction that
would be supportable by the disclosure set forth in the specification. The Carriers offer these
contentions without prejudice to any position they may ultimately take as to any claim
construction issues.

Accordingly, the Carriers reserve the right to supplement, amend, and/or modify these
§ 112 invalidity contentions as discovery progresses.

1. Invalidity Under 35 U.S.C. § 112, 1

35 U.S.C. § 112, 9 1 requires that the specification contain a written description of the
invention. “[ T]he hallmark of written description is disclosure.” Boston Sci. Corp. v. Johnson &
Johnson, 647 F.3d 1353, 1361-62 (Fed. Cir. 2011) (citation omitted). The test for whether a
specification adequately describes an invention is “whether the disclosure of the application
relied upon reasonably conveys to those skilled in the art that the inventor had possession of the

claimed subject matter as of the filing date . . . . [T]he test requires an objective inquiry into the
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four corners of the specification from the perspective of a person of ordinary skill in the art . . .
[1t] is a question of fact.” Ariad Pharms., Inc. v. Eli Lilly and Co., 598 F.3d 1336, 1351 (Fed. Cir.
2010) (en banc), Boston Scientific, 647 F.3d at 1362.

The enablement requirement of § 112 demands that the patent specification enable “those
skilled in the art to make and use the full scope of the claimed invention without ‘undue
experimentation.”” Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1365 (Fed. Cir. 1997)
(quoting In re Wright, 999 F.2d 1557, 1561 (Fed. Cir. 1993)). “[T]he scope of the claims must be
less than or equal to the scope of the enablement.” Nat’l Recovery Tech., Inc. v. Magnetic
Separation Sys., Inc., 166 F.3d 1190, 1196 (Fed. Cir. 1999).

The Carriers contend that the following Asserted Claims are invalid under 35 U.S.C.

§ 112, 9 1. Each Asserted Claim identified below (and each Asserted Claim that depends
therefrom) is invalid under 9 1 because the specification of the Asserted Patent fails to provide a
sufficient written description, enabling disclosure, and/or fails to inform, with reasonable
certainty, those skilled in the art about the scope of the invention and/or the meaning of the
term(s) and/or phrase(s). For each listed term or phrase, the Carriers believe the term or phrase is

invalid under § 112, q 1, as is any limitation including such terms or phrases, for the same

reason(s).
Asserted Patent Asserted Claim(s) Term(s) a ey 18 ILalshayg Wofaliion
Description and/or Enablement
’489 Patent 1,12 “configuring at least one SCell by a source
eNB to a User Equipment (UE)”
1,12 “including information by the source eNB in a

HandoverPreparationInformation message for a
target eNB to control SCell release in the UE
during a handover”

1,12 “wherein the information indicates SCell
indexes of all SCells configured to the UE
before the handover, thereby allowing the
target eNB to include a sCellToReleaseList
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Term(s) and/or Phrase(s) Lacking Written

Asserted Patent Asserted Claim(s) Siensaipiton sudlier ZaeT lome;

with all the SCells configured to the UE in a
handover command for the UE to release the
SCells included in the sCellToReleaseList”
4,6,8,15,17,19 “wherein the HandoverPreparationInformation
message is sent from the source eNB to the
target eNB to request the handover.”

’559 Patent 1 “A method for supporting dual connectivity in
a wireless communication system, wherein
separate eNBs (evolved Node B) are used to
support dual connectivity”

1 “the first eNB configures a second cell to serve
the UE together with the first cell, wherein the
second cell is controlled by a second eNB”

1 “the first eNB allocates a measurement gap
configuration to the UE”
1 “so that the second eNB could take

measurement gaps into consideration when
scheduling resources to the UE”

7 “A method for supporting dual connectivity in
a wireless communication system, wherein
separate eNBs (evolved Node B) are used to
support dual connectivity and a UE (User
Equipment) is served by a first cell controlled
by a first eNB”

7 “so that the second eNB could take
measurement gaps into consideration when
scheduling resources to the UE”

7 “a second eNB controls a second cell, wherein
the second cell is configured by the first eNB to
serve the UE together with the first cell”

7 “the measurement gap configuration was
allocated by the first eNB to the UE”
8 “the second eNB takes the measurement gap

configuration into consideration when
scheduling resources to the UE”

9 “the resources contain downlink assignments
and/or uplink grants”
’883 Patent 1 “receiving, by a first evolved node B (eNB), a

first request from a second eNB for aggregating
a Secondary Cell (SCell) for a User Equipment
(UE)”

1 “transmitting a second request from the first
eNB, which controls the SCell of the UE, to the
second eNB, which controls a Primary Cell
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Term(s) and/or Phrase(s) Lacking Written

Asserted Patent Asserted Claim(s) Siensaipiton sudlier ZaeT lome;

(PCell) of the UE, to change a data path for a
first radio bearer of the UE, wherein the second
request does not indicate to change the data
path for a third radio bearer of the UE”

1 “wherein a first path is via the first eNB and
used as the data path for the first radio bearer
and the third radio bearer before changing the
data path for the first radio bearer”

2 “the data path for the first radio bearer is
changed to a second path, wherein the second
path is via the second eNB and used as a data
path for a second radio bearer of the UE”

4 “the UE has multiple paths via different eNBs
after the data path for the first radio bearer
change”

6 “the second request comprises information
about loading status of a cell controlled by the
first eNB”

7 “transmitting a first request from a second
evolved Node B (eNB) to a first evolved Node
B (eNB) for aggregating a Secondary Cell
(SCell) for a User Equipment (UE)”

7 “receiving, by the second eNB which controls a
Primary Cell (PCell) of the UE, a second
request from the first eNB which controls the
SCell of the UE; and changing a data path for a
first radio bearer of the UE and not changing a
data path for a third radio bearer of the UE
based on the second request”

7 “wherein a first path is via the first eNB and
used as the data path for the first radio bearer
and the third radio bearer before changing the
data path for the first radio bearer”

8 “wherein a first path is via the first eNB and
used as the data path for the first radio bearer
and the third radio bearer before changing the
data path for the first radio bearer”

10 “the UE has multiple paths via different eNBs
after the data path for the first radio bearer
change”

11 “the second request comprises information
about loading status of a cell controlled by the
first eNB”
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Term(s) and/or Phrase(s) Lacking Written
Description and/or Enablement

’059 Patent 1 detecting whether a negatively acknowledged
sequence number lies in a range of greater than
or equal to a sequence number following a
sequence number of a last in-sequence
acknowledged packet of a transmitter and less
than a sequence number of a next packet to be
transmitted for the first time by the transmitter
when the negatively acknowledged sequence
number is detected in the status report unit;

Asserted Patent Asserted Claim(s)

2 “initiating a reset procedure when the status
report unit comprises the erroneous sequence
number.”

3 “wherein detecting whether the negatively

acknowledged sequence number lies in the
range of greater than or equal to the sequence
number following the sequence number of the
last in-sequence acknowledged packet of the
transmitter and less than the sequence number
of the next packet to be transmitted for the first
time by the transmitter when the negatively
acknowledged sequence number is detected in
the status report unit is performed by modulus
operation with the sequence number following
the sequence number of the last in-sequence
acknowledged packet of the transmitter as a
modulus base.”

8 “wherein it is determined that the status report
unit comprises an erroneous sequence number
when the negatively acknowledged sequence
number is not in the range of greater than or
equal to the sequence number following the
sequence number of the last in-sequence
acknowledged packet of the transmitter and
less than and not equal to the sequence number
of the next packet to be transmitted for the first
time by the transmitter when the negatively
acknowledged sequence number is detected in
the status report unit.”

2. Invalidity Under 35 U.S.C. § 112, q 2

Claims are indefinite under 35 U.S.C. § 112, 4 2 when they “fail to inform, with
reasonable certainty, those skilled in the art about the scope of the invention.” Nautilus, Inc. v.
Innovative Sonic Exhibit 2007
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Biosig Instruments, Inc., 572 U.S. 898, 901 (2014). To the extent an asserted apparatus claim
includes both apparatus and method limitations, that claim is invalid for indefiniteness under
§ 112, 9 2 because it fails to identify or notify the public of what constitutes direct infringement.
See IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005).
In addition to the Carriers’ reservation of rights stated above, the Carriers will present
arguments as to indefiniteness through, e.g., the Markman meet and confer and briefing process.
The Carriers contend that the following Asserted Claims are invalid under 35 U.S.C.
§ 112, 9 2. Each Asserted Claim identified below (and each Asserted Claim that depends
therefrom) is invalid under § 2 because it fails to inform, with reasonable certainty, those skilled
in the art about the scope of the claimed invention. For each listed term or phrase, the Carriers
believe the term or phrase (as well as terms within any such phrase) is invalid under § 112, 9] 2,

and any limitation including such term or phrase is also indefinite.

Asserted Patent Asserted Claim(s) Indefinite Terms or Phrases
’489 Patent 1,12 “configuring at least one SCell by a source
eNB to a User Equipment (UE)”
1,12 “including information by the source eNB in a

HandoverPreparationlnformation message for a
target eNB to control SCell release in the UE
during a handover”

1,12 “wherein the information indicates SCell
indexes of all SCells configured to the UE
before the handover, thereby allowing the
target eNB to include a sCellToReleaseList
with all the SCells configured to the UE in a
handover command for the UE to release the
SCells included in the sCellToReleaseList”
4,6,8,15,17,19 “wherein the HandoverPreparationInformation
message is sent from the source eNB to the
target eNB to request the handover.”

’559 Patent 1 “the first eNB configures a second cell to serve
the UE together with the first cell, wherein the
second cell is controlled by a second eNB”
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Asserted Patent Asserted Claim(s) Indefinite Terms or Phrases

1 “so that the second eNB could take
measurement gaps into consideration when
scheduling resources to the UE”

2 “the measurement gap configuration indicates a
measurement gap pattern to be applied in the
UE for performing measurements”

7 “a second eNB controls a second cell, wherein
the second cell is configured by the first eNB to
serve the UE together with the first cell”

7 “so that the second eNB could take
measurement gaps into consideration when
scheduling resources to the UE”

8 “the second eNB takes the measurement gap
configuration into consideration when
scheduling resources to the UE”

10 “the measurement gap configuration indicates a
measurement gap pattern to be applied in the
UE for performing measurements”

’883 Patent 1 “a first request from a second eNB for
aggregating a Secondary Cell (SCell) for a
User Equipment (UE)”
1 “a data path for a first radio bearer of the UE,

wherein the second request does not indicate to
change the data path for a third radio bearer of
the UE”

1 “a first path is via the first eNB and used as the
data path for the first radio bearer and the third
radio bearer before changing the data path for
the first radio bearer”

2 “the data path for the first radio bearer is
changed to a second path, wherein the second
path is via the second eNB and used as a data
path for a second radio bearer of the UE”

7 “a first request from a second evolved Node B
(eNB) to a first evolved Node B (eNB) for
aggregating a Secondary Cell (SCell) for a
User Equipment (UE)”

7 “a data path for a first radio bearer of the UE
and not changing a data path for a third radio
bearer of the UE based on the second request”
7 “a first path is via the first eNB and used as the
data path for the first radio bearer and the third
radio bearer before changing the data path for
the first radio bearer”
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Asserted Patent Asserted Claim(s) Indefinite Terms or Phrases

8 “the data path for the first radio bearer is
changed to a second path, wherein the second
path is via the second eNB and used as a data
path for a second radio bearer of the UE”

’059 Patent 1 detecting whether a negatively acknowledged
sequence number lies in a range of greater than
or equal to a sequence number following a
sequence number of a last in-sequence
acknowledged packet of a transmitter and less
than a sequence number of a next packet to be
transmitted for the first time by the transmitter
when the negatively acknowledged sequence
number is detected in the status report unit;

2 “initiating a reset procedure when the status
report unit comprises the erroneous sequence
number.”

3 “wherein detecting whether the negatively

acknowledged sequence number lies in the
range of greater than or equal to the sequence
number following the sequence number of the
last in-sequence acknowledged packet of the
transmitter and less than the sequence number
of the next packet to be transmitted for the first
time by the transmitter when the negatively
acknowledged sequence number is detected in
the status report unit is performed by modulus
operation with the sequence number following
the sequence number of the last in-sequence
acknowledged packet of the transmitter as a
modulus base.”

8 “wherein it is determined that the status report
unit comprises an erroneous sequence number
when the negatively acknowledged sequence
number is not in the range of greater than or
equal to the sequence number following the
sequence number of the last in-sequence
acknowledged packet of the transmitter and
less than and not equal to the sequence number
of the next packet to be transmitted for the first
time by the transmitter when the negatively
acknowledged sequence number is detected in
the status report unit.”

III.  Accompanying Document Production
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Pursuant to P.R. 3-4(a), the Carriers are producing documents sufficient to show the
operation of any aspects or elements of each Accused Instrumentality identified by Plaintiffs in
its P.R. 3-1(c) charts at Bates Ranges: ATT CELERITY 00002301 -

ATT CELERITY 00011543; VERIZON_ CELERITY 00001279 -

VERIZON CELERITY 00164632; and TMOBILE CELERITY 00002193 -

TMOBILE CELERITY 02702797. Movant-Intervenors Ericsson and Nokia have additionally
made source code available for inspection at McKool Smith’s office in Dallas, Texas.

Finally, pursuant to P.R. 3-4(b), the Carriers are producing a copy of each prior art
reference identified above pursuant to P.R. 3-3(a) which does not appear in the file histories of
the Asserted Patents, as well as additional prior art references, at Bates Range:

DEF CELERITY 00000001 - DEF CELERITY 00015617. To the extent any such prior art
reference is not in English, the Carriers have produced or will produce an English translation of

the portion(s) of the non-English prior art reference(s) relied upon by the Carriers.

Dated: April 12, 2024 Respectfully submitted,

/s/ Nicholas Mathews

Nicholas Mathews (Lead Counsel for AT&T
and Verizon)

Texas State Bar No. 24085457
nmathews@McKoolSmith.com
Warren Lipschitz (Lead Counsel for T-
Mobile)

Texas State Bar No. 24078867
wlipschitz@McKoolSmith.com
McKooL SMITH, P.C.

300 Crescent Court Suite 1500

Dallas, TX 75201

Telephone: (214) 978-4000
Telecopier: (214) 978-4044

Joshua Budwin
Texas State Bar No. 24050347
jbudwin@mckoolsmith.com
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Kevin Hess

Texas State Bar No. 24087717
khess@McKoolSmith.com
McKooL SMITH, P.C.

303 Colorado Street, Suite 2100
Austin, TX 78701

Telephone: (512) 692-8752
Telecopier: (512) 692-8744

Samuel F. Baxter

Texas State Bar No. 01938000
sbaxter@McKoolSmith.com
Jennifer L. Truelove

Texas State Bar No. 24012906
jtruelove@McKoolSmith.com
McKooL SMITH, P.C.

104 East Houston Street, Suite 300
Marshall, TX 75670
Telephone: (903) 923-9000
Telecopier: (903) 923-9099

COUNSEL FOR AT&T CORP.,
AT&T MOBILITY LLC,

AT&T MOBILITY II LLC,

AT&T SERVICES, INC., T-MOBILE
USA, INC., AND CELLCO
PARTNERSHIP D/B/A VERIZON
WIRELESS

Deron R. Dacus

State Bar No. 00790553
ddacus@dacusfirm.com

THE DACUS FIRM, PC

821 ESE Loop 323, Suite 430
Tyler, TX 75701

Telephone: (903)705-1117
Facsimile: (903) 581-2543

COUNSEL FOR AT&T CORP.,

AT&T MOBILITY LLC,

AT&T MOBILITY II LLC,

AT&T SERVICES, INC., AND CELLCO
PARTNERSHIP D/B/A VERIZON
WIRELESS

Melissa R. Smith
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State Bar No. 24001351
melissa@gillamsmithlaw.com
GILLAM & SMITH, LLC

303 South Washington Avenue,
Marshall, TX 75670
Telephone: (903) 934-8450
Facsimile: (903) 934-9257

COUNSEL FOR T-MOBILE USA, INC.
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CERTIFICATE OF SERVICE

I certify that on April 12, 2024, the foregoing document was served by electronic mail on
all counsel of record.

/s/ Nicholas Mathews
Nicholas Mathews
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