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2DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline of Petitioner’s Oral Argument

Overview of IPR Proceedings

Schaffer + Hartley or Eller Render the Challenged Claims Obvious

Schaffer Anticipates or Renders The Challenged Claims Obvious

The Board Should Deny PO’s Motion to Exclude
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Overview of IPR Proceedings
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IPR Grounds

Ground References Basis
Challenged 

Claims

1 Schaffer 35 U.S.C. § 102 1-9

2 Schaffer 35 U.S.C. § 103 1-9

3 Schaffer + Hartley 35 U.S.C. § 103 1-9

4 Schaffer + Eller 35 U.S.C. § 103 1-9

5 Hartley + Eller 35 U.S.C. § 103 1-3, 5-6, 9

— Petition (Paper 1) at 15.
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Issues In Dispute

Grounds 3-4: Schaffer + Hartley or Eller

Would a POSITA have been motivated to combine Schaffer + Hartley or Eller?

Grounds 1-2: Schaffer

Does the term “filament” require a “thin, flexible length of material”?

Does Schaffer disclose a “filament” regardless of construction?

Do Schaffer’s actuating members “circumferentially constrict”?

Do Schaffer’s actuating members form a “loop”? (Claim 3 only)
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Issues Not In Dispute

No dispute that Hartley and Eller disclose a “filament”

PO raises no arguments concerning Schaffer + Hartley or Eller and the 
dependent claims

PO raises no arguments concerning dependent claims 2 and 4-9

No dispute that Petitioner’s references qualify as prior art

No evidence of secondary considerations of nonobviousness



7

Grounds 3-4: Schaffer + Hartley or Eller Renders 
the Claims Obvious
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Overview of Schaffer

—Petition (Paper 1) at 26-31; Ex. 1005 (Schaffer), [0075], 

Figs. 31-32.



9DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Schaffer Compared To The ’011 Patent

—Petition (Paper 1) at 17.
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Hartley Discloses a “Filament”

—Petition (Paper 1) at 33-34; Ex. 1006 (Hartley), Abstract, 

[0017], Fig. 1.
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Simple Methods to Attach Hartley’s Filament to Actuator

—Petition (Paper 1) at 33-34; Ex. 1006 (Hartley), [0031], Fig. 3.
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Eller Discloses a “Filament”

—Ex. 1007 (Eller), 5:1-5, 16:7-19, 21:37-22:31, 23:50-25:9, 

Fig. 2; Petition (Paper 1) at 40-43.
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Simple Methods to Attach Eller’s Filament to Actuator

—Ex. 1007 (Eller), 14:37-43, Fig. 2; Petition (Paper 1) at 45. 



14DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

First Motivation to Combine Schaffer + Hartley

—Ex. 1003 (Thornton Decl.) ¶80; Petition (Paper 1) at 33-34; 

Pet. Reply (Paper 18) at 3.



15DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

First Motivation to Combine Schaffer + Eller

—Ex. 1003 (Thornton Decl.) ¶93; Petition (Paper 1) at 44-45; 

Pet. Reply (Paper 18) at 3.
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Second Motivation to Combine Schaffer + Hartley or Eller

—Ex. 1003 (Thornton Decl.) ¶¶81, 94; Petition (Paper 1) at 33-

36, 44-45.
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Gaps Due to Shape and Attachment to Buttons

—Ex. 1014 (Supp. Thornton Decl.) ¶34; Pet. Reply (Paper 18) at 

3-6.

Thornton Supp. Decl.
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PO’s Argument Schaffer Would Not Form Small Gaps Lacks 
Support

PO Response

—POR (Paper 13) at 46, 49.
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Schaffer Forms a “Nearly Fluid/Gas Tight Seal”

PO Response Schaffer

—POR (Paper 13) at 49; Ex. 1005 (Schaffer), [0059].
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Figs. 30-34 Do Not Require “Third Seal Member 165”

Schaffer

—Ex. 1005 (Schaffer), [0075]-[0077]; POR (Paper 13) at 49; Pet. 

Reply (Paper 18) at 4-7. 

Schaffer
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Schaffer Discloses Many Other Seal Module Materials 

—Ex. 1005 (Schaffer), [0057]; Ex. 1014 (Thornton Supp. Decl.) 

¶32.

Schaffer

Thornton Supp. Decl.
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Figures 30-34 Do Not Identify Item 165

—Ex. 1005 (Schaffer), Figs. 32-33; Pet. Reply (Paper 18) at 5-6.
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A “Sticky” Seal Would Not Work for Figs. 30-34

Schaffer Thornton Supp. Decl.

—Ex. 1005 (Schaffer), [0059]; Ex. 1014 (Thornton Supp. Decl.) 

¶33.
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PO Cites No Evidence Petitioner Contradicted the Motivation 
to Combine

PO Response

—POR (Paper 13) at 46-47; Pet. Reply (Paper 18) at 7.
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PO’s Argument Regarding Two Instruments Not Probative

PO Response

—POR (Paper 13) at 51-52; Pet. Reply (Paper 18) at 6-7; Ex. 

1014 (Thornton Supp. Decl.) ¶35.
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PO Cites A Different Embodiment in Schaffer

PO’s reliance on this section erroneous 

because:

• Disclosure applies to Figs. 12-15

• Disclosure applies to an 

“embodiment”

• Disclosed embodiment requires 

three seal members

—Ex. 1005 (Schaffer), [0068]; Pet. Reply (Paper 18) at 6-7; Ex. 

1014 (Thornton Supp. Decl.) ¶35. 
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PO’s Drawing Is Inaccurate

Thornton Supp. Decl.

—Pet. Reply (Paper 18) at 6-7; Ex. 1014 (Thornton Supp. Decl. 

¶35; Ex. 1005 (Schaffer), [0068].
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Third Motivation to Combine Schaffer + Hartley or Eller

—Ex. 1003 (Thornton Decl.) ¶¶ 82, 95; Petition (Paper 1) at 33-

36, 44.
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Simple Methods May Be Used to Combine Hartley with 
Schaffer

Thornton Decl.

—Ex. 1003 (Thornton Decl.) ¶84; Petition (Paper 1) at 37-38.
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Simple Methods May Be Used to Combine Eller with Schaffer

—Ex. 1003 (Thornton Decl.) ¶97; Petition (Paper 1) at 45-46.
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PO Fails to Explain Why the Combination Is Not Simple

PO Response

—POR (Paper 13) at 68; Ex. 2008 (Supp. Zalesky Decl.) ¶128.
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Fourth Motivation to Combine Schaffer + Hartley or Eller

—Ex. 1003 (Thornton Decl.) ¶¶83, 96; Petition (Paper 1) at 33-

36, 45.
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PO’s Fails to Identify Other Methods to Constrict a Tube

PO Sur-Reply

—PO Sur-Reply (Paper 21) at 27.
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Mr. Thornton Explained Schaffer/Hartley/Eller Are Different

Thornton Depo. Transcript

—Ex. 2010 (Thornton Dep. Tr.) at 108:14-109:7.
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Options Still Finite if Different “Pinch” Valves Included

Thornton Depo. Transcript

—Ex. 2010 (Thornton Dep. Tr.) at 118:4-15.
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Schaffer’s “Principles of Operation” Remain Unchanged

—Ex. 1014 (Supp. Thornton Decl.) ¶39; Pet. Reply (Paper 18) at 

8-9.



37DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The String/Wire Permit Forcible Disengagement

Schaffer

—Ex. 1005 (Schaffer), [0077]; Ex. 1014 (Thornton Supp. Decl.) 

¶41; Pet. Reply (Paper 18) at 9-10.
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String/Wire Does Not Compromise “Ease of Manufacturing”

Schaffer

—Ex. 1005 (Schaffer), [0083]; Ex. 1014 (Thornton Supp. Decl.) 

¶¶42-47; Pet. Reply (Paper 18) at 10-11.
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String/Wire Does Not Compromise “Durability”

Zalesky Depo. Tr. (PO’s Expert)

—Ex. 1015 (Zalesky Dep. Tr.) at 169:16-170:11; Ex. 1014 

(Thornton Supp. Decl.) ¶¶48-49; Pet. Reply (Paper 18) at 11-12.
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Grounds 1-2: Schaffer Anticipates the Claims or 
Renders Them Obvious
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Summary of PO’s Arguments

“Filament” limited to a “thin, flexible length of material”

Schaffer’s actuating members are “rigid” 

Schaffer’s actuating members do not “circumferentially constrict” the seal 

module

Schaffer’s actuating members do not form a “loop” – Claim 3 only
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Petitioner’s Construction of “Filament”

Thornton Decl.

—Ex. 1003 (Thornton Decl.) ¶47; Petition (Paper 1) at 13-14.
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“Filament” Not Limited to Thin, Flexible Materials

’011 Patent

—Ex. 1001 (‘011 Pat.), 9:4-20; Ex. 1003 (Thornton Decl.) ¶¶47-

50; Petition (Paper 1) at 13-14.



44DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Has Filed Other Claims Requiring a “Flexible” Filament

PO’s ’384 Patent

—Ex. 1018 (’384 patent), claim 1; Ex. 1014 (Thornton Supp.  

Decl.) ¶11.



45DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“Thin” and “Flexible” Inject Ambiguity

—Ex. 1014 (Thornton Supp. Decl.) ¶9; Institution Decision 

(Paper 7) at 15.

Thornton Supp. Decl.
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PO Does Not Identify Objective Boundaries for “Flexible”

—Ex. 1015 (Zalesky Dep. Tr.) at 101:22-103:10; Pet. Reply 

(Paper 18) at 17-18.

Zalesky Dep. Tr. (PO’s Expert)



47DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Expert Admits His Definition Depends on Trial and Error

Zalesky Dep. Tr. (PO’s Expert)

—Ex. 1015 (Zalesky Dep. Tr.) at 103:14-20; Pet. Reply (Paper 

18) at 17-18.
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Schaffer’s Actuating Members Are Thin and Flexible

Thornton Supp. Decl.

—Ex. 1014 (Thornton Supp. Decl.) ¶21; see also id. ¶¶17-20; 

Pet. Reply (Paper 18) at 19-21.



49DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Made From Machining Does Not Mean “Rigid”

Thornton Supp. Decl.

—Ex. 1014 (Thornton Supp. Decl.) ¶23; Pet. Reply (Paper 18) at 

24-25.
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Schaffer’s Actuating Members Circumferentially Constrict

—Ex. 1001 (’011 Pat.), claim 1; Petition (Paper 1) at 28-32.



51DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The “Filament” Can Include Multiple Sub-Filaments

—Ex. 1001 (’011 Pat.), 13:6-28, Fig. 8; Petition (Paper 1) at 

28-32.
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The ’011 Patent Says Bights Encircle and Constrict

’011 Patent

—Ex. 1001 (’011 Pat.), 14:6-17, Fig. 8; Petition (Paper 1) at 

28-32.
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PO’s Expert Admitted Bights “Circumferentially Constrict”

Zalesky Dep. Tr. (PO’s Expert)

—Ex. 1015 (Zalesky Dep. Tr.) at 100:11-22; Pet. Reply 

(Paper 18) at 25.
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Schaffer’s Actuating Members “Circumferentially Constrict”

Schaffer

—Ex. 1005 (Schaffer), [0076], Fig. 31; Petition (Paper 1) at 28-

32.
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Schaffer Forms a “Loop”

—Ex. 1003 (Thornton Decl.), ¶107; Petition (Paper 1) at 51-

52.



56DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Motion to Exclude Based on POSITA Definition Should 
Be Denied

PO’s definition of a POSITA not supported

Mr. Thornton’s POSITA definition goes to the weight of his testimony

PO fails to show the differences in the parties’ POSITA definitions are material



57DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Mr. Thornton’s POSITA Definition Based on Real-World 
Experience

—Ex. 1003 (Thornton Decl.) ¶¶35-36; Ex. 2007 (Thornton 

Dep. Tr.) at 180:1-25; Opp. Mot. to Exclude (Paper 29) at 3-7.
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PO Does Not Identify Basis For POSITA Definition

—Ex. 2008 (Zalesky Supp. Decl.) ¶¶68-69; Opp. Mot. to 

Exclude (Paper 29) at 3-7.

Zalesky Supp. Decl. (PO’s Expert)



59DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Expert Is Inconsistent

—Ex. 1015 (Zalesky Dep. Tr.) at 72:21-73:2, 74:18-75:1; Opp. 

Mot. to Exclude (Paper 29) at 3-7.

Zalesky Dep. Tr. (PO’s Expert)
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PO’s Motion to Exclude Ex. 1008 Should Be Denied

No dispute Ex. 1008 authentic and available before priority date

Ex. 1008 is not “extrinsic evidence”

Permissible to consider prosecution history to interpret prior art reference

Permissible to consider “extrinsic evidence” to interpret prior art reference

—Opp. Mot. to Exclude (Paper 29) at 10-14.
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