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The Challenged ’492 Patent

Demonstrative Exhibit – Not Evidence   2

’492 Patent

’492 Patent, 1:41-2:19

. . .

See Pet., 6-8



Claims Directed to “Passive Electronic Component” (1, 16) 
or “Optoelectronic Assembly” (10)

See Pet., 6-8; Reply, 4 Demonstrative Exhibit – Not Evidence   3

’492 Patent, cls. 1, 16

’492 Patent, Fig. 7 ’492 Patent, Fig. 16

’492 Patent, cl. 10



Instituted Grounds of Unpatentability

Institution Decision, 6, 21 Demonstrative Exhibit – Not Evidence   4

* Independent claims underlined.



Primary Disputes

 Ground I

⚫ “Applying an electrically conductive electrode layer in a structured fashion” 
     (1[e], 10[f], 10[i], 16[e])

⚫ “Applying an electrically conductive electrode layer . . . above the first contact region” 
     (1[e], 10[f], 16[e])

⚫ Whether the combination results in a working capacitor

 Ground II

⚫ Whether the Board should adopt Pictiva’s narrowing constructions:

 “First electrically conductive layer on a substrate” / “second electrically conductive layer on the first electrically 
conductive layer” (1[a]-[b], 16[a]-[b])

 “A first trench in the first and second electrically conductive layers” (1[c], 16[c])

 “Forming a first trench” (1[c])

 Ground III

⚫ Whether a POSITA would have been motivated to implement Egitto’s resistor shape in Hanamura

See generally POR Demonstrative Exhibit – Not Evidence   5



Ground I – Ingle in View of Hasei

Demonstrative Exhibit – Not Evidence   6

Claims 1, 2, 8–11, and 16 



Ingle Shares the Same Named Inventor as the ’492 Patent

See Pet., 9-12 Demonstrative Exhibit – Not Evidence   7

’492 Patent Ingle



The ’492 Patent Uses Substantially the Same Base Structure 
as Ingle

See Pet., 9-12; POR, 9. Demonstrative Exhibit – Not Evidence   8

’492 Patent, Fig. 15 (annotated) Ingle, Fig. 1I (annotated)

The ’492 Patent’s Base Structure Ingle’s Base Structure



Ingle Teaches Use of a Structured Process to Avoid the 
Downsides of Photolithography

See Pet., 9-10, 24, 37; Reply, 13 Demonstrative Exhibit – Not Evidence   9

Ingle, 18:7-14

Ingle, 6:9-16

Ingle, 7:20-27



Ingle Teaches That a Capacitor and/or an OLED Can Be 
Built on Its Base Structure

See Pet., 9-12 Demonstrative Exhibit – Not Evidence   10

Ingle

Ingle, 21:34-36

Ingle, 6:3-7



Hasei Discloses Building an OLED

Demonstrative Exhibit – Not Evidence   11

Hasei
Hasei, Fig. 3

Hasei, [0039]

See Pet., 12-14; Reply, 17



Hasei Discloses Building an OLED Using a Structured Process

Demonstrative Exhibit – Not Evidence   12

Hasei, Fig. 3

Hasei, [0037]

Hasei, [0005]

See Pet., 12-14



Hasei Teaches Use of a Structured Process to Avoid the 
Downsides of Photolithography

See Pet., 12-14 Demonstrative Exhibit – Not Evidence   13

Hasei, [0003]-[0004]
Hasei, [0005]



POSITAs Understood That Building an AMOLED Entails 
Building a Capacitor Next to the OLED

See Pet., 21-26; Reply, 16-17 Demonstrative Exhibit – Not Evidence   14

Ex.1033 (Pattison Tr.), 29:5-13, 86:10-16

. . .

Ex.2006 (Kattamis Tr.), 89:20-25

Pet., 22



Using Hasei’s Process for Building an AMOLED 
on Ingle’s Base Structure

See Pet., 12-14, 18-25; Reply, 16 Demonstrative Exhibit – Not Evidence   15

Reply, 16 
(certain highlighting omitted)



A POSITA Would Have Been Motivated to Form the Capacitor 
on Ingle’s Base Structure

See Pet., 36-37; Reply, 20-21 Demonstrative Exhibit – Not Evidence   16

Ex.1003 (Kattamis Decl.), ¶ 162; see also id., ¶¶ 120-25

Reply, 16 
(certain highlighting omitted)



Using Hasei’s Method to Form Both the OLED’s and Capacitor’s 
Cathode Would Have Been Obvious

See Pet., 25-26; Reply, 20-21 Demonstrative Exhibit – Not Evidence   17

Ex.1003 (Kattamis Decl.), ¶¶ 168-69

Ex.1003 (Kattamis Decl.), ¶ 170



Ground 1 – Issues in Dispute

See generally POR, 9-12, 28-51

 Pictiva acknowledges that Ingle discloses limitations 1[a]-[d], 10[b]-
[e], [g], and 16[a]-[d]. See POR, 9.

 It is undisputed that Ingle in view of Hasei renders obvious limitation 
10[h] and the additional limitations of dependent claims 2 and 8-11.

 Pictiva only disputes that Ingle and Hasei fail to render obvious:

⚫ “applying an electrically conductive electrode layer in a structured fashion”;

⚫ “applying an electrically conductive layer . . . above the first contact region; 
and”

⚫ a working capacitor.

Demonstrative Exhibit – Not Evidence   18



Ground I – “Applying an Electrically Conductive 
Electrode Layer in a Structured Fashion”

Claims 1[e], 10[f], 10[i], and 16[e]

Demonstrative Exhibit – Not Evidence   19



Ingle Teaches Structuring Its Electrode Regions via Printing

See Pet., 9-12; Reply, 13

Ingle
Ingle, 6:9-23

Demonstrative Exhibit – Not Evidence   20



Hasei Teaches That Its Cathode (Negative Electrode 50)
May Be Structured

See Pet., 12-14; Reply, 13-14 Demonstrative Exhibit – Not Evidence   21

Hasei, [0037]

Hasei, [0005]

Hasei



Hasei’s Figure 3 Embodiment Can Be Structured

See Pet., 12-14; Reply, 13-17 Demonstrative Exhibit – Not Evidence   22

Hasei, [0005]

Hasei, [0037]

Hasei, Fig. 3



Hasei’s Figure 3 Embodiment Can Be Structured

See Pet., 12-14; Reply, 13-17 Demonstrative Exhibit – Not Evidence   23

Arlington Indus., Inc. v. Bridgeport Fittings, Inc., 632 F.3d 1246, 1254 (Fed. Cir. 2011)

[D]rawings in a patent need not illustrate the 
full scope of the invention.



Hasei’s Figure 3 Embodiment Can Be Structured

See Reply, 14-15 Demonstrative Exhibit – Not Evidence   24

Hasei, Fig. 3

Ex.2001 (Pattison Decl.,) ¶ 76
Ex.2006 (Kattamis Tr.), 74:17-75:1

Ex.1033 (Pattison Tr.), 72:15-73:5



In Fact, Applying Electrode 50 in a Non-Structured Fashion 
Would Require Subsequent Etching

See Reply, 16 Demonstrative Exhibit – Not Evidence   25

Reply, 16

Reply, 16
Required Etching

Ex.1030 (Kattamis Reply Decl.), ¶ 19 



Moreover, A POSITA Would Avoid Subsequent Etching, as It 
Would Damage the OLED’s Organic Material

See Reply, 16 Demonstrative Exhibit – Not Evidence   26

Ingle, 18:7-10

Ex. 1030 (Kattamis Reply Decl.), ¶ 19

Reply, 16

Reply, 16
Required Etching



Ground I – “Applying an Electrically Conductive 
Electrode Layer . . . Above the First Contact Region”

Claims 1[e], 10[f], 16[e]

Demonstrative Exhibit – Not Evidence   27



Forming a Capacitor on Ingle’s Structure Results in “an 
Electrically Conductive Layer . . . Above the First Contact Region”

See Pet., 38; Reply, 17 Demonstrative Exhibit – Not Evidence   28

Reply, 17

Pet., 38



Adjusting the Dielectric and Electrically Conductive Layer to 
Fine Tune Capacitance Was Well Within a POSITA’s Skill

See Reply, 19 Demonstrative Exhibit – Not Evidence   29

Ex.1003 (Kattamis Decl.), ¶ 167

Ex.1033 (Pattison Tr.), 61:3-22

. . .

Ex.1033 (Pattison Tr.), 62:1-17



Pictiva’s Expert Concedes That Its “Broken Red Line” 
Demonstrates Overlap

See Reply, 18-19 Demonstrative Exhibit – Not Evidence   30

POR, 42-43

Ex.1033 (Pattison Tr.), 80:19-22



Pictiva Improperly Assumes the ’492 Patent’s and Ingle’s 
Figures Are To Scale

Reply, 19-20 Demonstrative Exhibit – Not Evidence   31

Nystrom v. TREX Co., Inc., 424 F.3d 1136, 1149 
(Fed. Cir. 2005)

The district court erred in not applying the 
principles set forth in our prior precedents that 
arguments based on drawings not explicitly 
made to scale in issued patents are unavailing.

POR, 43-44



The Figures in the ’492 Patent and Ingle Are Explicitly Not 
Drawn to Scale

Reply, 19-20 Demonstrative Exhibit – Not Evidence   32
Ex. 1033 (Pattison Tr.), 74:4-75:11 (discussing the ’492 Patent)

. . .

’492 Patent, 7:11-14

Ingle, 18:21-22



Pictiva Disregards Explanation That Forming an Electrode 
Above Ingle’s Left-Side Dielectric Would Have Been Obvious

See Reply, 20-21; Pet., 36 Demonstrative Exhibit – Not Evidence   33

POR, 46

Pet., 36



The Petition Explained in Detail Why a POSITA Would Have 
Been Motivated to Use Hasei’s Teachings to Form an OLED

See Pet., 18-26; Reply, 20-21 Demonstrative Exhibit – Not Evidence   34

Pet., 18-26

. . .



The Petition Explained in Detail How a POSITA Would Have 
Formed the Capacitor on Ingle’s Base Structure

See Pet., 36; Reply, 20-21 Demonstrative Exhibit – Not Evidence   35

Pet., 36



The Petition Explained Why Using Hasei’s Method to Form Both the 
OLED’s and Capacitor’s Cathode Would Have Been Obvious

See Pet., 25-26, 36-37; Reply, 20-21 Demonstrative Exhibit – Not Evidence   36

Pet., 36-37
Pet., 25-26



Ground I – Ingle, as Modified by Hasei, Results in 
a Working Capacitor

Claims 1-2, 8-11, and 16

Demonstrative Exhibit – Not Evidence   37



Pictiva Disregards That There Is Overlap, and That the Degree of 
Overlap May Be Adjusted to Fine Tune the Capacitor’s Capacitance

See Reply, 21-22; Pet., 38 Demonstrative Exhibit – Not Evidence   38

Reply, 21

Pet., 38



Dr. Kattamis Explained That Adjusting Capacitance 
Would Have Been Obvious

See Pet., 37-38; Reply, 19-23 Demonstrative Exhibit – Not Evidence   39

Ex.1003 (Kattamis Decl.), ¶ 167



Changing the Dielectric’s Size and Shape to Avoid Short-
Circuits Would Have Been Obvious

See Pet., 37-38; Reply, 21-23 Demonstrative Exhibit – Not Evidence   40

Ex.1003 (Kattamis Decl.), ¶ 167

Ex.2006 (Kattamis Tr.), 100:9-17



A POSITA Would Not Expect Ingle’s Dielectric to Be “steeply 
curved” in a Real-World Implementation

See Reply, 23 Demonstrative Exhibit – Not Evidence   41

Ex.1030 (Kattamis Reply Decl.), ¶ 21



The Process for Forming the Dielectric Could be Readily 
Adjusted to Change How Rounded, if at All

See Reply, 23 Demonstrative Exhibit – Not Evidence   42

Ex.1030 (Kattamis Reply Decl.), ¶ 21



The ’492 Patent Has Similar Rounding

See Reply, 23 Demonstrative Exhibit – Not Evidence   43

Ex.1033 (Pattison Tr.), 74:14
Ex.1033 (Pattison Tr.), 75:12-76:5

. . .

’492 Patent, Fig. 7



Pictiva’s Attempts to Distort Dr. Kattamis’ Testimony

See Sur-Reply, 1, 14, 17 Demonstrative Exhibit – Not Evidence   44

Sur-Reply, 1; see also id., 14, 17

Ex.2006 (Kattamis Tr.), 43:25-44:4



Pictiva’s Attempts to Distort Dr. Kattamis’ Testimony

See Sur-Reply, 1, 14, 17 Demonstrative Exhibit – Not Evidence   45

. . .

Ex.2006 (Kattamis Tr.), 68:18-69:20

. . .

Sur-Reply, 1; see also id., 14, 17



Ground II - Hanamura

Claims 1, 2, 8, and 16

Demonstrative Exhibit – Not Evidence   46



See Reply, 23-24 Demonstrative Exhibit – Not Evidence   47

Hanamura

Hanamura

Undisputedly renders obvious 1[pre]-
[a], 1[d]-[e], 16[pre]-[a], 16[d]-[e], and 
the additional limitations of dependent 
claims 2 and 8.

Pictiva argues only that Hanamura 
does not render obvious 1[b]-[c] and 
16[b]-[c], depending primarily on the 
adoption of its constructions.



See Reply, 23-24 Demonstrative Exhibit – Not Evidence   48

Pictiva’s Argument That Hanamura “differs dramatically [in size] from 
the integral capacitors . . . contemplated by the ’492 patent” Fails

’492 Patent, cls. 1, 2, 8, 16



See Reply, 23-24 Demonstrative Exhibit – Not Evidence   49

Like the ’492 Patent, Hanamura Is Directed to Building a 
Passive Electronic Component

’492 Patent, 1:41-46, 2:20-24

Hanamura, 1:6-112

. . .



See Reply, 23-24 Demonstrative Exhibit – Not Evidence   50

Like the ’492 Patent, Hanamura Deposits Layers 
in a Structured Fashion

’492 Patent, 1:66-2:19

Hanamura, Figs. 2-6



Ground II – Pictiva’s Proposed Claim 
Constructions

Demonstrative Exhibit – Not Evidence   51



Disputed Constructions

See generally POR, 15-28; Reply, 1-10 Demonstrative Exhibit – Not Evidence   52

Ex.2007 (District Court Markman Order)

 “First Electrically Conductive Layer on 
a Substrate” / “Second Electrically 
Conductive Layer on the First 
Electrically Conductive Layer”

 “First Trench in the First and Second 
Electrically Conductive Layers”

 “Forming a First Trench”



Pictiva Does Not Assert That the ’492 Patent Engages in 
Lexicography

See generally POR, 15-28; Reply, 1-10 Demonstrative Exhibit – Not Evidence   53

Ex.1033 (Pattison Tr.), 57:5-58:2

 “First Electrically Conductive Layer on 
a Substrate” / “Second Electrically 
Conductive Layer on the First 
Electrically Conductive Layer”

 “First Trench in the First and Second 
Electrically Conductive Layers”

 “Forming a First Trench”



Ground II – “First” and “Second 
Electrically Conductive Layers”

Claims 1, 10, and 16

Demonstrative Exhibit – Not Evidence   54



See Pet., 9; Reply, 1-5

 No specialized construction is necessary.

Demonstrative Exhibit – Not Evidence   55

’492 Patent ’492 Patent, cls. 1, 10, 16

The Claimed “First” and 
“Second Electrically Conductive Layers”



See Reply, 1-2

 Pictiva seeks to significantly narrow its own construction to exclude 
(1) materials not formed on the substrate/first electrically conductive 
layer, and (2) portions of a layer that are non-conductive.

Demonstrative Exhibit – Not Evidence   56

POR, 16

The Claimed “First” and 
“Second Electrically Conductive Layers”



A “Layer” Is Not Defined by What It Is “On”

See Reply, 2 Demonstrative Exhibit – Not Evidence   57

Ex.1033 (Pattison Tr.), 96:8-97:18

’492 Patent, cls. 1, 10, 16



Pictiva Arbitrarily Divides Single Layers 
Based on Underlying Materials

See Reply, 2-3 Demonstrative Exhibit – Not Evidence   58

POR, 16

Reply, 3



See Reply, 2-3 Demonstrative Exhibit – Not Evidence   59

POR, 16

Ex.1033 (Pattison Tr.), 100:10-15

Pictiva Arbitrarily Divides Single Layers 
Based on Underlying Materials



Precedent Holds That Claims Should Not Be Limited to 
Disclosed Embodiments

See Reply, 3-4 Demonstrative Exhibit – Not Evidence   60

Liebel-Flarsheim Co., v. Medrad, Inc., 358 F.3d 898, 906 (Fed. Cir. 2004)

Even when the specification describes only a single embodiment, the 
claims of the patent will not be read restrictively unless the patentee has 
demonstrated a clear intention to limit the claim scope using “words or 
expressions of manifest exclusion or restriction.”

Hisense USA Corp. v. Brightplus Ventures LLC, IPR2023-01410, Paper 7 at 11-12 (Apr. 2, 2024)

Figure 5 A … shows an embodiment where there does not appear to be 
any air gap between layers. Nowhere does the written description, 
however, limit the meaning of ‘on’ to that embodiment.



“It Goes Without Saying That 
Other Embodiments Can Be Used”

See Reply, 3-4 Demonstrative Exhibit – Not Evidence   61

. . .

. . .

’492 Patent, 8:8-11, 11:5-8, 20:16-25



Pictiva’s Hypothetical OLED/Capacitor Argument Is Irrelevant

See Reply, 4 Demonstrative Exhibit – Not Evidence   62

’492 Patent, cls. 1, 16

POR, 19-20 Ex.1030 (Kattamis Reply Decl.), ¶ 13



Pictiva’s Overly Narrow Construction Is Contrary to 
Established Federal Circuit Law

See Reply, 4-5 Demonstrative Exhibit – Not Evidence   63

Sandisk Corp. v. Memorex Prods., Inc., 415 F.3d 1278, 1284 (Fed. Cir. 2005) (citation omitted)

As a patent law term of art, “includes” means “comprising.” Neither 
includes, nor comprising, forecloses additional elements that need 
not satisfy the stated claim limitations.

’492 Patent, 2:36-41



Hanamura Renders Obvious a 
“Second Electrically Conductive Layer” (Limitations 1[b], 16[b])

See Reply, 24-26 Demonstrative Exhibit – Not Evidence   64

Reply, 25 POR, 53-54

Institution Decision, 19



That Hanamura Calls Layers 11-13 and 20 “electrodes” Does Not 
Mean They Are Not the Claimed Layers

See Reply, 25-26 Demonstrative Exhibit – Not Evidence   65

Reply, 25

Phillips v. AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005)

[I]nventor’s lexicography governs.

Ex.1033 (Pattison Decl.), ¶ 37 



Ground II – “First Trench in the First and 
Second Electrically Conductive Layers” 

Claims 1 and 16

Demonstrative Exhibit – Not Evidence   66



“First Trench in the First and Second 
Electrically Conductive Layers”

See Pet., 9; Reply, 5-7

 No specialized construction is necessary.

Demonstrative Exhibit – Not Evidence   67

’492 Patent
’492 Patent, cls. 1, 16



See Reply, 5

 Pictiva’s construction relies on an overly narrow construction of “in” 
requiring the trench to be adjacent to the edges of the electrically 
conductive layers.

Demonstrative Exhibit – Not Evidence   68

POR, 21

“First Trench in the First and Second 
Electrically Conductive Layers”



“In” Is a Nontechnical Term With a Commonly Understood 
Meaning (the Red Circle Is “in” the Blue Square)

See Reply, 5-6 Demonstrative Exhibit – Not Evidence   69

Ex.1031 (Webster’s 11th ed. 2007), 627; see also 
Ex.1032 (Webster’s 11th ed. 2012), 627 (same)



“In” Was Not Redefined or Disavowed

See Reply, 5-6 Demonstrative Exhibit – Not Evidence   70

Thorner v. Sony Comput. Entm’t Am. LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012)(citation omitted)

The words of a claim are generally given their ordinary and customary 
meaning…. There are only two exceptions to this general rule: 1) when a 
patentee sets out a definition … or 2) when the patentee disavows the full 
scope of a claim term….

Ex.1033 (Pattison Tr.), 57:5-58:2



Pictiva Improperly Limits the Claims to Preferred Embodiments 
and Reads in Dependent Claim Limitations

See Reply, 6-7 Demonstrative Exhibit – Not Evidence   71

Williamson v. Citrix Online LLC, 792 F.3d 1339, 1346-47 
(Fed. Cir. 2015)

This court has repeatedly “cautioned against 
limiting the claimed invention to preferred 
embodiments or specific examples in the 
specification.”

RF Del., Inc. v. Pac. Keystone Techs., Inc., 326 F.3d 1255, 
1264 (Fed. Cir. 2003) (footnote omitted)

An independent claim usually covers a scope 
broader than the preferred embodiment, 
especially if the dependent claims recite the 
precise scope of the preferred embodiment.

. . .

. . .

. . .

POR, 21-22



See Reply, 27-29 Demonstrative Exhibit – Not Evidence   72

Hanamura Renders Obvious “a First Trench in the First and 
Second Electrically Conductive Layers” (Limitations 1[c], 16[c])

Reply, 27

Institution Decision, 20

Ex.1030 (Kattamis Reply Decl.), ¶ 25 



See Reply, 27-29 Demonstrative Exhibit – Not Evidence   73

Hanamura Renders Obvious “a First Trench in the First and 
Second Electrically Conductive Layers” (Limitations 1[c], 16[c])

Reply, 27

. . .

. . .

Ex.1033 (Pattison Tr.), 85:10-16, 94:16-21, 95:2-7



See Reply, 27-29 Demonstrative Exhibit – Not Evidence   74

Hanamura Renders Obvious “a First Trench in the First and 
Second Electrically Conductive Layers” (Limitations 1[c], 16[c])

Reply, 27

Ex.2005 (Pattison Suppl. Decl.), ¶ 31 



Ground II – Forming a First Trench

Claim 1

Demonstrative Exhibit – Not Evidence   75



“Forming a First Trench”

See Pet., 9; Reply, 7-11

 No specialized construction is necessary.

Demonstrative Exhibit – Not Evidence   76

’492 Patent

’492 Patent, cl. 1



See Reply, 7

 Pictiva seeks to significantly narrow its own construction by requiring 
removal.

Demonstrative Exhibit – Not Evidence   77

“Forming a First Trench”

POR, 24

. . .



The Claim Does Not Use “Removing”; 
It Merely Requires “Forming” the “First Trench”

See Reply, 7-8 Demonstrative Exhibit – Not Evidence   78

’492 Patent, cl. 1
Ex.1031 (Webster’s 11th ed. 2007), 492; see also 
Ex.1032 (Webster’s 11th ed. 2012), 492 (same)



Claim 1 Does Not Require a Particular Order

See Reply, 5 Demonstrative Exhibit – Not Evidence   79

Baldwin Graphic Sys., Inc. v. Siebert, Inc., 561 F.3d 1351, 1357 (Fed. Cir. 2009)
(emphasis added)

[A]lthough a method claim necessarily recites the steps of the 
method in a particular order, as a general rule the claim is not 
limited to performance of the steps in the order recited, unless 
the claim explicitly or implicitly requires a specific order.



Claim 1 Does Not Explicitly Require a Specific Order (left), Despite the 
Applicant Knowing How to Draft Claims Containing Explicit Language (right)

See Reply, 8 Demonstrative Exhibit – Not Evidence   80

’492 Patent, cls. 3, 9, 11, 12

’492 Patent, cl. 1



Claim 1 Does Not Implicitly Require a Particular Order

See Reply, 5 Demonstrative Exhibit – Not Evidence   81

Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1369-70 (Fed. Cir. 2003)
(citations omitted)

[I]f the steps of a method claim . . . do not otherwise recite an order. . . . 
[W]e look to the claim language to determine if, as a matter of logic or 
grammar, they must be performed in the order written. . . . If not, we next 
look to the rest of the specification to determine whether it “directly or 
implicitly requires such a narrow construction.”



Claim 1 Does Not Logically Require a Specific Order 

See Reply, 9 Demonstrative Exhibit – Not Evidence   82

’492 Patent, cl. 1

Hanamura, Fig. 4



Claim 1 Does Not Grammatically Require a Specific Order 

See Reply, 8-9 Demonstrative Exhibit – Not Evidence   83

’492 Patent, cls. 3, 9, 11, 12

’492 Patent, cl. 1



The Claimed Invention Should Not Be Limited to Preferred 
Embodiments or Specific Examples

See Reply, 9-10 Demonstrative Exhibit – Not Evidence   84

Williamson v. Citrix Online LLC, 792 F.3d 1339, 1346-47 (Fed. Cir. 2015)

This court has repeatedly “cautioned against limiting the 
claimed invention to preferred embodiments or specific 
examples in the specification.”



The Specification Is Clear That It Is Not Limited to Its Examples

See Reply, 9-10 Demonstrative Exhibit – Not Evidence   85

. . .

’492 Patent, 8:8-11, 11:2-4, 11:24-26

. . .



See Reply, 10 Demonstrative Exhibit – Not Evidence   86

. . .

’492 Patent, 4:5-9, 11:27-46

The Specification Is Clear That It Is Not Limited to Its Examples



Case Law Holds That Dependent Claim Limitations 
Cannot Be Read Into Independent Claims

See Reply, 10 Demonstrative Exhibit – Not Evidence   87

SRI Intern v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1122 (Fed. Cir. 1985)

It is settled law that when a patent claim does not contain a 
certain limitation and another claim does, that limitation 
cannot be read into the former claim in determining either 
validity or infringement.

’492 Patent, cl. 7



Pictiva’s Caselaw Is Readily Distinguishable

See Reply, 10-11 Demonstrative Exhibit – Not Evidence   88

In re Altmann, 264 F.2d 894, 894 (C.C.P.A. 1958)

“11. The method of deinking waste paper . . .  comprising . . . then dewatering the slurry so as to 
separate the ink particles from the fibers.”

Loral Fairchild Corp. v. Sony Corp., 181 F.3d 1313, 1317-18, 1321 (Fed. Cir. 1999) (citations omitted)

The sequence of steps in the claim defines an insulated gate . . . used as a mask when the ion 
implementation barriers are established.

. . . 
During prosecution, the patent applicant limited his claim to the sequence of steps enumerated.

Mantech Env’t. Corp. v. Hudson Env’t. Servs., Inc., 152 F.3d 1368, 1375-76 (Fed. Cir. 1998)

Because the acidic conditions and the ferrous ion must be present before the hydrogen peroxide can 
undergo the Fenton-like reaction, step (d) must come after both steps (b) and (c).



Pictiva’s Caselaw Is Readily Distinguishable

Demonstrative Exhibit – Not Evidence   89

Mformation Techs., Inc. v. Rsch. in Motion Ltd., 764 F.3d 1392, 1400 (Fed. Cir. 2014)

[T]he separate sub-step for establishing a connection would become “superfluous” if we concluded 
that a connection did not have to be established (completed) before transmission. That is because, 
under such construction of the claim, establishing a connection is necessarily encompassed in 
transmitting a command.

Function Media, L.L.C. v. Google, Inc., 708 F.3d 1310, 1320 (Fed. Cir. 2013)

The claim clearly states that the “processing” is done to the “electronic advertisement,” not the 
inputted information. It follows that the creation of the ad must happen before the processing begins.

Medtronic, Inc. v. Teleflex Life Scis. Ltd., 2024 WL 1208642, at *3 (Fed. Cir. Mar. 21, 2024)

[T]he antecedent basis for the substantially rigid portion in the inserting and advancing the ICD step 
(step 1.f) is the substantially rigid portion in the inserting a substantially rigid portion and advancing 
the flexible tip portion steps (steps 1.d and 1.e). Thus, the logic of claim 1 demonstrates that the 
inserting and advancing the ICD step follows the advancing the flexible tip portion step.

See Sur-Reply, 9-10



Ground III – Hanamura in View of Egitto

Claims 3, 5, and 6

Demonstrative Exhibit – Not Evidence   90



Modifying Hanamura to Include Egitto’s Resistor 
Would Have Been Obvious

See generally POR, 62-66

 Pictiva does not dispute that:

⚫ including a resistor in Hanamura 
would have been obvious;

⚫ Egitto discloses materially the 
same resistor design claimed in 
the ’492 patent; or

⚫ Egitto’s resistor in Hanamura 
would function.

Demonstrative Exhibit – Not Evidence   91

Reply, 31

 Pictiva’s only argument is that “neither the Petition nor Dr. Kattamis’ declaration 
provide any specific motivation to combine the teachings of Hanamura with the 
specific ‘representative pattern[]’ described in Egitto.” POR, 64.



Pictiva Does Not Dispute that Hanamura in View of Egitto 
Renders Obvious the Additional Limitations of Claim 6

See generally POR, 62-66 Demonstrative Exhibit – Not Evidence   92

’492 Patent ’492 Patent, cls. 3, 5, 6



See Pet., 60-66 Demonstrative Exhibit – Not Evidence   93

Modifying Hanamura to Include Egitto’s Resistor 
Would Have Been Obvious

Pet., 60-61
Hanamura, Fig. 8



See Pet., 60-66 Demonstrative Exhibit – Not Evidence   94

Pet., 64-65

. . .

Egitto, Fig. 8

Modifying Hanamura to Include Egitto’s Resistor 
Would Have Been Obvious



See Pet., 60-66 Demonstrative Exhibit – Not Evidence   95

Reply, 31

Ex.1003 (Kattamis Decl.), ¶269 

Modifying Hanamura to Include Egitto’s Resistor 
Would Have Been Obvious



Pictiva’s Claim of Nonobviousness Is Belied by Its
Actions in the Related Litigation

See Reply, 32 Demonstrative Exhibit – Not Evidence   96

Ex. 2007 (District Court Markman Order)

Ex.2007 (District Court Markman Order), 43



Back-up Slides

Demonstrative Exhibit – Not Evidence   97



Pictiva Incorrectly Asserts Ingle’s “a conventional process” Is 
Limited to “lithography”

See Reply, 12 Demonstrative Exhibit – Not Evidence   98

Ingle

Ingle, 16:19-25

Ingle, 21:33-35



Hasei’s Teachings Were Conventional by Ingle’s Time, 
Let Alone by the ’492 Patent’s Priority Date

See Reply, 12, 14 Demonstrative Exhibit – Not Evidence   99

2003 2004 2005 2007 20082006 2009 2010 2011 2012

Hasei Ingle ’492 Patent

Ingle, 6:9-23



Pictiva’s Attempts to Distort Dr. Kattamis’ Testimony

See Reply, 14 Demonstrative Exhibit – Not Evidence   100

POR, 40; see also id, 3

Ex. 2006 (Kattamis Tr.), 85:2-86:2 (objections omitted)



The Federal Circuit Has Held 
Concurrent Performance Is Allowable

See Reply, 10-11 Demonstrative Exhibit – Not Evidence   101

Moba, B.V. v. Diamond Automation, Inc., 325 F.3d 1306, 1314 (Fed. Cir. 2003)

Nowhere does the plain language of claim 24 
require separate and consecutive performance of 
the various guiding steps.
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