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Combining Embodiments Requires Motivation

PROTECTIVE ORDER MATERIAL - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

“all of the limitations are found in two separate embodiments pictured side by side in the patent, not in
one embodiment … We agree with Cordis that one of ordinary skill in the art would have been motivated to 
combine the embodiment in figure 3B of Wolff with the embodiment in figure 4 of Wolff to arrive at a metal
stent with two coating layers.”

Bos. Sci. Scimed, Inc. v. Cordis Corp., 554 F.3d 982, 991 (Fed. Cir. 2009)

The court’s analysis in Boston Scientific indicates that adjacent placement alone is not sufficient. Accordingly, the
fact that Yano describes the fifth embodiment shown in Figure 5 immediately after discussing the fourth embodiment
shown in Figure 4 is not by itself sufficient to show a reason or motivation to combine the features of those embodiments
in the manner set forth by Petitioner. … In particular, we are not persuaded that Petitioner’s reliance on Boston Scientific
overcomes its lack of explanation as to why a POSITA would have combined the different embodiments depicted in
Figure 4 and Figure 5. It is not sufficient to demonstrate that each of the components in a challenged claim is known in 
the prior art; Petitioner must also explain why a POSITA would have combined the elements disclosed in the separate 
embodiments described in Yano. Intel Corp. v. Tela Innovations, Inc., IPR2019-01520, Paper 64 at 23-26 (Mar. 9, 2021)

Petitioner further argues that: Given the interchangeable nature taught for various features of Wang’s embodiments,
it would have been a routine and obvious matter for a POSA to combine aspects from Wang’s various embodiments. …We
determine that these reasons are inadequate and too generic to satisfy Petitioner’s burden as they lack a clear explanation
of what and how “aspects from Wang’s various embodiments” are proposed to be combined along with reasoning specific
to that proposal. …It is not enough for Petitioner to allege that all of the elements of the challenged claims can be found
somewhere in the various embodiments of Wang. Tesla, Inc. v. Graphite Charging Co., IPR2024-00388, Paper 49 at 34-40 (Aug. 19, 2025)
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