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U.S. Patent No. 9,774,916 (“the ’916 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 7-8



fr.com  |  3

U.S. Patent No. 9,774,916 (“the ’916 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 3-5 (EX1003, ¶¶28-32)

Col. 1: Cols. 13-14 (FIG. 19)

EX1001, 1:22-40.

EX1001, 13:53-56

EX1001, 14:17-22

EX1011 (“Kuo” publication)
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U.S. Patent No. 9,774,916 (“the ’916 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., v-vi, 25 (footnote 5); Reply, 21-23

Independent Claim 1:
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The Petition

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner elected to never 

cross-examine Mr. Kardashov.

Pet., 1-2
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Issues Not Disputed by Patent Owner

Patent Owner never disputed:

1. The cited references of 

Grounds 1A-2B disclose 

each and every element of 

the Challenged Claims;

2. There are multiple 

“motivations” to combine 

the cited references; and

3. The evidence establishes 

that a POSITA would have 

had a reasonable 

expectation of success for 

each obviousness 

combination.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 1, 19-20; Paper 7, 9 (“may be deemed waived”) 
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Issues Disputed by Patent Owner

1. Lorex Manual and Lorex 

Video are prior art (i.e., 

whether the §102(b)(1)(A) 

exception applies);

2. For Grounds 1A-1B only, 

Kim941 “teaches away” 

from Element 1[h].

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 2-6, 19-20; POR, 8, 9, 18

Patent Owner only disputed whether:
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Issue 1:

Lorex Manual And Lorex Video Are Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 8, 18; Reply, 2-3

Patent Owner’s Response

35 U.S.C. §102(b)(1)(A) Exception:

(b)Exceptions.—

(1) … A disclosure made 1 year or less before the effective filing date of a claimed 

invention shall not be prior art to the claimed invention under subsection (a)(1) if—

(A) the disclosure was made by the inventor or joint inventor or by another who 

obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3; EX1021, ¶4

Patent Owner’s “102(b) exception” 

arguments rely upon Mr. Kao’s declaration 

(EX2005), which:

1. was prepared for the earlier IPR2024-00509;

2. never mentions the ’916 patent at all; 

3. never contemplates the Lorex Manual and 

Lorex Video cited in this proceeding.
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3; EX1021, ¶4

Patent Owner’s “102(b) exception” 

arguments rely upon Mr. Kao’s declaration 

(EX2005), which:

1. was prepared for the earlier IPR2024-00509;

2. never mentions the ’916 patent at all; 

3. never contemplates the Lorex Manual and 

Lorex Video cited in this proceeding.

Mr. Kardashov (EX1021):

Patent Owner elected to never 

cross-examine Mr. Kardashov.
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 15; Paper 13, 1

We have been here before (earlier IPR2024-00509):

EX1029, 22:11-19
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3-13

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 5-8; Pet. 11-12

The “subject matter” shortcoming

Reply, 4-5.

Pet., 11-12; see also Pet. 

44-45 (similar reliance on 

Kuo for “P2P” connection 

architecture).
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 5 and 13; Pet. 44-45

The “subject matter” shortcoming

Pet., 44-45.

“P2P” subject matter was published before 

the Oct. 2012 Agreement:

EX1001, 14:17-22

EX1011 (“Kuo” publication)
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 11, 14-15

The “subject matter” shortcoming

Mr. Kao (Patent Owner’s witness):

Mr. Kardashov (2nd declaration, EX1021):

Patent Owner elected to never 

cross-examine Mr. Kardashov 

at all.

EX2005, ¶11.



fr.com  |  17

Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 8-10

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 

Mr. Kardashov (2nd declaration, EX1021):

Patent Owner elected to never 

cross-examine Mr. Kardashov at all.
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 11-14

The temporal impossibility

Patent Owner elected to never 

cross-examine Mr. Kardashov at all.

Mr. Kardashov (2nd declaration, EX1021):
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 15-19, Pet. 20, 26, 55

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 



fr.com  |  20

Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 15-19, Pet. 20, 26, 55

The legal error: ignoring the plain text of §102(b)(1)(A) and PO’s burden  

(Reply, 9-10.)
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Lorex Manual And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

K/S Himpp v. BRAGI GmbH, IPR2023-00901, Paper 39, p. 16 (PTAB Nov. 24, 2024):

The legal error: ignoring the plain text of §102(b)(1)(A) and PO’s burden  

Reply, 15-19, Pet. 20, 26, 55
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Issue 2:

Kim941 does NOT “teach away” from Element 1[h] (for Grounds 1A-1B only)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Kim941 does NOT “teach away” from Element 1[h] 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 20-24, EX1021, ¶¶ 31-33; Pet. 28-32, EX1003, ¶¶108-113

Patent Owner’s argument is not 

dispositive for all Grounds:

Patent Owner’s argument ignores the 

claim language and testimony:

Patent Owner elected to never 

cross-examine Mr. Kardashov at all.

Patent Owner’s argument disregards 

precedent regarding “teaching away”:
“A reference that merely expresses a general 

preference for an alternative invention but does not 

criticize, discredit, or otherwise discourage 

investigation into the claimed invention does not 

teach away.”

Meiresonne v. Google, Inc., 849 F.3d 1379, 1382 (Fed. Cir. 2017)




