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Pursuant to the Board’s authorization, Petitioner Hanwha Solutions
Corporation (“HSC”) submits this Reply to Patent Owner Maxeon Solar Pte. Ltd.’s
(“Maxeon”) Preliminary Response regarding Fintiv.

I. The Fintiv Factors Favor Institution

Contrary to Maxeon’s arguments, each Fintiv factor, properly assessed and
applied, favors institution of HSC’s petition.

Factor 1 (Stay)—HSC intends to request a stay after institution, and Judge
Gilstrap often grants such requests where institution predates Markman and the IPR
is likely to simplify the issues in the district court. See, e.g., Resonant Sys., Inc. v.
Samsung Elecs. Co., 2024 WL 1021023, at *3-4 (E.D. Tex. Mar. 8, 2024) (granting
stay where case had not had a Markman hearing and “cancellation of some ... claims
could result in simplification™); Foras Techs. Ltd., v. Aptiv PLC, No. 2:23-CV-
00314-JRG, ECF No. 92 (E.D. Tex. July 25, 2024) (same). Both circumstances
apply here. The institution decision is expected by February 28, 2025, four months
before Hanwha and Maxeon exchange terms for construction and eight months
before the Markman hearing. EX1069 at 4. Further, HSC’s petition challenges all
claims asserted in Maxeon’s infringement contentions, guaranteeing that resolution
of the IPR will simplify the issues in the district court.

Factor 2 (Trial Date)—District court trial dates that are later than the statutory

deadline for a final written decision generally resolve concerns about timing in favor
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of institution. See, e.g., Cisco Sys., Inc. v. NetSocket, Inc., IPR2023-00607, Paper
11 at 16 (P.T.A.B. Sept. 26, 2023) (FWD “one or two months” before trial favors
institution); Peloton Interactive, Inc. v. iFit, Inc., IPR2022-00029, Paper 13 at 41
(P.T.A.B. April 22, 2022) (FWD “more than six weeks” before trial). Here, the Final
Written Decision is expected by February 27, 2026, more than two months before
trial. EX1069 at 1.

Maxeon’s reliance on the trial date in its unrelated, co-pending litigation
against Canadian Solar, Inc. (“CSI”’), POPR at 61, is misplaced. HSC’s petition
includes primary and secondary references not relied on by CSI, with only one
overlapping ground, and CSI included a stipulation that it will not assert in district
court any ground it could have raised in its petition for asserted claims. Canadian
Solar, Inc. v. Maxeon Solar Pte. Ltd., IPR2024-01039, Paper 2 at 12 (P.T.A.B. June
25, 2024). Thus, if instituted, CSI’s district court trial will not address the non-
overlapping grounds presented in HSC’s petition. Maxeon’s reliance on 7CO AS v.
NCS Multistage Inc., POPR at 61, is therefore inapposite. In that case, there was no
dispute that an earlier trial in a co-pending litigation would “resolve all of the same
invalidity issues that are presented in the Petition.” PGR2020-00077, Paper 16 at
11-12 (P.T.A.B. Feb. 18, 2021). That is not the circumstance here. Where, as here,
trial in a co-pending litigation is “unlikely to address all (or a majority of) the issues

raised” in a petition, it “does not tip Fintiv factor 2 in favor of discretionary denial.”
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Intel Corp. v. Besang Inc.,IPR2023-00991, Paper 12 at 19 (P.T.A.B. Dec. 13, 2023).

Factor 3 (Investment)—HSC diligently filed its petition fewer than four
months after Maxeon filed its complaint—before receiving Maxeon’s infringement
contentions and entry of a scheduling order—and the district court has not issued
any substantive orders relating to the ’315 patent. See Apple Inc. v. Fintiv, Inc.,
IPR2020-00019, Paper 11 at 10 (P.T.A.B. March 20, 2020). As Maxeon
acknowledges, the district court case “is in its early stages,” POPR at 62, and
substantial work remains to be done on invalidity issues: the Markman hearing (Nov.
2025), fact discovery (scheduled to close Nov. 2025), expert discovery (scheduled
to close Jan. 2026), and dispositive motions (briefing through Feb. 2026) will occur
well after institution. See EX1069 at 3-4. The Board frequently institutes IPRs even
when district court proceedings are significantly more advanced. See, e.g., Sand
Revolution II, LLC v. Cont’l Intermodal Grp. — Trucking LLC, IPR2019-01393,
Paper 24 at 10-11 (P.T.A.B. June 16, 2020) (instituting after exchange of contentions
and entry of Markman order). Indeed, none of the completed or ongoing work in
district court identified by Maxeon—including early dismissal of certain parties,
HSC’s motion to transfer and venue discovery, and service of Maxeon’s
infringement contentions—relates to invalidity. POPR at 62. Maxeon’s reliance on
the CSI litigation and 7CO, POPR at 62, is again inapposite because the CSI trial

will not “involve[] the same ... arguments” as HSC’s petition. 7CO, PGR2020-
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00077, Paper 16 at 14.

Factor 4 (Overlap of Issues)—At this early stage, overlap between the claims
at issue in parallel proceedings is “not persua[sive]” because “the same claims often
are at issue” in an IPR proceeding and parallel litigation. Unified Patents, LLC v.
WSOU Invs., LLC, TPR2021-00378, Paper 14 at 14-15 (P.T.A.B. July 23, 2021).
Further, the Challenged Claims (1-12) include claims that do not overlap with those
asserted in Maxeon’s complaint and infringement contentions (9-10), EX1014 at 27;
EX1068 at 2, as well as CSI’s petition (9-12). Hanwha’s trial, CSI’s trial, and CSI’s
IPRs will not address the non-overlapping claims.

Maxeon’s reliance on HSC’s invalidity counterclaim to show alleged overlap
is premature and not informative of the identity of issues between the proceedings,
as HSC’s invalidity contentions are not due for nearly two months. Regardless, any
overlap between the grounds in HSC’s petition and its eventual invalidity
contentions favors institution because those grounds will be adjudicated by the
Board before the district court. Maxeon’s reliance on CSI’s invalidity contentions
is inapposite for the reasons explained with respect to Factors 2 and 3.

Factor 5 (Parties)—"“This factor favors denial if trial precedes the Board’s
Final Written Decision and favors institution if the opposite is true.” Huawei Tech.
Co. v. WSOU Invs., LLC, IPR2021-00225, Paper 11 at 14 (P.T.A.B. June 14, 2021).

Here, the Final Written Decision is expected by Feb. 27, 2026, and trial in the district
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court is not scheduled until May 4, 2026. EX1069 at 1. Maxeon’s Fintiv arguments
extensively rely on its litigation against CSI, but HSC is not a party to that litigation,
is not a real-party-in-interest to CSI’s IPR petition, and would not be estopped based
on a Final Written Decision in the CSI IPR under 35 U.S.C. § 315(e)(2). Thus, this
factor favors institution.

Factor 6 (Merits and Other Circumstances)—The Board need not consider
Factor 6 because, as explained above, Factors 1-5 overwhelmingly favor institution.
Commscope Techs. LLC v. Dali Wireless, Inc., IPR2022-01242, Paper 23 at 4
(P.T.A.B. Feb. 27, 2023) (precedential). But even if considered, this factor supports
institution. HSC’s petition presents compelling merits that are “highly likely” to
“prevail with respect to at least one challenged claim.” Opensky Indus., LLC v. VLSI
Tech. LLC, 1IPR2021-01064, Paper 102 at 49 (P.T.A.B. Oct. 4, 2022) (precedential).
Maxeon’s POPR is meritless because it provides only unsupported, attorney
arguments against the motivations to combine the Petition’s prior art and does not
dispute that any ground fails to disclose all challenged claim limitations. Contrary
to the POPR’s attorney arguments, there are many reasons why a POSITA would be
motivated to combine the references HSC asserts, for the reasons explained in the
Petition and supporting expert declaration, and disagreements between experts

should be resolved at trial, not at institution without benefit of cross examination.
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