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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Response at i-iii; Surreply at i-ii.

Agenda
 Background [slides 4-8]

 Challenges [slides 9-32]

 Field of the Invention [slide 33]

 Definition of a Person of Ordinary Skill in the Art (POSITA) [slides 34-36]

 Non-Analogous Art [slide 37]

 Inadequate Motivation to Combine [slide 38]

 Teachings Away [slides 39-45]

• Racz’s teaching away from flimsy filaments
• Racz’s teaching away from a straight tip
• Lee’s teaching of anchors

 No Reasonable Expectation of Success [slides 46-56, 61]
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Response at i-iii; Surreply at i-ii; Papers 47-54.

Agenda
 New Surreply Evidence (Exs. 2044 and 2045) [slides 57-59]

 Stratus’s Motion to Exclude Ex. 1063 [slide 60]

 The Prior Art is Not Enabling [slide 62]

 Problems with Young ’965 [slide 63]

 Problems with Scheibe [slide 64]

 Objective Indicia of Nonobviousness [slide 65-73]

• Long-Felt Need
• Copying
• Praise
• Commercial Success

 Petitioner’s Motion to Exclude [slide 74]

 Document Key [slide 75]
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Background – Stratus Patents

’782 Patent Figs. 1, 2D, 4, 14; Response at 5-11.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Background – Stratus Patents

’782 Patent Figs. 3D, 3F; -01209 Pet. at 2, 7-9.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Background – Stratus Patents

’782 Patent Figs. 9, 10.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Background – Stratus Patents

’782 Patent Figs. 11A-11C.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Background – Representative Claim

’782 Patent at 52:19-53.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Single Base Combination of References for ALL Challenged Claims

-01209 Pet. at 12-13, -01210 Pet. at 11-12, -01211 Pet. at 12, -01212 Pet. at 12.

-01210

-01211

-01209

-01212
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz

Racz Figs. 1-2B.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Fitz

Fitz Figs. 1-5.



12

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Lee

Lee Figs. 1 (cleaned up), 23, 49 (cleaned up); Pet. at 40; Response at 23; Reply at 17; Surreply at 7.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device

-01209 Pet. at 28, 42, 43, 58; Tucker Decl. (Ex. 1031) ¶¶ 143, 169, 170, 201.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device

-01209 Pet. at 28; Surreply at 16.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at vii.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28; Lee Fig. 23.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 25-28.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 39-41.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device – Petition

-01209 Pet. at 39-41.  
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device – Petition

-01209 Pet. at 39-41.  
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device – Petition

-01209 Pet. at 39-41.  
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 41-42; Surreply at 16; -01209 Paper 53 at 1.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 43; see also id. at 60-61, 63; -01209 Paper 53 at 2.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Pet. at 41-42.  

Racz’s Modified Device – Petition
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Tucker Decl. (Ex. 1031) ¶¶ 145, 147; -01209 Pet. at 28.  

Racz’s Modified Device – Dr. Tucker’s Declaration
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Response at 37.  

Racz’s Modified Device – Petition

(a) Requirements of Petition. — A petition filed under section 311 may be considered only if—
***

(3) the petition identifies, in writing and with particularity, each claim challenged, the grounds on 
which the challenge to each claim is based, and the evidence that supports the grounds for the 
challenge to each claim . . .

***

37 C.F.R. § 42.104

35 U.S.C. § 312

In addition to the requirements of §§ 42.6, 42.8, 42.22, and 42.24, the petition must set forth:
***

(b) Identification of challenge. Provide a statement of the precise relief requested for each claim 
challenged. The statement must identify the following:

***
(2) The specific statutory grounds under 35 U.S.C. 102 or 103 on which the challenge to the claim is 
based and the patents or printed publications relied upon for each ground;

***
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Response at 37.  

Racz’s Modified Device – Petition

It is of the utmost importance that petitioners in the IPR 
proceedings adhere to the requirement that the initial petition identify 
“with particularity” the “evidence that supports the grounds for the 
challenge to each claim.”  35 U.S.C. § 312(a)(3).  . . .  Unlike district court 
litigation — where parties have greater freedom to revise and develop 
their arguments over time and in response to newly discovered material 
— the expedited nature of IPRs bring[s] with it an obligation for 
petitioners to make their case in their petition to institute.

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 2016) 
(emphasis added). 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petition’s Vagueness and Incompleteness
• Only one partial view.
• Only one perspective.
• Is tip bent or straight? 
• No dimensions, no scale.
• No description of this device left of this 

drawing.
• Does RMD include anchors like Lee?
• Are filaments electrically connected to 

generator at proximal end?
• Are any features of Fitz included?
• Lack of clarity regarding differences between 

Tucker’s first and second examples.
• Not resolved by Tucker’s declarations or 

deposition.

 
Response at 38-42; Surreply at 1-4.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Field of the Invention

Response at 26-27; ’782 Patent at 1:28-31; Russo Decl. ¶¶ 76, 77.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Person of Ordinary Skill in the Art

The Petitioner’s Proposal

-01209 Pet. at 11, Response at 30.

Stratus’s Proposal
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Person of Ordinary Skill in the Art

Response at 30-32; Tucker Dep. Tr. at 12:16-20, 67:7-10, 68:5-8, 90:8-11, 133:13-17, 142:15-21.

Tucker’s Deficiencies Under (1)

Tucker’s Deficiencies Under (2)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Person of Ordinary Skill in the Art

Response at 44; Surreply at 22; Russo Decl. ¶¶ 158, 159; Crosby Decl. ¶¶ 228, 235.

Stratus’s Experts
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Response at 34-36; Russo Decl. ¶¶ 172-181; Crosby Decl. ¶¶ 157, 158.

Experts Say Lee is Not Analogous Art
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Inadequate Motivation to Combine

Response at 57-58; Crosby Decl. ¶¶ 161-167.

Filament-less devices with 
removable RF probes for distal 

energization

Probe-less filamented devices in which deployable 
filaments are energized at the proximal end

Racz Fitz Lee
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Teachings Away

1. Racz:  Deployment of a flexible electrode from an 
RF neurotomy cannula

2. Racz:  Straightening of RF disclosed tip

3. Lee:  Omission of anchors, where tines deployed 
simultaneously

Response at 51-57.



40

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Racz 2:26-37; Response at 51-53; Surreply at 17-18.

Racz Teaches Away from Deployable Electrodes Like RMD’s
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz Teaches Away from Deployable Electrodes Like RMD’s

Response at 51-53; Surreply at 17-18.

RMD
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz Teaches Away from a Straight Tip

Racz at cover, 9:1-10:49; Response at 53-56; Surreply at 18-19.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Characterization of Racz’s Bent-Tip Teachings

Reply at 14-15.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Experts Say Racz Teaches Away from a Straight Tip

Crosby Decl. ¶¶ 97-98; Russo Decl. ¶¶ 151-154; Response at 53-56; Surreply at 18-19.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Lee Teaches Away from Anchor Removal

Lee Figs. 4, 49; ¶¶ 102-104; Response at 56-57; Surreply at 19.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Racz’s Modified Device

-01209 Pet. at 28; Surreply at 16.

16-GAUGE NEEDLE (1.651 mm outer diameter)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

No Reasonable Expectation of Success to Make RMD

-01209 Pet. at 28; Tucker Decl. (Ex. 1031) ¶ 148.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tucker on Reasonable Expectation of Success to Make RMD

Response at 43, 46-47; Surreply at 5;
Tucker Decl. (Ex. 1031) ¶¶ 137, 140, 143, 144, 146, 147, 148, 161, 165, 167, 189, 191, 201, 228, 237; Crosby Decl. ¶¶ 199-200, 222-225.  

• Dr. Tucker’s unexplained reliance on “routine engineering,” “easily implemented,” “easily formed,” 
or “easily accommodated.”:  Ex. 1031 ¶¶ 137, 140, 143, 144, 146, 147, 148, 161, 165, 167, 189, 191, 
201, 228, and 237.  E.g.:

• Peter Crosby explained how Dr. Tucker misunderstood and misapplied the concept of “routine 
engineering.”  See Crosby Decl. ¶¶ 199-200, 222-225.

• Neither the petitioner nor Dr. Tucker responded to that.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tucker on Reasonable Expectation of Success to Make RMD

Response at 31-32, 46-47; Surreply at 5; 
Tucker Dep. Tr. 87:9–88:5; 88:20–89:9, 89:20-22; 92:15–93:8, 130:6-131:8-18; 158:20–159:13; 177:16–178:9; 179:8-14; 180:3.

• He disavowed responsibility for making RMD. 

− “I’m not a manufacturing engineer . . . . I think a person of ordinary skill in the art that’s a manufacturing guy would know how 
to do that.” Tucker Dep. Tr. (Ex. 2020) 87:15-88:1. 

− “I don’t know, Matt, I’m not an engineer.  That is a manufacturing engineer.”  Id. 131:10-11.

− “I’m not an industrial engineer.”  Id. 133:16-17.

• He never consulted with a manufacturing engineer.  Id. 88:2-5.

• A POSITA, according to his definition, need not have any manufacturing experience.  Id. 88:20–89:9.

• He did not attempt to build an example of RMD.  Id. 89:20-90:2.

• According to him, this is not a case about manufacturing patents:

− “[T]his is not a manufacturing patent.”  Id. 88:4-5.

− “[T]hese aren’t manufacturing patents.”  Id. 159:10

− “Man, Matt, come on.  This is not a manufacturing patent.”  Id. 130:6-7

− “[N]o comment on making it.  If they had a manufacturing patent, we could talk about manufacturing.  But it’s not.”  Id. 178:5-7.

− “I have no comments on manufacturing.”  Id. 180:3. 

• But, he admitted that not every design on paper can be physically realized.  Id. 179:8-14.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Crosby on Reasonable Expectation of Success to Make RMD

Crosby Decl. ¶¶ 235-259; Response at 43-48; Surreply at 5.

• Peter Crosby explained how no known techniques would reasonably be expected 
to make the filament channels in Racz’s modified device:
− Machine drilling  (Crosby Decl. ¶¶ 235-245)
− Laser drilling (Id. ¶ 238)
− Drawing (Id. ¶ 246)
− Casting (Id. ¶ 248)
− Sintering (Id. )
− Injection molding (Id. ¶ 249)
− Extrusion (Id. ¶ 250)
− 3D printing (Id. ¶ 251)

• Not possible at length of neurotomy needle (at least 5 cm) (Id. ¶ 243)

• Even more impossible with a bent tip  (Id. ¶¶ 244, 247)

• Needle sidewall would be structurally too weak (Id. ¶ 239)

• The petitioner offered no contrary expert testimony
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Racz on Needle Size

Racz 8:10-22, 9:7:18; Surreply at 7-9; see also Russo Decl. at 157-169.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Dr. Russo on Needle Size

Russo Decl. ¶¶ 158-161; Response at 43-44; Surreply at 9.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Needle Size

Tullis (Ex. 1022) 7:17-36; Cosman (Ex. 1014) 7:15-36; Surreply at 10.

Tullis
Cosman
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Needle Size

Godara (Ex. 1015) ¶¶ 40, 138; Surreply at 10-11.

Godara
Godara
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Needle Size

Shealy (Ex. 1056) at 160; Surreply at 11-12.

Shealy
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Needle Size

’782 Patent 19:1-7; Surreply at 12.

’782 Patent
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Kalpakjian

Reply at 20.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Kalpakjian

Ex. 1063, 2044 at 540-41, 544-46; Reply at 20.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reasonable Expectation of Success – Kalpakjian

Ex. 2044 at 549; Ex. 2045 at 572; Surreply at 13-14.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE -01209 Paper 34 at 5; -01209 Paper 47 at 1-2, 7-9; -01209 Paper 53.  

Admissibility of Exs. 1063, 2044, and 2045

Remainder of or Related Writings or Recorded Statements.

If a party introduces all or part of a statement, an adverse party may 
require the introduction, at that time, of any other part — or any other 
statement — that in fairness ought to be considered at the same time.  
The adverse party may do so over a hearsay objection.

Fed. Rule Evid. 106
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

No Reasonable Expectation of Success to Use RMD

Crosby Decl. ¶¶ 278-79; Russo Decl. 215-19; Response at 48-49; Surreply at 14-17.



62

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

No Enablement 

Response at 49.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Problems with Young ’965

Response at 59-60; Crosby Decl. at ¶¶ 294-297; Russo Decl. at ¶¶ 182-189.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Problems with Scheibe

-01209 Pet. at 73-74; Scheibe (Ex. 1013) Fig. 1; Response at 60-61.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Objective Indicia of Nonobviousness

Response at 61-74.

1. Long-Felt-But-Unmet Need

2. Copying

3. Praise

4. Commercial Success
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Long-Felt-But-Unmet Need

Response at 8-11, 61-64; Surreply at 23.

Parallel 
Approach

Perpendicular Approach

Multifidus-Sparing RF Neurotomy 
Technique
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Long-Felt-But-Unmet Need – Perpendicular Approach

Russo Dep. Tr. at 133:5-136:15; Surreply at 23.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Long-Felt-But-Unmet Need - MSRFN

Response at 11, 64; Russo Decl. ¶ 134; Reply at 21-22; Surreply at 23.

Evidence regarding the 
MSFRN Technique is unchallenged.  
See Reply at 21-22; Surreply at 23.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Long-Felt-But-Unmet Need - MSRFN

Response at 11, 74; Russo Decl. ¶¶ 128-133; Surreply at 23.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Copying

Response at 66-67; Jorgensen Decl. ¶¶ 32-40, 42; Ex. 2019 at 1, 8; Surreply at 24-25.

Nimbus® Trident  
 (DTR)  
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Praise

Response at 67-68; Jorgensen Decl. ¶¶ 54-55; Surreply at 25.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Commercial Success

Response at 69-74; Jorgensen Decl. ¶¶ 2, 4; Surreply at 25-26.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Commercial Success

Ex. 2029 at 1; Surreply at 26-27.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Motion to Exclude

-01209 Paper 50 at 11.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Document / Exhibit -01209 -01210 -01211 -01212

Petition 1 1 1 1

Inst. Dec’n 8 9 9 8

Response
13 (OCO) 15 (OCO) 15 (OCO) 13 (OCO)

14 16 16 14

Reply
30 (OCO) 32 (OCO) 32 (OCO) 30 (OCO)

31 33 33 31

Surreply
40 (OCO) 42 (OCO) 42 (OCO) 40 (OCO)

41 43 43 41

Racz 1009

Lee 1010

Fitz 1011

Tucker Decl. 1031 1032 1033 1034

Tucker Dep. Tr. 2020

Russo Decl. 2001

Russo Dep. Tr. 1046

Crosby Decl. 2006

Crosby Dep. Tr. 1045

Case Document Key


