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From: Sullivan, Denis J. <DSullivan@barclaydamon.com>  

Sent: Thursday, July 24, 2025 10:53 AM 

To: Trials <trials@uspto.gov> 

Cc: Phil Caspers <PCaspers@carlsoncaspers.com>; Sam A Hamer 

<SHamer@carlsoncaspers.com>; Cory Bell - Finnegan, Henderson, Farabow, Garrett & Dunner 

L.L.P. (cory.bell@finnegan.com) <cory.bell@finnegan.com> 

Subject: IPR2024-01218, 01227, -01228, -01382 - PO Request for Leave to Withdraw Motions 

to Amend and Terminate Proceedings [IMAN-ACTIVE.FID3336386] 

Patent Owner writes regarding four related IPR proceedings (IPR2024-01218, 01227, -01228, -

01382) to request leave to (i) withdraw the pending non-contingent motions to amend and (ii) 

move to terminate the proceedings without entering adverse judgment under 37 C.F.R. 42.72.  

In the non-contingent motions to amend filed May 21, 2025, Patent Owner proposed substitute 

claims and moved to cancel all challenged claims.  Petitioner’s oppositions to the motions to 

amend are due August 13, 2025. 

As indicated in its updated mandatory notices filed earlier this week, Patent Owner recently filed 

statutory disclaimers disclaiming all challenged claims in each of the four proceedings.   The 

updated mandatory notices also report that that two new patents in the same patent family have 

issued since the motions to amend were filed, and a second patent infringement lawsuit has been 

filed against Petitioner based on those two new patents.  The claims of these new patents issued 

over the same prior art involved in these proceedings and include claim elements added in the 

substitute claims in the motions to amend.  Furthermore, Patent Owner filed a continuation 

application in the patent family that also includes claim elements added in the substitute claims 

in the motions to amend.  In light of these developments and in the interest of judicial and 

economic efficiency, Patent Owner requests leave to withdraw the pending motions to amend 

and terminate each of the four proceedings without entering adverse judgment.     

Petitioner does not oppose the request for withdrawal of the motions to amend.   Petitioner 

opposes any termination unless that termination includes the Board entering adverse judgment 

under 37 C.F.R. 42.73(b)(2).   

Should the Board wish to have a conference call, the parties provide their availability over the 

next week below (all times are ET):   

7/25 (FRI)       10:00 AM to 1:00; 2:00 PM to 4:00 PM      

7/28 (MON)    10:00 AM to 12:30 PM; 2:00 PM to 5:00 PM 

7/29 (TUES)   10:00 AM to 1:00 PM; 2:00 PM to 5:00 PM 

7/30 (WED)    10:00 AM to 1:00 PM; 2:00 PM to 5:00 PM 

7/31 (THUR)  10:00 AM to 1:00 PM; 2:00 PM to 5:00 PM 

8/1 (FRI)         10:00 AM to 1:00 PM; 2:00 PM to 4:00 PM 
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Thank you. 

 

Denis Sullivan 

Counsel for Patent Owner  

 

   

Denis J. Sullivan 

Pronouns:  he/him/his 
  

Partner 
 

 

Barclay Damon Tower  •  125 East Jefferson Street  •  Syracuse ,  NY   13202 
 

D: (315) 425-2868  •  F: (315) 703-6252  •  C: (315) 857-7921 
 

E: DSullivan@barclaydamon.com 
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This electronic mail transmission is intended only for the use of the individual or entity to which 

it is addressed and may contain confidential information belonging to the sender which is 

protected by the attorney-client privilege. If you are not the intended recipient, you are hereby 

notified that any disclosure, copying, distribution, or the taking of any action in reliance on the 

contents of this information is strictly prohibited. If you have received this transmission in error, 

please notify the sender immediately by e-mail and delete the original message. ~BD~  
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