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L. PROPOSED CLAIMS 6-7 LACK WRITTEN DESCRIPTION
A. Limitations (B) and (C)

Patent Owner’s (“PO”) lone revision to Limitations (B) and (C), which the
Board in its Preliminary Guidance properly rejected as lacking written description
(Paper 25 at 5-11), is limited to requiring the “second connector of the first
illumination fan” to be the source of external power, as opposed to the power socket.
RMTA at 7-10, 21-22; Ex[1053] at 231:24-232:2. As conceded by PO’s own expert,
“the fans would not operate if there wasn’t ultimately an external power source
somewhere,” but neither the figures nor the text of the specification of the ’336
Patent provides any disclosure that external power is supplied to a second connector
as claimed in proposed Limitations (B) and (C). Ex[1053] at 233:24-236:4. Indeed,
the only written disclosure in the ’336 Patent is that external power is provided
directly to power socket 4. Ex[1001] at 3:29-34. And the ’336 Patent does not
provide a written description that addresses the intractable problem that the Board
identified—once an illumination fan is connected with another illumination fan as
the specification describes, the power socket is covered and becomes inaccessible to
be supplied with external power.

Unable to address these issues head-on, PO instead asks the Board to apply an
oft-rejected legal standard for written description—what a “POSITA would have

understood” (RMTA at 12-13, 21)—and accept doctored Figures 1 and 3 to illustrate
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its imaginary ‘“configuration” where “the first illumination fan’s second connector
receiv[es] power from [a] preceding illumination fan [and] the preceding
illumination fan’s second connector can receive power from a power supply”
(RMTA at 11-13). Without any support in the figures or text of the 336 Patent, PO
merely asserts that “there is no reason why a POSITA would not have been able to
connect a power supply to the second connector 6 of an illumination fan” and
concludes that “a POSITA would have understood that, as a result, the overall
configuration [i]s permitted and supported by the specification.” RMTA at 13. As
discussed in the Opposition, PO’s arguments do not hold water. Paper 36 at 1-4.
PO’s Reply argues that the undisclosed configuration of external power
supply from the preceding illumination fan is not relevant because the power supply
and preceding illumination fan are “unclaimed.” Reply at 1-3. PO’s position fails.
PO’s added limitation to claims 6-7 requiring the second connector of the first
illumination fan to be the source of external power supply must be supported by
actual written description in the 336 Patent. PO argues that its altered figures
demonstrate a configuration that a POSITA would have understood from the
specification, but that configuration is not described nor even hinted to in the patent,
which simply does not speak to how external power supply can be provided to a

preceding illumination fan, the power socket of which is covered and inaccessible

4917-5730-4445



Case No.: [PR2024-01230
U.S. Patent No. 10,690,336

to the power supply when connected to the first illumination fan and the second
connector of which is not disclosed to be directly supplied with external power. That
the configuration PO relies on as purported support for the added limitation is not
itself claimed is beside the point.

The fact that PO had to conjure new figures to demonstrate the supporting
“configuration” a POSITA would have supposedly understood confirms that it is
new matter and is not disclosed in the specification of the *336 Patent. There is no
dispute that PO’s doctored Figures 1 and 3 include a previously undisclosed direct
power supply to the second connector of a preceding illumination fan, contradicting
the plain discussion of those figures in the specification, and thus cannot provide
written description support.

B. Limitations (A)(iii): “an illumination area located at the top of the
body”

PO does not dispute that the area PO’s expert marks as the claimed
“illumination area” (illumination area 3, RMTA at 6) does not itself generate light
but is likely a diffuser that is admittedly a “passive element” as opposed to a light

source. Opp. at 4; Ex[1053] at 253:24-254:3. Therefore, applying PO’s claim
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construction requiring an “illumination area” to “actively illuminate[],”! there is no
written description support for such a light generating element located at the top of
the body as claimed.

C. Limitation 7(A)(v)-(vi): “a first/second connector comprising a
first/second flat surface disposed on the first/second side of the body”

PO has consistently argued throughout this proceeding that the term “side” of
the body should be construed to mean a lateral face. See, e.g., Ex[2052], 930. This
construction position, albeit wrong, should bind PO. See Aylus Networks, 856 F.3d
at 1360-61; Springs Window Fashions, 323 F.3d at 993-96. Applying PO’s
construction, Figure 1 of the >336 Patent does not provide written description support
for proposed Limitations 7(A)(iv) and 7(A)(v). Connector 5 as depicted in Figure 1

is disposed in an opening and attached to an interior surface and inset from the

I'PO’s claim construction is contradicted by its own expert’s testimony. As PO’s
expert concedes, an illumination area “would likely include buried LEDs and
diffusers” and that a diffuser is “a passive device [that] receives optical power” and
“function[s] to diffuse the light not to generate it.” Ex[2054], 929; Ex[1053] at
254:19-255:9 (underline added). Even though PO’s claim construction is wrong and
should be rejected when considering the invalidity of the original claims, in this
proceeding, PO has consistently, clearly and unambiguously advanced this
construction, such that it rises to the level of prosecution-history disclaimer that
binds the PO. See Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353, 1360-61 (Fed.
Cir. 2017) (disclaimer applies to statements made in IPRs); see also Springs Window
Fashions LP v. Novo Inds., LP, 323 F.3d 989, 993-96 (Fed. Cir. 2003) (finding
disclaimer applies based on arguments made during prosecution, even where the
patent office rejected those arguments).
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surface of the fan body in the drawing. Ex[1044], 469. A flat surface disposed on the
lateral face of the fan body—as required under PO’s claim construction—is not

clearly disclosed by connector 5 in Figure 1. /d.

II. PROPOSED SUBSTITUTE CLAIMS 6-7 ARE INDEFINITE

Just as the proposed substitute claims are invalid for lack of written
description, they are also invalid as indefinite. As PO’s own expert concedes, the
fans would not operate absent an external power source. PO argues that Limitations
(B) and (C) can operate by receiving power supply from the first illumination fan’s
second connector. However, the patent provides no clarity how external power is
supplied to the second connector—the specification only discloses that the second
connector is electrically connected to the first connector of another illumination fan.
A POSITA would not be able to understand how external power is ultimately
supplied to the second connector, which is covered and not accessible in the claimed
configuration.

The specification also provides no clarity how a connector with a flat surface
is disposed on the lateral surface of a fan body. The patent provides no clarity on
“flat surface,” which PO’s expert opines may broadly encompass a surface with

features extending outward or recessed from it. Ex[1045] at 191:13-20. To the extent
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the “flat surface” is planar without a structure to maintain contact, that would be an
unreliable connection mechanism to a POSITA. Ex[1031], 491.

III. PROPOSED SUBSTITUTE CLAIMS 6-7 ARE OBVIOUS IN VIEW
OF THE PRIOR ART AND A POSITA’S BACKGROUND KNOWLEDGE

PO does not dispute that all limitations, except for Limitations (A)(iv) and
(A)(v), were taught by the prior art. Moreover, as explained in Petitioners’
Opposition, where Petitioners’ analysis of the Tsuji-Huang and Lai-Hasegawa
invalidity grounds in Petitioners’ prior filings and Dr. Wolfe’s declarations are
expressly incorporated, the other limitations are obvious in view of the prior art.
Paper 36 at 8.

With respect to Limitations (A)(iv)-(v), PO’s Reply relies on three mistaken
arguments that: (i) Petitioners failed to provide the underlying factual basis
supporting that a POSITA would find it obvious and be motivated to separate
connectors for power and signals into two housings on the same side on an
illumination fan (Reply at 8); (ii) the prior art does not disclose a separate and distinct
power socket that receives power via the second connector of the same fan (id. at 8-
9, 11-12); and (iii) Petitioners failed to show that a POSITA would find it obvious
and be motivated to use a connector with a round shaped electrical terminal (id. at

12).
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First, PO’s assertion that Dr. Wolfe’s expert testimony that it would have been
obvious to a POSITA to separate power connections and signals into separate
housings to implement a structurally distinct and separate first connector and power
socket lacks an underlying factual basis is without merit. Dr. Wolfe clearly explains
and refers to specific prior art that demonstrates that splitting power connections and
signals into separate housings was a simple design choice well known in the industry.
Opp. at 9-14 (citing Ex[1044], 9942-47). PO notably does not dispute that the cited
prior art teaches separating power and signals into two housings. Reply at 8-11. PO
also neglects to address the references corroborating Dr. Wolfe’s expert testimony
that placing the power and signal connector on the same side of an illumination fan
was well known and obvious to a POSITA. Id.; Opp. at 15-17 (citing Ex[1044],
948-50). A POSITA would have been motivated to adopt the same connector
configuration that supports power and data connections on an illumination fan as is
described in the cited references. Opp. at 10-17 (citing Ex[1044], 9944, 48). PO’s
argument that the exact connector in certain prior art had not been used for a fan
before is not consistent with the standard for obviousness.

Second, PO argues that because a VCC diode between Tsuji’s power socket
(CNA/CNB) and second connector (CND) prevents direct current flow from CND

to CNA/CNB, Tsuji does not disclose a power socket that is supplied with power via
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the second connector. Reply at 8-9; Ex[2054], 4939, 48. However, PO has
consistently argued that claims 6-7 do not require direct power supply. See, e.g.,
RMTA at 21-22. In fact, Tsuji discloses the same configuration contemplated by PO
for claims 6-7: Tsuji’s fans are connected in a daisy chain via first connectors (CNC)
and second connectors (CND) where a second connector of a fan receives power
from a first connector of another, and for each fan, Tsuji’s power socket (CNA/CNB,
or alternatively, the power pins of CNC split in a separate housing as the power
socket), first connector (CNC), and second connector (CND) are all electrically
connected including through the ground signal and VCC signal. Ex[1044], 987-95;
Ex[2053] at 314:7-316:5; Ex[1053] at 257:17-258:8. Power received by the second
connector (CND) of a fan can indirectly reach CNA, CNB and the power pins on
CNC 1n a separate connector housing because the connectors are all electrically
connected. Ex[1044], 497.

Lai discloses the same configuration: the power socket (the ground connector
and VCC connectors of 111 in a separate housing), first connector (the LED data
signal, PWM signal, sense signal, power and ground signal connectors of 111 in a
separate housing) and second connector (112, comprised of the ground connector
and the two VCC connectors, LED data signal, and the PWM signal) of a fan are

electrically connected including through the ground and VCC connectors. Ex[1044],
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99129, 133-136. Because these power connections are shared, providing power to
the second connector would also provide power to the power socket of the same fan.
1d.

With respect to Limitation (A)(v) requiring that the flat surface of the first
connector comprise a round electrical terminal, PO again neglects to address the
prior art demonstrating that such connectors were commonplace in the industry. A
simple search for connector patents from popular connector manufacturers provides
numerous suitable examples well known to a POSITA. Opp. at 19-20 (citing
Ex[1046], Figures 2-4). A POSITA would have been motivated to use such
connectors in the prior art relied upon in this matter because almost all ordinary
connectors easily meet this requirement. Ex[1044], 451. PO cannot credibly dispute
that the use of such connectors on an illumination fan was conventional and obvious

to a POSITA.
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