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Pursuant to 35 U.S.C. § 317(a), 37 C.F.R. § 42.72, and 37 C.F.R. § 42.74, 

Petitioner Arista Networks, Inc. (“Arista”) and Patent Owner Orckit Corporation 

(“Orckit”) (collectively, the “Parties”) jointly move to terminate the above-captioned 

inter partes review proceeding pursuant to the Parties’ settlement of their dispute 

related to the challenged patent, U.S. Patent No. 10,652,111 B2 (the “’111 Patent”).  

This joint motion was authorized by the Board in its email dated October 31, 2025.  

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), Petitioner and Patent 

Owner submit concurrently herewith a true and correct copy of the Confidential 

Settlement Agreement governing the resolution of this inter partes review and the 

underlying litigation.  See Exhibit 1030.  There are no other agreements, written or 

oral, between the Parties made in connection with, or in contemplation of, the 

termination of this proceeding. 

The parties are concurrently filing a joint request that the Confidential 

Settlement Agreement be treated as business confidential information, be kept 

separate from the file of the involved patent, and be made available only to Federal 

Government agencies on written request, or to any person on a showing of good 

cause pursuant to 35 U.S.C. § 42.74(c).  In view of that request, Exhibit 1030 has 

been filed as available to “Parties and Board Only.”  
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I. ARGUMENT 

A joint motion to terminate generally must “(1) include a brief explanation as 

to why termination is appropriate; (2) identify all parties in any related litigation 

involving the patents at issue; (3) identify any related proceedings currently before 

the Office; and (4) discuss specifically the current status of each such related 

litigation or proceeding with respect to each party to the litigation or proceeding.”  

Heartland Tanning, Inc. v. Sunless, Inc., IPR2014-00018, Paper 26 at 2 (P.T.A.B. 

July 28, 2014). 

a. Brief Explanation as to Why Termination Is Appropriate 

Good cause exists to terminate this proceeding.  “The Board expects that a 

proceeding will terminate after the filing of a settlement agreement, unless the Board 

has already decided the merits of the proceeding.”  Patent Trial and Appeal Board 

Consolidated Trial Practice Guide (Nov. 2019) at 86; see also id. (“There are strong 

public policy reasons to favor settlement between the parties to a proceeding.”); 35 

U.S.C. § 317(a) (“An inter partes review instituted under this chapter shall be 

terminated with respect to any petitioner upon the joint request of the petitioner and 

the patent owner, unless the Office has decided the merits of the proceeding before 

the request for termination is filed”).  Here, the Parties respectfully submit that 

termination is appropriate because they have reached an agreement that resolves all 

disputes between the Parties involving the ’111 Patent at issue in the above-
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captioned inter partes review and the Parties have not completed briefing in this 

proceeding.  See EX1030.  The Parties stipulated to November 10, 2025, as the due 

date of Patent Owner’s Sur-reply.  See Paper 25.  The Board has not held oral 

argument, decided the merits of the proceeding, or issued a final written decision.  

The Parties agree that neither Petitioner nor Patent Owner will be prejudiced by 

termination of this proceeding.  Terminating the proceeding now would serve the 

interests of judicial economy as well as the mutual interest of the Parties. 

Pursuant to 37 C.F.R. § 42.74(b), the Parties acknowledge that, as of the filing 

of this Motion, Exhibit 1030 represents the entire agreement or understanding 

between the Parties made in connection with, or in contemplation of, the termination 

of this proceeding, and further, that Exhibit 1030 is a true and accurate copy of the 

agreement between the Parties that resolves the present proceeding. The Parties 

certify that there are no other written or oral agreements or understandings, including 

any collateral agreements, between them, including but not limited to licenses, 

covenants not to sue, confidentiality agreements, payment agreements, or other 

agreements of any kind that have been made in connection with or in contemplation 

of the termination of the instant proceeding. 

b. Identification of Parties and Status of Litigation 

The underlying district court litigation between the Parties, captioned Orckit 

Corporation v. Arista Networks, Inc., No. 1:23-cv-00821 (D. Del.), is stayed and 
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will be dismissed by stipulation pursuant to the Parties’ Confidential Settlement 

Agreement.  Patent Owner is the plaintiff in the district court litigation.  Petitioner 

is the named defendant in the district court litigation and the only Petitioner in this 

proceeding, meaning that this proceeding can be terminated in its entirety pursuant 

to this motion.   

The ’111 Patent is at issue in other litigation not involving Arista.  In 

particular, the ’111 Patent is at issue in Orckit Corporation v. Juniper Networks Inc., 

Case No. 1-23-cv-00822 (D. Del.), which is currently stayed pending the outcome 

of this inter partes review.  See Orckit Corporation v. Juniper Networks Inc., No. 

1-23-cv-00822, Dkt. 18, 19 (D. Del.) (Apr. 7, 2025).  The ’111 Patent is also at issue 

in Orckit Corporation v. Cisco Systems, Inc., Case No. 2-25-cv-00181 (E.D. Tex.), 

which is pending.  At least because Arista is not a party to the other pending 

litigations involving the ’111 Patent, and because the Parties have settled their 

dispute regarding the ’111 Patent, the Parties respectfully submit that termination of 

this proceeding is appropriate.       

c. Identification and Status of Proceedings Before the USPTO 

The Parties have now resolved their dispute and reached agreement to 

terminate this proceeding as well as inter partes review proceeding IPR2024-01238 

(concerning U.S. Patent No. 8,830,821).  The Parties are also jointly moving to 

terminate IPR2024-01238.  The USPTO can conserve its resources by terminating 
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now, removing the need for the Board to further consider the arguments and to render 

a Final Written Decision. 

Therefore, for the foregoing reasons, the parties jointly and respectfully 

request termination of the present proceeding, IPR2024-01239, without prejudice to 

either party. 

Respectfully submitted, 

Date:  November 3, 2025 By:  /Eliot D. Williams/ 

Eliot D. Williams (Reg. No. 50,822) 
BAKER BOTTS L.L.P.  
700 K Street, N.W.  
Washington, D.C. 20001-5692  
Tel: 202-639-1334  
eliot.williams@bakerbotts.com 
Lead Counsel for Petitioner, Arista 
Networks, Inc. 

Date:  November 3, 2025 By:  /Minghui Yang/ 

Minghui Yang  
Reg. No. 71,989  
Counsel for Patent Owner  
CARMICHAEL IP, PLLC  
8607 Westwood Center Drive  
Suite 270  
Tysons, VA 22182  
Email: mitch@carmichaelip.com 
Telephone: (703) 646-9248 
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CERTIFICATE OF SERVICE 

In accordance with 37 C.F.R. § 42.6(e), the undersigned certifies that on 

November 3, 2025, a complete and entire copy of the JOINT MOTION TO 

TERMINATE INTER PARTES REVIEW OF U.S. PATENT NO. 10,652,111 

UNDER 35 U.S.C. § 317 AND 37 C.F.R. § 42.72 and Exhibit 1030 were served on 

Patent Owner via email at the following correspondence addresses: 

James T. Carmichael (Reg. No. 45,306)  
jim@carmichaelip.com  

Stephen McBride (Reg. No. 78,396)  
stevemcbride@carmichaelip.com  

Minghui Yang (Reg. No. 71,989)  
mitch@carmichaelip.com  

George Stamatopoulos (pro hac vice)  
george.stamatopoulos@kobrekim.com  

Zachary Ritz (pro hac vice)  
zachary.ritz@kobrekim.com  

Jessica Fender (Reg. No. 59,364)  
jessica.fender@kobrekim.com  

Orckit-IPRs@Carmichaelip.com 

Date: November 3, 2025  /Eliot D. Williams/ 
Eliot D. Williams (Reg. No. 50,822) 
BAKER BOTTS L.L.P.  
700 K Street, N.W.  
Washington, D.C. 20001-5692  
Tel: 202-639-1334  
eliot.williams@bakerbotts.com 
Lead Counsel for Petitioner


