
From: Trials
To: Hancock, Parker; Trials
Cc: Johnson, Jeffrey; Benson, Robert; Barazesh, Ellyar; Silliman, Michael; david@nelbum.com; justin@nelbum.com
Subject: RE: IPR2024-01236, -01240, and -01241; Authorization for Joint Motion to Terminate & Keep Confidential
Date: Thursday, March 6, 2025 11:38:39 AM

Counsel,

In each of IPR2024-01236, -01240, and -01241, the parties are authorized to file a
joint motion to terminate the proceeding.  The parties should be mindful of the
requirements set forth in 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74 that any
agreement between the parties made in connection with the termination of the
proceeding must be in writing and a copy must be filed with the Board.  To the
extent that the parties wish to maintain some level of confidentiality for such an
agreement, please refer to the procedures set forth in 37 C.F.R.§ 42.74(c).
With respect to having the settlement agreement treated as business confidential
under 37 C.F.R. § 42.74(c), the parties should file the confidential settlement
electronically in P-TACTS as an exhibit as set forth in the response to frequently
asked question #G2 in the document found at:
https://www.uspto.gov/sites/default/files/documents/p_tacts_faqs_20240723.pdf.

Regards,

Andrew Kellogg,
Deputy Chief Clerk, Trials
Patent Trial and Appeal Board
USPTO
andrew.kellogg@uspto.gov
(571) 272-5366

From: Hancock, Parker <parker.hancock@bakerbotts.com> 
Sent: Wednesday, March 5, 2025 4:11 PM
To: Trials <Trials@USPTO.GOV>
Cc: Hancock, Parker <parker.hancock@bakerbotts.com>; Johnson, Jeffrey
<jeffrey.johnson@bakerbotts.com>; Benson, Robert <robert.benson@bakerbotts.com>; Barazesh,
Ellyar <ellyar.barazesh@bakerbotts.com>; Silliman, Michael <michael.silliman@bakerbotts.com>;
david@nelbum.com; justin@nelbum.com
Subject: IPR2024-01236, -01240, and -01241; Authorization for Joint Motion to Terminate & Keep
Confidential

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.
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Petitioner writes to request authorization to file joint motions to terminate IPR2024-01236,
-01240, and -01241 pursuant to 37 C.F.R. § 42.72, along with motions to keep the parties’
agreement confidential and separate from the file of the challenged patents pursuant to 37
C.F.R. 42.74(c). 
 
Petitioner understands that the due date for the institution decision in each of IPR2024-01236,
-01240, and -01241 is March 10, 2025. 
 
Respectfully,
 
Parker Hancock
 
Backup Counsel for Petitioner Silicon Motion, Inc.
 
Parker Hancock 
Senior Associate

Baker Botts L.L.P. 
parker.hancock@bakerbotts.com 
T +1.713.229.1196 
F +1.713.229.2896  

       
 
 

Confidentiality Notice:

The information contained in this email and any attachments is intended only for the recipient[s] listed above
and may be privileged and confidential. Any dissemination, copying, or use of or reliance upon such
information by or to anyone other than the recipient[s] listed above is prohibited. If you have received this
message in error, please notify the sender immediately at the email address above and destroy any and all
copies of this message.
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