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PATENT OWNER’S SUR-REPLY 

Patent Owner submits this Sur-Reply in response to Petitioner’s Reply (Paper 

11) addressing secondary considerations of non-obviousness, which Petitioner did 

not address in the Petition. 

Petitioner argues in the Reply that “[s]econdary considerations were not raised 

as a triable issue in the District Court case.” Reply at 2. Petitioner argues Patent 

Owner’s interrogatory answer was too “conclusory” to give notice of any objective 

indicia of non-obviousness. Id. However, Patent Owner’s district court complaint 

had already given Petitioner notice of secondary considerations based on 

commercial success. EX2010 ¶¶ 35-37. 

Petitioner ignores that it would have already known about Patent Owner’s 

products from competing in the same market. The complaint alleges that Petitioner’s 

accused products are sold at Home Depot and Fleet Farm1, a regional U.S. retail 

chain headquartered in Wisconsin. EX2010 ¶ 49.  

Patent Owner’s product packaging shows that products practicing the claims 

were sold at Menards, a home improvement chain also headquartered in Wisconsin.2 

EX2012-EX2017. The complaint alleges that Patent Owner promotes the advantages 

 
1 See https://www.fleetfarm.com/. 
2 See https://www.menards.com/main/footer/company-information/about-

us/c-3582.htm.  

https://www.fleetfarm.com/
https://www.menards.com/main/footer/company-information/about-us/c-3582.htm
https://www.menards.com/main/footer/company-information/about-us/c-3582.htm
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of the invention in packaging and descriptive materials for products practicing the 

claims. Id. ¶ 37. Patent Owner’s packaging includes the patent number and displays 

the “Remains Lit” mark, signifying use of the Resistive Bypass invention. EX2012-

EX2017.  

Accordingly, Petitioner would have already known about Patent Owner’s 

evidence of secondary considerations — from information in the district court 

complaint and from Patent Owner’s competing products — before Petitioner 

received the interrogatory answer identifying secondary considerations of non-

obviousness based on products embodying the invention. Patent Owner’s product 

packaging itself, with the patent number and “Remains Lit” mark identifying 

claimed features of the invention, shows a nexus between the merits of the invention 

and the products’ commercial success. 
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Respectfully Submitted, 

Dated: January 21, 2025 /Joseph M. Kuo/     
Joseph M. Kuo (Reg. No. 38,943) 
Saul Ewing LLP 
161 N. Clark Street, Suite 4200 
Chicago, Illinois 60601 
Tel: (312) 876-7151 
joseph.kuo@saul.com 

Brian Landry (Reg. No. 52,074) 
Saul Ewing LLP 
131 Dartmouth Street, Suite 501 
Boston, MA 02116 
Tel: (617) 912-0969 
brian.landry@saul.com 

Courtland C. Merrill (Pro Hac Vice) 
Saul Ewing LLP 
33 South Sixth Street, Suite 4750 
Minneapolis, MN 55402 
Tel: (612) 225-2949 
courtland.merrill@saul.com 

Counsel for Patent Owner 
Seasonal Specialties, LLC 
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CERTIFICATION OF SERVICE UNDER 37 C.F.R. § 42.6(e) 

The undersigned hereby certifies that Patent Owner Seasonal Specialties, 

LLC’s Sur-Reply was served electronically via e-mail on January 21, 2025 in its 

entirety on the following counsel of record for the Petitioner:  

William W. Cochran (Reg. No. 26,652) 
Christopher P. Whitham (Reg. No. 53,769) 
Bridget A. Cochran (Reg. No. 64,599) 
Cochran Freund & Young LLC 
2026 Caribou Drive, Suite 201 
Fort Collins, CO 80525 
(970) 492-1100 
billc@patentlegal.com 
chrisw@patentlegal.com 
bridgetc@patentlegal.com 

 
/Joseph M. Kuo/     
Joseph M. Kuo (Reg. No. 38,943) 


