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I. Introduction 

Patent Owner Seasonal Specialties, LLC submits this limited Sur-Reply to 

respond only to new arguments and evidence raised on reply with respect to 

dependent claims 2–6 and 8. Petitioner’s Reply ventures well outside the bounds of 

permissible matter—supplying a wholly new rationale for combining references that 

was absent from Petition.  This contravenes the applicable statute, regulations, Board 

guidance, and case law.  For at least these reasons, the Board should reject Petitioner 

LEDUp’s belated and improper reply arguments, reject Petitioner’s Ground 5 (for 

reasons already stated in its Institution Decision), and find claims 2–6 and 8 non-

obvious and thus not unpatentable.   

II. The Board should not consider Petitioner’s new rationales for combining 
Smith and Inoue, which are improperly raised on reply. 

In Petitioner’s Ground 5, it argues that claims 2–6, 8 and 9 are invalid as 

obvious over U.S. Published App. No. 2005/0168162 to Inoue (EX1003) in view of 

U.S. Patent No. 4,675,575 to Smith et al (EX1005). E.g., Reply, 6; Paper No. 13 at 

26 (Institution Decision (“ID”)). In its ID, the Board found the Petition “does not set 

forth sufficient articulated reasoning with rational underpinning…to combine the 

teachings of Inoue and Smith[,]” and that it “does not explain sufficiently why a 

[POSITA] would have modified the teachings of Inoue, which teaches the use of 

LEDs, in view of the teachings of Smith, which also teaches LEDs.”  ID, 28. The 

Board concluded “there [wa]s not a reasonable likelihood Petitioner would prevail 
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in showing that claims 2–6, 8, and 9 are unpatentable under 35 U.S.C. § 103 over 

Inoue and Smith” yet instituted the review as to all petitioned grounds, in accordance 

with SAS Institute v. Iancu, 584 U.S. 357, 368 (2017). ID, 29. 

In its Reply, Petitioner asserts—for the first time—that a POSITA would be 

motivated to combine Smith with Inoue so as to “broaden the capabilities of 

[Inoue’s] LED lighting circuits…and to include advanced functionality of Smith in 

Inoue.” Reply, 15 (citing EX1013 at 100; quotation marks omitted). These are 

improper new arguments and the Board should not consider them. 

These late-stage attempts to remedy deficiencies in the petition are prohibited 

by statute, regulations, and the Board’s guidelines. See 35 U.S.C. § 312(a)(3) 

(requiring the petition to “identif[y], in writing and with particularity…the grounds 

on which the challenge to each claim is based, and the evidence that supports the 

grounds…including…affidavits or declarations”); 37 C.F.R. § 42.23(b). Indeed, the 

Board’s Trial Practice Guide (Nov. 2019) explains, “Indications that a new issue has 

been raised in a reply include new evidence necessary to make out a prima facie case 

for the patentability or unpatentability of an original or proposed substitute claim, 

such as newly raised rationale to combine the prior art references that was not 

expressed in the petition.” Id. at 74.  

Petitioner attempts to leverage 37 C.F.R. § 42.32(b) and Rembrandt 

Diagnostics, LP v. Alere, Inc., 76 F.4th 1376 (Fed. Cir. 2023) to allow in its new 
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evidence of motivation to combine. Reply, 13–15. In Rembrandt, the patent claims 

related to a test assay devices for biofluids. 76 F.4th at 1379. Alere had argued in its 

petition that a POSITA would be motivated to modify one reference (MacKay) from 

holding a single test strip in a single housing to holding multiple test strips, for the 

“efficiency” of allowing “multiple tests to be conducted simultaneously.” Id. at 

1384. On reply, Alere argued that such a modification would save cost and time. Id. 

at 1384-85. Alere had also argued in its petition that a POSITA would have been 

motivated to modify another reference (Tydings) by removing its wicking material 

to “achieve the benefits of having the liquid sample contact the test strip only [at] a 

predetermined designated area[.]” Id. at 1385. On reply, Alere argued that such a 

modification would align with Tydings’s objectives of “reduc[ing] cost” and 

“simplify[ing]” its device. Id. As to both reply arguments, the Board held (and the 

Federal Circuit agreed) that they were permissible responses, for they were based on 

(and expanded upon) the petition’s stated rationales of efficiency and reduced cost. 

Id. 

Rembrandt does not stretch as far as Petitioner wishes it to.  In the Petition, 

Petitioner stated as to Inoue and Smith: 

Smith…clearly points out that LEDs can readily replace 
incandescent bulbs and have superior advantages to 
[them]….LEDs have a longer lifespan, generate a much 
lesser amount of heat, consume less power, and are less 
expensive than incandescent bulbs…The numerous 
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record-supported advantages, set forth in Smith provide a 
clear motivation for use of the teachings of Smith as 
applied to Inoue, so as to enjoy the advantages set forth in 
Smith. 
   

Pet., 46–47. 

The Petition touts only the advantages of substituting LEDs for incandescent 

lights. Entirely absent from it is any rationale for combining the LEDs of Smith with 

those LEDs of Inoue—a defect the Board pointed out in its ID at 28.  Thus, this is 

not a situation like Rembrandt, where the petition offered one rationale (e.g. 

“efficiency”) and the reply expounded on that (time and cost savings). Here, any 

rationale for combining two references both teaching LEDs is entirely absent in the 

Petition; thus there is nothing to expound upon on reply.1  This is precisely a “newly 

raised rationale to combine” that the Board’s Trial Practice Guide prohibits. See id. 

at 74. Petitioner’s belated rationales offered on Reply are improper, and the Board 

should disregard them. See Intel Corp. v. Besang Inc., IPR2023-00991, 2024 WL 

5076376, at *13 (PTAB Dec. 11, 2024) (“[W]e agree with Patent Owner that process 

 
1 Petitioner also points to the fact that Smith and Inoue are analogous art. Reply, 

16; Pet., 47. But analogous art and motivation to combine are separate elements, 

and a showing of the former does not automatically suffice for a showing of the 

latter.  E.g., Wyers v. Master Lock Co., 616 F.3d 1231, 1237-39 (Fed. Cir. 2010). 
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optimization is a new argument supporting the combination…that should have been 

raised in the Petition. As such, we do not consider [it.]” (citing Rembrandt, 76 F.4th 

at 1383)). 

III. Conclusion 

For the reasons, Patent Owner respectfully requests the Board reject 

Petitioner’s improper reply material, reject Petitioner’s Ground 5, and find claims 

2–6 and 8 not unpatentable as obvious on that Ground, as it had initially in its ID at 

27–29.  
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