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LEDUp Provided Improper Evidence and 
Argument on Reply

All references to documents and page numbers are to those in the -01258 IPR (‘252 Patent).  Similar 
references as to the -01259 IPR (‘794 Patent) are provided in PO’s Sur-Reply (Paper No. 18).
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Petitioner’s Ground #5:  Smith + Inoue
• Argues that claims 2–6, 8 and 9 are invalid as obvious over U.S. Published App. No. 

2005/0168162 to Inoue (EX1003) in view of U.S. Patent No. 4,675,575 to Smith et al 
(EX1005).  Paper No. 2 (Petition) at 46–55; see also Paper No. 13 (Institution Decision) 
at 26–29; Paper No. (Reply) at 6–18. 

EX1001 (‘252 Patent, 13:61–65, 14:1–34; see also ‘794 Patent, 13:64–67, 14:1–37. 
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Petitioner’s Ground #5:  Smith + Inoue

• Inoue (EX1003) uses light emitting diodes (“LEDs”)
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Petitioner’s Ground #5:  Smith + Inoue

• Smith (EX1005) also uses LEDs.
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Petitioner’s burden to show motivation

• A challenger asserting obviousness based on a combination of prior-art 
references must demonstrate by a preponderance of the evidence a reason or 
motivation to combine those references.  See, e.g., Intel Corp. v. Besang Inc., 
IPR2023-00991, 2024 WL 5076376, at *20 (PTAB Dec. 11, 2024).

Cited in Paper No. 17 (Sur-Reply) at 4–5. 
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The Petition lacked a motivation to combine
• No articulated reasoning with 

rational underpinning as to why 
a POSITA would combine Inoue 
(which teaches LEDs) with Smith 
(which also teaches LEDs).

• No articulated reasoning with 
rational underpinning as to why 
a POSITA would modify Inoue to 
reach LEDs and circuits with a 
twinkling effect.

Petition at 46–47 ((cited in Paper No. 17 (Sur-Reply) at 3–4). 
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The Petition lacked a motivation to combine
• No articulated reasoning with 

rational underpinning as to why 
a POSITA would combine Inoue 
(which teaches LEDs) with Smith 
(which also teaches LEDs).

• No articulated reasoning with 
rational underpinning as to why 
a POSITA would modify Inoue to 
reach LEDs and circuits with a 
twinkling effect.

• The Board instituted as to all 
petitioned grounds per SAS 
Institute v. Iancu, 584 U.S. 357, 
368 (2017).

Institution Decision at 28 (cited in Sur-Reply at 1). 
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The law prohibits improper reply matter
• (a) Requirements of Petition.—A petition filed under section 311 may be considered 

only if—…(3) the petition identifies, in writing and with particularity, each claim 
challenged, the grounds on which the challenge to each claim is based, and the 
evidence that supports the grounds for the challenge to each claim, including—… (B) 
affidavits or declarations of supporting evidence and opinions, if the petitioner relies 
on expert opinions

35 U.S.C. § 312(a)(3) (cited in Sur-Reply at 2) 



LEDUp Manufacturing Group Ltd. v. Seasonal Specialties, LLC, IPR2024-01258, -01259
Patent Owner’s DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 10

The law prohibits improper reply matter

Trial Practice Guide (November 2019) at 74 (cited in Sur-Reply at 2). 
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Petitioner stretches Rembrandt too far
Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376 (Fed. Cir. 2023)
• Patent claims related to test assay devices for biofluids. 76 F.4th at 1379. 
• Alere had argued in its petition that a POSITA would be motivated to modify one 

reference (MacKay) from holding a single test strip in a single housing to holding 
multiple test strips, for the “efficiency” of allowing “multiple tests to be conducted 
simultaneously.” Id. at 1381, 1384. 

• Rembrandt countered in its POR that references did not "provide the missing 
motivation or expectation of success" to accommodate additional test strips. Id., 1384

• On reply, Alere argued that such a modification would save cost and time. Id.
• Outcome:  Permissible reply material, because it (1) refuted Rembrandt’s assertions 

that there is no motivation to add multiple test strips and (2) it also properly 
expanded on its previously raised efficiency argument, by discussing time and cost 
savings.

See Sur-Reply at 3–4. 
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Petitioner stretches Rembrandt too far
Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376 (Fed. Cir. 2023)
• Patent claims related to a test assay devices for biofluids. 76 F.4th at 1379. 
• Alere had also argued in its petition that a POSITA would have been motivated to 

modify another reference (Tydings) by removing its wicking material to “achieve the 
benefits of having the liquid sample contact the test strip only [at] a predetermined 
designated area[.]” Id. at 1385. 

• Rembrandt countered in its POR a lack of motivation to combine because Tydings’s 
use of an intermediate wicking material was fundamental to its invention.

• On reply, Alere argued that such a modification would align with Tydings’s objectives 
of “reducing cost” and “simplifying” its device. Id. (cleaned up).

• Outcome:  Permissible reply material, because it elaborated on the motivation 
argument that Alere had made in its petition— that there were benefits to removing 
the wicking material.

See Sur-Reply at 3–4. 
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Petitioner stretches Rembrandt too far
• Petitioner articulated a 

motivation for replacing 
incandescent bulbs with LEDs.

• Not like Rembrandt, where the 
Petition included arguments of 
“efficiency” (MacKay) and 
simplicity (Tydings), to which the 
Petitioner could tie back its reply 
arguments.

Petition at 46–47 ((cited in Paper No. 17 (Sur-Reply) at 3–4). 
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Petitioner stretches Rembrandt too far

• Petitioner articulated a 
motivation for replacing 
incandescent bulbs with LEDs.

• Not like Rembrandt, where the 
Petition included arguments of 
“efficiency” (MacKay) and 
simplicity (Tydings), to which the 
Petitioner could tie back its reply 
arguments.

Reply at 16 (cited Sur-Reply at 4). 
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Petitioner’s “field of endeavor” argument fails

Reply at 16; see also Petition at 47 (cited in Sur-Reply at 4). 
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Petitioner’s “field of endeavor” argument fails

Sur-Reply at 4. 

• Prior art references being in the same field of endeavor is not a substitute for 
showing motivation to combine.  

• Relevant prior art and a motivation to combine are separate elements in the 
patent challenger’s case.  

• Wyers v. Master Lock Co., 616 F. 3d 1231, 1237 (Fed. Cir. 2010) (“The primary 
factual issues alleged to be in dispute are (1) whether the prior art references 
are in the same field of endeavor as the patented invention; [and] (2) whether 
there was sufficient motivation to combine the references[.]”
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