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L. INTRODUCTION
Petitioner Apple Inc. (“Petitioner”) requests inter partes review (IPR) of
claims 1-12 of U.S. Patent No. 9,948,968 (the “’968 Patent,” EX1001).

II. GROUNDS FOR STANDING

Petitioner certifies that the 968 Patent is eligible for IPR and that Petitioner
is not barred or estopped from requesting such review on the grounds identified
herein. 37 C.F.R. § 42.104(a).

III. STATEMENT OF PRECISE RELIEF REQUESTED FOR EACH
CLAIM CHALLENGED

Petitioner requests IPR pursuant to 37 C.F.R. § 42.108 and cancellation of
claims 1-12 (the “Challenged Claims”) of the 968 Patent based on the following

prior art:

Prior Art

U.S. Patent Pub. No. 2007/0157249, to Cordray et al. (“Cordray,” EX1005), filed
December 29, 2005, published July 5, 2007; prior art under pre-AIA 35 U.S.C. §
102(b)

U.S. Patent Pub. No. 2010/0031162, to Wiser et al. (“Wiser,” EX1008), filed
April 14, 2008, published February 4, 2010; prior art under pre-AIA 35 U.S.C. §
102(e)

The statutory grounds for the challenges are set forth in detail below and

summarized as follows:

Ground | Claims Basis Reference(s)

1 1-12 pre-AlA § 103 | Cordray in view of ordinary skill in the art

2 1-12 pre-AlA § 103 | Cordray in view of Wiser

1
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IV. OVERVIEW OF THE ’968 PATENT
A. Disclosure

The *968 Patent, titled “Digital Contents Receiving Apparatus,” issued on
April 17,2018. EX1001, (10), (45), (54). The 968 Patent explains that various
types of apparatus have been developed for receiving “digital moving image
contents.” Id., 1:26-53. These include television sets and recording devices that can
receive digital content from television stations over broadcast airwaves, as well as
television sets and personal computers capable of downloading or streaming digital
content from servers via the Internet. /d. According to the 968 Patent, the
“increase of options” for a digital content receiving apparatus may be confusing for
ordinary users who “cannot fully appreciate them.” Id., 1:54-57.

To address this problem, the 968 Patent purports to provide an “improved
digital moving image contents receiving apparatus in easiness of use.” /Id., 1:63-67;
EX1003,946. Specifically, the *968 Patent purports to describe “a receiving
apparatus capable of receiving digital contents from [an] outside contents source”
that can “designate one of the digital contents in the outside source” and “keep
information necessary . . . to designating the same digital content again.” EX1001,
2:2-7.

A first way this can be accomplished is by keeping a record of where in a

digital moving image content (e.g., a television program) a user’s viewing was
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interrupted and allowing the user to resume viewing of the content from that
position. EX1001, FIG. 2, 6:41-7:67, 17:7-10; EX1003,947. This involves, e.g.,
“detect[ing]” whether the television program was “interrupted” during play. /d.,
FIGS. 2, 6:41-7:67. If so, the content is “retrieved” in a “record recall process” and
the “position” where viewing “halt[ed]” is “searched for.” Id. Then, viewing can be
“restarted from the interrupted position.” Id., 7:29-40. This “restart play from point
of interruption” operation is referenced hereinafter as “bookmarking.” See
Ex1003,947.

A second way that such functionality is provided is by allowing “chapter
selection” for recorded or streaming content that is “divided into chapters.”
EX1001, FIG. 4, 10:42-12:24; EX1003,948. Here, a “view format of chapters is
displayed” so that a user may “shift” (i.e., skip) to a selected chapter. EX1001,
FIG. 4; 10:52-11:44. The patent admits that this “chapter selection” functionality
“is similar to well known functions for conventional picture recorder, such as the
first-forward [sic] function, or the skipping function or the selection among
chapters of a chaptered digital moving image content.” Id., 10:52-62. Thus, if a
user begins viewing of some program or broadcast digital moving image content
“midstream” and ‘““gets interested in the content, the user can enjoy the content at

any desirable position, including the beginning, of the content.” Id., 11:31-36.
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FIG. 1 is a block diagram showing the “receiving apparatus” of the *968

Patent:
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Fig. 1

EX1001, FIG. 1 (annotated). As shown, the receiving apparatus comprises, inter

alia, a tuner 6, a TV set processor 12, memory 14, input/output (I/O) interface, and

a television display 26 (each boxed in red). EX1001, FIG. 1, 4:57-5:12. The

receiving apparatus receives digital moving image content from one or more
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“providers” (boxed in green) which may include, e.g., TV station 5 and server
station 32. EX1001, FIG. 1, 4:59-62.

In operation, the apparatus of FIG. 1 may implement the “bookmarking” and
“chapter selection” functionalities that purportedly make it easier for a user to
access content received from television station 5 or server station 9. EX1001,
FIGS. 1, 4, and related narrative; EX1003,950. To implement these functionalities,
the TV set processor 12 “designates” a portion of the content where termination of
forward play occurs, and stores that designation in memory. When viewing starts
again, a succeeding portion of the content can be immediately available for
display. EX1001, claims 1, 5, 9; EX1003,950.

The *968 Patent issued with 12 claims. Claim 1 is representative:

Claim 1

[1pre] 4 receiving apparatus configured to receive digital moving image contents
from a provider of the digital moving image contents, the provider being
commutatively connected to the receiving apparatus, the receiving
apparatus comprising:*

[1a] a processor executing instructions to designate a part of the digital moving
image contents in the provider automatically or in response to a manual
operation,

2 Claim language is quoted in italics throughout this petition to distinguish it from

other quoted material.
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a memory that keeps information necessary for the processor to
automatically designate a succeeding part of the digital moving image
contents to a viewed part of the digital moving image contents;

a designation software controller configured to control the memory to keep
the information in response to a termination of viewing the viewed part and
control the processor to automatically designate the succeeding part of the
digital moving image contents when the viewing starts again,

a receiver of the designated succeeding part of the digital moving image
contents in response to the designation by the processor; and

a display configured to display the succeeding part of the digital moving
image contents received by the receiver.

B.  Prosecution History

The application from which the 968 Patent issued was filed on June 27,

2017. It claims priority to September 14, 2008. EX1001, (22), (63), (30).

During prosecution, the Examiner rejected the proposed claims based upon:

(1) non-statutory obviousness-type double patenting (over related U.S. Patent Nos.

8,726,028 and 9,210,484), and (i1) indefiniteness. EX1002, 73-76. In response, the

Applicant filed a Terminal Disclaimer and amended the proposed claims. EX1002,

64-65.

Thereafter, the Examiner issued a Notice of Allowance, stating:

[NJone of the cited prior art teaches or suggests the steps of
“instructions to designate a part of the digital moving image contents
in the provider automatically or in response to a manual operation,; a

step of keeping information necessary for the executing step to
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automatically designate a succeeding part of the digital moving image
contents to a viewed part of the digital moving image contents; a step
of controlling the keeping step to keep the information in response to a
termination of viewing the viewed part and control the executing step
to automatically designate the succeeding part of the digital moving
image content when the viewing starts again; a step of receiving the
designated succeeding part of the digital moving image contents in
response to the designation by the executing step, and a step of
displaying the succeeding part of the digital moving image contents

b

received by the receiving step,” in view of other limitations of the

claims 1, 5 and 9.

EX1002, 28-29.

As shown below, the systems and methods claimed in the 968 Patent,
including the limitations identified by the Examiner upon allowance, were
present—indeed, well-known—in the art for digital moving image content
management before the priority date of the 968 Patent. EX1003,957.

C. Effective Filing Date

The application for the *968 Patent claims priority to September 14, 2008,
which is the effective filing date. EX1001, (30), (63). Because the effective filing

date of the 968 Patent is before March 16, 2013, the Challenged Claims are

subject to pre-AlA patent laws.
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V. LEVEL OF ORDINARY SKILL IN THE ART

A person of ordinary skill in the art (“POSITA”) at the time of the alleged
priority date of the 968 Patent would have had a Bachelor’s degree in Electrical
Engineering, Computer Engineering, Computer Science, or a related subject, and
two to three years of work experience in the field of computer, television, and/or
digital image systems. Less experience can be remedied with additional education
(e.g., amaster’s degree). Likewise, less education can be remedied with additional
work experience. EX1003,939.

VI. CLAIM CONSTRUCTION?

The Challenged Claims of the 968 Patent are construed herein “using the
same claim construction standard that would be used to construe the claim in a
civil action under 35 U.S.C. § 282(b), including construing the claim in accordance
with the ordinary and customary meaning of such claim as understood by one of
ordinary skill in the art and the prosecution history pertaining to the patent.” 37
C.F.R. § 42.100(b). “[C]laim terms need only be construed to the extent necessary

to resolve the controversy.” Wellman, Inc. v. Eastman Chem. Co., 642 F.3d 1355,

3 Petitioner does not concede that any of the Challenged Claims meet the statutory
requirements of 35 U.S.C. § 112 or recite patentable subject matter under 35

U.S.C. § 101.
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1361 (Fed. Cir. 2011). Other than any terms expressly construed herein, Petitioner
contends that no specific construction of any claim term is required because the
prior art references relied on in this Petition meet or disclose each of the claim
terms under any reasonable construction. EX1003,958.*

Notably, though, Patent Owner already has taken express positions in the
Litigation concerning the interpretation of the claims of the *968 Patent.
Specifically, Patent Owner argued in opposing a motion to dismiss based on
ineligible subject matter under 35 U.S.C. §101 that “[t]he *968 invention concerns
a particular receiving apparatus and designation software controller configured to
‘automatically designate’ a ‘succeeding part’ (e.g., the next episode) of a ‘digital
moving image contents’ (e.g., a video) so as to ‘display’ that next episode to the
viewer.” EX1008, 4. According to Patent Owner, “[t]he *968 claims relate to
finding the next chapter or episode of digital moving image content, not
‘bookmarking’ content to resume from that spot.” EX1008, 6 (Heading V.A.1.a).

Petitioner disagrees with Patent Owner’s apparent reading of the claims.
Nevertheless, this Petition sets forth two grounds for invalidity: Ground 1 explains

how the prior art discloses or teaches all elements of the claims to cover

4 Petitioner reserves the right to take different claim construction positions in other

fora, as well as alternative positions.
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“bookmarking;” Ground 2 explains how the prior art discloses or teaches all
elements of the claims to cover “finding the next chapter or episode.”

VII. DETAILED EXPLANATION OF HOW CHALLENGED CLAIMS

ARE UNPATENTABLE

A.  Ground 1: Claims 1-12 are unpatentable over Cordray in view of
ordinary skill in the art
1. Cordray

Cordray, entitled “Systems and Methods for Episode Tracking in an
Interactive Media Environment,” was filed on December 29, 2005 and published
July 5, 2007. EX1005, (10), (12), (22), (43), (54). Corday was not identified during
prosecution of the 968 Patent. EX1001, (56); EX1002.

Cordray describes a similar problem as the 968 Patent. EX1005, [0033];
EX1003,961. Cordray recognizes that “the amount of media available to users in
any given media delivery system can be substantial.” EX1005, [0033]. Indeed,
content delivery options such as “video-on-demand (VOD) services” and “digital
video recording (DVR) services” have become “increasingly important.” EX1005,
[0002]-[0006]. These delivery options—which “allow a user to become
disconnected with the rigid broadcast schedule of media content”—make it
difficult for a user to navigate through and select multimedia content. EX1005,
[0005]. Moreover, some media content “may be serial in nature” and when such
content is viewed out of sequence it can cause the viewer “to be confused or lose

interest in the media content.” EX1005, [0005]. Accordingly, it “would be
10
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desirable to provide systems and methods for monitoring a user’s viewing progress
of a user-selected series of related programs.” Id., [0007].

Cordray discloses a similar solution as the *968 Patent—a system for
improving ease of use in how users locate and consume multimedia content from
multiple sources. EX1005, Abstract, [0036]; EX1003,962. Cordray’s system is able
to “track and report a user’s progress through a series of related programming,
such as a broadcast television series or a set of movie sequels,” thus allowing the
user to “efficiently navigate media selections and easily identify media that they
may desire.” EX1005, [0006], [0033]. FIG. 1 shows Cordray’s “interactive media

system”:

11
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EX1005, Fig. 1 (annotated).

production studios.” /d., [0039].

12

Network

113~

Cordray’s system includes one or more sources of digital content and user
equipment for receiving the same. EX1005, FIG. 1. The content sources (boxed in
green) may include programming sources 102, which provide digital content to
user equipment over a variety of communications paths. /d. “Programming sources
102 may be any suitable sources of television and music programming, such as

television broadcasters (e.g., NBC, ABC, and HBO) or other television or music
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In a “television-centric” distribution subsystem, user equipment devices
(boxed in red) “receive media (such as television, music, web pages, etc.) and other
data from distribution facility 104 over communications paths such as
communications paths 114, 116, and 118.” EX1005, [0037]-[0042]. Distribution
facility 104 is coupled to programming sources 102 over communications path
106.

In a “non-television-centric” distribution subsystem, “media such as video
(which may include television programming), audio, images, web pages, or a
suitable combination thereof, are provided to equipment of a plurality of users
(e.g., user equipment 108, user television equipment 110, and user computer
equipment 112) by server 130 via communications network 126 (which can be the
Internet). 1d., [0043]-[0044]. Server 130 is coupled through communications
network paths 132 and 134 to distribution facility 104, which in turn is coupled to
programming sources 102 over communications path 106.

Internals of user equipment (e.g., user equipment 108, user television

equipment 110, user computer equipment 112) are shown in FIG. 6:

13
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EX1005, Fig. 6 (annotated).

As shown in FIG. 6, components of the user equipment include control
circuitry 602 (comprising processing circuitry 606 and storage 608), input/output
604, and display 610. /d. Control circuitry 602 “executes instructions for an
interactive media guidance application or other interactive application (e.g., web
browser) from memory.” Id., [0096]-[0097]. Processing circuitry 606 “may be
based on one or more microprocessors, microcontrollers, digital signal processors,
programmable logic devices, etc.” Id., [0097]. “Memory (e.g., random-access
memory and read-only memory), hard drives, optical drives, or any other suitable

memory or storage devices may be provided as storage 608 that is part of control

14
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circuitry 602.” Id., [0096]. Input/output 604 “may be connected to one or more
communications paths . . ..” Id. Display 610 “may be a monitor, a television, or
any other suitable equipment for displaying visual images.” Id.., [0097].

An “interactive media monitoring application” (hereafter, the “monitoring
application”) running on the processing circuitry can “track the user’s viewing
progress through the series of related programs, such as a broadcast television
series made available via a VOD or DVR service.” Id., [0036]. To implement such
tracking, the monitoring application can “create and maintain user media profiles
that track the user’s progress through user-selected series of programming, episode
by episode, show by show, or game by game.” Id., [0102]. Specifically, the
monitoring application stores information in a data structure in memory, such as

media profile record 710 shown in FIG. 7B. Id., [0107].

712_ 714 _ _716 _718
\‘ N\ / /
' ' LAST
PROGRAM_ID L"ROGRESS POSITION ACTION
prog_id0001 1,3 null SK
prog_id0002 2,4 36:09 WA
710

prog_id0003 2,1 12:18 SC
prog_id0004 1,6 null SK
prog_id0005 3,2 17:49 BP

15
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EX1005, Fig. 7B (annotated in red).

Notably, Cordray’s system provides the same “bookmarking” and “chapter
selection” functionalities described in the 968 Patent. See EX1005, FIGS 1, 7, 11,
12, 14 and related narrative.

First, with regard to “bookmarking,” media profile record 710 includes a
“position” column 716 that tracks the user’s “elapsed viewing time” within a
program episode “if the user has not yet completed the entire episode . . . .” Id.,
FIG. 7B, [0107]. Such information is utilized to re-start content from where it was
interrupted. For example, as explained in relation to FIG. 12, which describes an
“illustrative display” screen, the “Last Action” column can display “position”
information—i.e., the “time or position” within the content where viewing was

interruption:

16
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MSO
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Add
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EX1005, FIG. 12. As the narrative concerning FIG. 12 states:

In some embodiments, last action column 1208 may also display the
user’s most recent viewing status. For example, if the user attempted
to view the program, but stopped the program before the program
completed, the “Interrupted” status may be displayed in last action
column 1208 along with the time or position within the program where
the [sic] was interrupted or stopped viewing the program. A link to
start the program where the user left off may also be displayed in last

action column 1208.

EX1005, FIG 12, [0129]. Thus, utilizing the “position indicator” information in the
media profile record, the monitoring application can start the next unwatched

portion of video content when content is interrupted or paused. EX1003,970.

17
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Second, with regard to the “find the next chapter or episode” functionality,
progress column 714 shown in FIG. 7 may contain the user’s “season number
and/or episode number” for a particular program. EX1005, [0107]. Such
information is utilized by the monitoring application to allow immediate access to
the next portion of content in the series. With reference to FIG. 11, such
information can be used so that the “user’s media profile may advance to the next
episode in the series.” Id., FIG. 11, [0122]. With reference to FIG. 12, “progress
column 1206 may display the next episode for the user to watch. A user may
highlight any entry in progress column 1206 to automatically present the next
unwatched episode in the series on the user equipment.” /d., FIG. 12, [0127].

Regarding automatically presenting the next unwatched episode in a series,
Cordray further describes that “if a user at the user equipment has watched only
episodes 1 and 2 of the series ‘24’ on the FOX® network via VOD or DVR
services, [the monitoring application] may assemble substitute content/data source”
to contain inter alia “other media content associated with watched episodes or the
next unwatched episode in the series (i.e., episode 3).” EX1005, [0115]. Thus, the
system of Cordray can automatically present the next unwatched episode tailored
to the user’s viewing experience as if viewed at broadcast-time. EX1003,972.

With its “bookmarking” and “find the next chapter or episode”

functionalities, Cordray’s system allows users to “efficiently navigate media

18
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selections and easily identify media that they may desire.” Id., [0033]. As
addressed below, Cordray discloses the same elements the Examiner believed to be
missing from the prior art of record during prosecution of the 968 Patent
application. EX1002, 28-29; EX1003,973.

As noted, Ground 1 primarily addresses “bookmarking” (i.e., pausing or
interrupting digital moving image contents and re-starting play from the same
spot). To the extent the Board agrees with Patent Owner’s argument in the
Litigation that the claims of the 968 Patent do not cover “bookmarking” but rather
only “finding the next chapter or episode of digital moving image content,”
Ground 2 addresses that argument.

2. Detailed Analysis
a. Claim 1

[1pre] “A receiving apparatus configured to receive digital moving image
contents from a provider of the digital moving image contents, the provider being
commutatively connected to the receiving apparatus, the receiving apparatus

comprising,” >

> Although it is unclear what “the provider being commutatively connected to the

receiving apparatus” means, it appears from the Litigation that Patent Owner is

interpreting this term to mean “the provider being communicatively connected to

the receiving apparatus.” See EX1009, Exhibit O, p. 1 (“[The] Accused Products

include a receiving apparatus configured to receive from Apple’s servers video
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To the extent the preamble is limiting, Cordray discloses this limitation.
EX1003,9975-82.

Cordray discloses a “receiving apparatus configured to receive digital
moving image contents” as shown in FIGS 1 and 6, illustrating “user equipment
devices 108, 110, and 112 which “may receive media (such as television, music,
web pages, etc.)” through connections with digital content providers. EX1005,

FIGS. 1-3, 5, 6, [0042]; EX1003,9976-78:

content via the Apple TV+ app, which is commutatively connected to the receiving
apparatus.”). For purposes of this proceeding only and without any concession that

it is correct, Petitioner addresses Patent Owner’s interpretation.
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EX1005, FIG. 1 (annotated); EX1003,976.
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EX1005, FIG. 6 (annotated); EX1003,976.

According to the *968 Patent, “digital moving image contents” includes
digital television programming and video content. See EX1001, 1:26-27 (“Typical
digital contents are digital moving image contents, which have been provided by
television stations through digital airwaves.”); 1:31-35.

Cordray’s user equipment devices can include a set-top box/recording device
(analog or digital) (FIG. 2), a television (FIGS. 3, 6), and/or a computer (FIGS. 4,
5, 6). EX1005, FIGS. 2-6; EX1003,978. Each of these user equipment devices is a
“receiving apparatus configured to receive digital moving image contents” because
each can receive digital television and other digital video content. EX1005,

[0035], [0038], [0042]; EX1003,978. “Media (e.g., television programming, music
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programming, other video and audio, and web pages) may be received via
input/output 604 (e.g., from programming sources 102, servers or other equipment,
such as server 130, service providers such as service provider 142, distribution
facility 104, etc.).” EX1005, [0096]. The functionality of the set-top box and
recording device(s) also may be integrated “into a television or personal computer
or other suitable device.” EX1005, [0082]. The user equipment devices 108, 110,
112 include processing circuitry, memory/storage, input/output, and display.
EX1005, FIGS. 2-6.

Cordray discloses that the media content (“digital moving image contents™)
received by each user equipment device (“receiving apparatus”) is communicated
through a connection from “a provider of the digital moving image contents,” such
as, programming sources 102 or distribution mechanism (e.g., server 130, service
provider 142, distribution facility 104, each of which “provides” television
programming or video content to the user. EX1005, FIGS. 1, 11, and related
narrative; EX1003,979. This is consistent with the 968 Patent’s description of a
“provider,” which includes, e.g., a “television station” or a “server station.”

EX1001, 4:59-62.
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Additional examples of “digital moving image contents” and “providers” of

the same are illustrated in FIG. 11;

MSO

Logo Welcome John! You Missed Several Programs Since your Last
Login. Please Review the List and Update your Media Profile.

| Today is Friday August 19 |

1102~ 1104~
Source Action
Content 11 gsh\d1l108\ - . A110
chedule ip iew
24, Season 3, Episode 4 FOX Viewing | Ahead Summary
Desperate Housewives, ABC Schedule Skip View
Season 2, Episode 2 Viewing | Ahead Summary
Ski Vi
Nip/Tuck, Season 1, Episode 5 FX s‘;::‘::; anod | | Summary
. FOX Schedule Skip View
MLB, World Series, Game 3 SPORTS Viewing | | Ahead Summary
Accept \Sﬂup R‘T:::r“e Cancel

/
/ 1112/ 1114)\ 1116 1118’

digital moving image contents G. 11 providers

EX1005, FIG. 11 (annotated); EX1003,980. In FIG. 11, the provider is a
“programming source” (e.g., ABC), while the digital moving image contents are
television programs (e.g., episodes/games or series). EX1003,980.

Cordray discloses “the provider being commutatively connected to the
receiving apparatus” because programming sources 102 and distribution facility
104 (“providers™) are connected to, and communicate with, user equipment
devices 108, 110, 112 (“receiving apparatus”) through communication paths 106,

114,116, 118, 132, 136, which “may be cables or other wired connections, free-
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space connections (e.g., for broadcast or other wireless signals), satellite links, or
any other suitable link or combination of links.” EX1005, [0042]; EX1003,981.
Likewise, service provider 142 and server 130 (also “providers’) are connected to
user equipment through communications network 126. /d., [0043]-[0044]. For
example, “[v]ideo-on demand content and video recorded using a network-based
video recorder arrangement may be stored on server 140 or server 130 or at service
provider 142 and may be provided to the user equipment when requested by
users.” 1d., [0062].

[1a] “a processor executing instructions to designate a part of the digital moving
image contents in the provider automatically or in response to a manual
operation;”

Cordray discloses this limitation. EX1003,9983-90.

Cordray discloses a “processor executing instructions” in that user

equipment devices 108, 110, 112 include processing circuitry 606:
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EX1005, FIG. 6 (annotated); EX1003,984. “Control circuitry 602 may be based on
any suitable processing circuitry 606 such as processing circuitry based on one or
more microprocessors, microcontrollers, digital signal processors, programmable
logic devices, etc.” Id., [0097]. Cordray discloses that control circuitry 602
(including processing circuitry 606) “executes instructions for an interactive media
guidance application or other interactive application (e.g., web browser) from
memory.” Id. The monitoring application “may . . . be integrated with an existing
interactive media guidance application, such as an interactive television program
guide.” Id., [0036]. Additionally, the monitoring application is “implemented at

least partially on user equipment.” Id., [0058]. As a POSITA would understand,
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processing circuitry 606 would be executing instructions for the monitoring
application on the user equipment. EX1003,984.

Cordray further discloses that the processing circuitry 606 executing the
monitoring application (“processor executing instructions’) “designate[s] a part of
the digital moving image contents in the provider.” EX1005, FIG. 7B, [0105]-
[0108]; EX1003.985. To keep track of “the user’s current viewing progress” and
“elapsed viewing time” for the content stored at a TV station, distribution facility,
or server (“digital moving image contents in the provider’), processing circuitry
606 may indicate a portion (“designate a part”) of the contents as viewed (or not
yet viewed) by way of a “position indicator” maintained in a “media profile record
710” associated with the user. EX1005, FIG. 7B, [0105]-[0108]; EX1003,985. The
media profile record may be “stored locally on the user equipment” in memory.

Id., [0058]. FIG. 7B shows an exemplary format for the media profile record:
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digital moving image contents Designations
_718
12 \ 74 / 716 p
PROGRAM_ID | PROGRESS | PosITION | ,LAST
- ACTION
prog_id0001 1,3 null SK
prog_id0002 2,4 36:09 WA
710
prog_id0003 2,1 12:18 SC
prog_id0004 1,6 null SK
prog_id0005 3,2 17:49 BP
AN A YA

EX1005, FIG. 7B (annotated); EX1003,985.

Media profile record 710 includes a program column 710, a progress column
714, and a position column 716. EX1005, FIG. 7B, [0107]. The programs
monitored by the monitoring application may be listed in program column 712. /d.
Position column 716 tracks the user’s “elapsed viewing time” within the episode
“if the user has not yet completed the entire episode . . . .” Id. (i.e. “bookmarking”).
By keeping track of “the user’s current viewing progress” and “elapsed viewing
time” for the video or television programming content using the position indicator
of column 716 in the media profile record 710, the processor is executing

instructions to “designate a part of the digital moving image contents in the
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provider.” EX1005, [0107]; EX1003,986. The user media profile “may be stored
locally” and the designations refer to media content that is available “in the
provider” (e.g., coming from a programming source 102 such as NBC, ABC, or
HBO). EX1005, [0039], [0058]; EX1003,986.

Cordray discloses that indications (“designations”) of media content can be
made “automatically.” In the “bookmarking” context, “an incomplete or
interrupted viewing may cause the interactive media monitoring application to save
state data about the user’s viewing progress to the user’s media profile (e.g., the []
monitoring application may save the user’s time position within the episode).”
EX1005, [0160]. Because the monitoring application can determine and store the
position indicator upon “interruption” without any input from the user, the
“designation” can be made “automatically” in Cordray’s system. EX1003,987.

Cordray further discloses that, alternatively, the indication or designation of
media content can be made “in response to a manual operation.” EX1005, FIG. 4,
[0083], [0129]; EX1003,988. FIG. 4 shows an “illustrative remote control 400 for
operating user television equipment 110” in FIG. 1. EX1005, FIG. 4, [0083]. This
remote control 400 may include, e.g., a “pause” key to stop play of digital moving
image contents. /d., [0083]. Thus, “if the user attempted to view the program, but
stopped the program before the program completed,” the “time or position within

the program where the [user] was interrupted or stopped viewing the program” is
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determined and can be presented to the user along with “[a] link to start the
program where the user left off.” Id., [0129]. Because the position indicator is
determined in response to the user affirmatively “stopping” the program content
(e.g., by pressing the “pause” key), the indication or designation is made “in
response to a manual operation.” EX1003,988.

Cordray further describes that control circuitry 602 may be controlled “using
user input interface 614,” which may be “any suitable user interface, such as a
mouse . . . or a remote control,” as seen in FIG. 6. EX1005, FIG. 6, [0098]. User
interface 614 can employ interactive display screens, e.g., as shown in FIGS. 10-
17, which “use commonly-used application selection objects such as hyperlinks,
buttons, lists, drop down boxes, and checkboxes.” EX1005, [0118].

[1b] “a memory that keeps information necessary for the processor to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”

Cordray discloses this limitation. EX1003,9991-97.
Cordray discloses a “memory” in that that each of user equipment 108, 110,
112, has storage 608, which is “[m]emory (e.g., random-access memory and read-

only memory), hard drives, optical drives, or any other suitable memory or storage

devices.” EX1005, FIG. 6, [0097].
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EX1005, FIG. 6 (annotated); EX1003,992.

Storage or memory within the user equipment “keeps information” such as,
for example, a media profile record 710. EX1005, FIG. 7B, [0102]-[0108];
EX1003,993. “Media profiles may be stored locally at the user equipment . . ..”
EX1005, [0105]. Further, “[m]edia profiles may be stored in any convenient
fashion (e.g., as records in one or more relational databases, as lists in memory,
and/or as files on a hard drive or other storage media).” EX1005, [0106]. For each
program the user is viewing, the media profile record 710 contains “information”
for identification of the program, as shown in program column 712, progress
column 714, position column 716, and last action column 718, as seen in FIG. 7B.

1d., [0107].
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prog_id0003 2,1 12:18 sC
prog_id0004 1,6 null SK
prog_id0005 3,2 17:49 BP

EX1005, FIG. 7B (annotated); EX1003,993.

Cordray further discloses that the media profile record (“information”)
stored in memory is “necessary for the processor to automatically designate a
succeeding part of the digital moving image contents to a viewed part of the digital
moving image contents.” EX1003,994. The information in media profile 710 keeps
track of or indicates the “user’s current viewing progress” through TV
programming (“digital moving image contents’). EX1005, FIG. 7B, [0058]. The
portion of programming the user has already watched is “a viewed part of the
digital moving image contents”; and the portion that the user has not yet watched is

“a succeeding part of the digital moving image contents.” EX1003,994. As
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mentioned, in the “bookmarking” context, “an incomplete or interrupted viewing
may cause the interactive media monitoring application to “save the user’s time
position within the episode” so that the user can “start the episode at the point the
user was interrupted.” EX1005, [0160]. Because the monitoring application can
store the position indicator for the content without any input from the user, the
“designation” is made “automatically” in Cordray’s system. EX1003,994. This
information is “necessary for the processor to automatically designate” the part of
the content that the user has not yet been watched (“a succeeding part of the digital
moving image contents’) to the already-watched portion of the contents (“viewed
part of the digital moving image contents’) in that the processing circuitry 606
(“processor”) uses the information to resume play for as-yet-unviewed content. See
[1c]; EX1005, [0081], [0107]; EX1003,994. For example, the monitoring
application “may analyze position and progress data in media profile record 710 to
determine the user’s position within an episode.” EX1005, [0160]. This data
(“information”) is used to restart play at the appropriate location, as described with

reference to FIG. 12:
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EX1005, FIG. 12; EX1003,994.

With respect to “bookmarking,” “if the user attempted to view the program,
but stopped the program before the program completed, the ‘Interrupted’ status
may be displayed in last action column 1208 along with the time or position within
the program where the [] was interrupted or stopped viewing the program. A link
to start the program where the user left off may also be displayed in the last action
column 1208.” EX1005, [0129].

Thus, Cordray’s utilization of the user’s media profile “allows the user to

seamlessly pause and resume television viewing.” EX1005, [0081]. The

information of the media profile is “necessary for the processor to automatically
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designate a succeeding part of the digital moving image contents to a viewed part
of the digital moving image contents.” EX1003,996.

[1c] “a designation software controller configured to control the memory to keep
the information in response to a termination of viewing the viewed part and
control the processor to automatically designate the succeeding part of the digital
moving image contents when the viewing starts again;”

Cordray discloses this limitation. EX1003,9999-107.

Cordray discloses a “designation software controller” in the form of the
monitoring application running on processing circuitry 606. EX1003,999. First, the
monitoring application is a “controller” because the monitoring application
controls various aspects of operation of the user equipment device, including the
storage of designation information (progress and position indicators) in memory:
“[t]he monitoring application may update the user’s profile to reflect the user’s
new viewing progress.” EX1005, [0104]. As discussed, “[m]edia profiles may be
stored locally at the user equipment . . ..” Id., [0105]. “Records 700 and 710 may
be stored in any convenient data structure and on any suitable storage or memory
device.” Id., [0108]. This is consistent with descriptions of the monitoring
application being used to “control” features associated with a user’s stored
progress information. For example, “[t]he monitoring application may compare
progress data stored in media profile record 710 with data associated with available

forums and control the membership of the forum or community as new users
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request access to the forum or community.” EX1005, [0156]; see also id., [0102]-
[0108], [0112]; EX1003,999.
Second, the monitoring application is “software” because it “may be

29 ¢¢

provided” using “operating system software,” “middleware software,” and/or
“application-level software.” EX1005, [0059]; EX1003,9100.

Third, one of the operations the monitoring application controls is
“designating” parts of digital moving image content with a “position indicator” and
storing such designation in memory as part of the user media profile 710.
EX1003,9101. Thus, the monitoring application is a “designation software
controller.”

Further, Cordray discloses that the monitoring application is “configured to
control the memory to keep the information in response to a termination of viewing
the viewed part.” EX1003,9102. As in [1b], Cordray discloses “information” in the
form of the user media profile 710—identification of the program, the progress
indicator, and the position indicator—which is kept or stored in “the memory” or
storage 608 of the user equipment device. See e.g., [ 1b]. Cordray discloses that the
storage of the user media profile 710 in the memory can be controlled by the
monitoring application. EX1005, FIG. 6, [0097], [0108], [0106], [0157]-[0160];

EX1003,9102. For example, Cordray describes that the media profile 710 “may be

manipulated and maintained [i.e., ‘kept’] by the [monitoring application] or other
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applications resident on the user equipment.” EX1005, FIG. 6, [0097], [0108]. The
monitoring application “may determine if the current user’s media profile needs to
be updated” and, if so, controls the update of information in the memory of the

user equipment. EX1005, FIG. 18, [0106], [0157]-[0160]. This process of updating

the media profile is shown, inter alia, in FIG. 18 of Cordray, excerpted below:

1810

Media Profile
Display

Media Profile YES

1814
\

NO Update Media Profile

|

EX1005, FIG. 18 (excerpted); EX1003,9102. Thus, Cordray discloses that the
monitoring application is “configured to control the memory to keep” the media
profile (“information”). EX1003,9102.

Cordray further discloses that the monitoring application’s control of
memory in the user equipment to store the media profile is “in response to a
termination of viewing the viewed part.” EX1003,9103. As in [1b], Cordray
discloses “the viewed part” of a program, series, or episode because a user may

have already watched some portion of a program, series, or episode. See e.g., [1b].
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Once that portion of content has been viewed and the viewing stops, the
monitoring application controls the memory to update the media profile “in
response to” that “termination of viewing” so that the progress and position
indicators for the content reflect the user’s current viewing progress and the
elapsed viewing time. EX1005, FIG. 7B, [0102]-[0108], [0160]. “[A]n incomplete
or interrupted viewing may cause the [monitoring application] to . . . save the
user’s time position within the episode.” /d. (“bookmarking”). Id., [0160]. Thus,
the monitoring application stores the updated media profile “in response to a
termination of viewing the viewed part.” EX1003,9103.

Cordray further discloses that the monitoring application “control[s] the
processor to automatically designate the succeeding part of the digital moving
image contents when the viewing starts again.” EX1003,9104. As in [1b], Cordray
discloses that the monitoring application controls the “processor to automatically
designate the succeeding part of the digital moving image contents” because
Cordray describes that processing circuitry 606 of the control circuitry 602 on the
user equipment may use the information in the media profile record 710 (including
information regarding the identification of the program, the progress indicator, and
the position indicator) to resume play for as-yet-unviewed content for a program,
series, or episode. See e.g., [1b]. Cordray discloses that the monitoring application

can “control the processor” to carry out this “designat[ing]” because a POSITA
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would understand the monitoring application controls the operation of the
processing circuitry—e.g., in making computations, directing storage of records,
and the like. EX1005, [0036], [0058], [0097]; EX1003,9103; EX1008 (describing
user equipment operations that “may be driven by software on the receiver
controller”).

Cordray discloses that this designation occurs “when viewing starts again”
because it describes that the processing circuitry 606 uses the information in the
media profile record 710 to play the as-yet-unviewed content of a program, series,
or episode when the user resumes viewing. EX1003,9105. FIG. 12 illustrates a user

media profile viewing progress screen 1200. EX1005, FIG. 12, [0126]-[0130].

MSO
Logo . .
John's Media Profile
[Today is Friday August 18 |
<1204 1206 1/1 208
~ Content Current Progres{s Last Action
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24 Season 3, Episode 3 Skipped Ahead ﬁ
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Nip/Tuck Season 1, Episode 4 Viewed Summary
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CNN Market Recap Wed., August 17 Skipped Ahead @
Add
Content Setup Cancel
1210 121 214
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EX1005, FIG. 12. The exemplary screen shown in FIG. 12 can be used by the user
to restart interrupted/paused content at a designated location or to start the
designated next episode. With regard to the latter, Cordray states:

For example, if the user attempted to view the program, but stopped the
program before the program completed, the “Interrupted” status may be
displayed in last action column 1208 along with the time or position
within the program where the was interrupted or stopped viewing the
program. A link to start the program where the user left off may also be

displayed in last action column 1208.

EX1005, [0129].

Cordray further discloses the automatic designation of the next portion of
content to be played “when the viewing starts again” with respect to FIG. 14.
EX1005, FIG. 14, [0142]-[0143]; EX1003,9106. FIG. 14 shows a “reminder”
screen based on the user’s preferences and recorded progress within one or more
series of related programs. EX1005, [0141]-[0142]. This reminder screen allows
the user to “Watch It Now” and view the next unviewed episode in chronological

order:
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MSO
Logo John's Media Profile Reminder:

Nip/Tuck

| Today is Friday August 19 |
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You Missed Nip/Tuck (FX), Season 3, Episode 4. Be Sure to Watch the
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Episode 5 is Showing: Monday, August 22 at 10:00 PM (FX)

Watch it Schedule Ski View Bump
Now Viewing P Summary Profile
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Setup Cancel
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EX1005, FIG. 14 (annotated).

[1d] “a receiver of the designated succeeding part of the digital moving image
contents in response to the designation by the processor; and” °

6 Although it is unclear what the term “a receiver of the designated succeeding part
of the digital moving image contents in response to the designation by the
processor” means, it appears that the Patent Owner interprets it to mean “a
receiving element configured to receive the designated succeeding part of the
digital moving image contents in response to the designation by the processor.”
For purposes of this proceeding only and without waiver, Petitioner addresses

Patent Owner’s interpretation.
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Cordray discloses this limitation. EX1003,99108-114.

Cordray discloses a “receiver” in that the user equipment can have an
input/output and one or more tuners or similar receiving circuitry that receive
digital content. EX1005, FIGS. 2-6, [0066], [0076], [0089], [0096]-[0097];
EX1003,9109. Regarding the input/output, Cordray states: “Media (e.g., television
programming, music programming, other video and audio, and web page) may be
received via input/output 604 (e.g., from programming sources 102, servers or
other equipment, such as server 130, service providers such as service provider
142, distribution facility 104, etc.).” EX1005, FIG. 6, [0096]. The input/output 604

1s shown in FIG. 6:

Input/output (“receiver’) Storage

(e.g., RAM, ROM, Hard Disk,
Removable Disk, etc.)

60t 606
(
T Processing
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EX1005, FIG. 6 (annotated); EX1003,9109. Cordray’s description of input/output
604 1s substantively consistent with the 968 Patent’s description of input/output
interface 16. See EX1001, FIG. 1, 5:2-5 (“Input/output interface 16 serves as a
receiver for inputting data of digital moving image program contents stored in data
base 32 of server station 9 downloaded by way of internet 8.”).

Cordray further explains that “one or more analog tuners, one or more
MPEG-2 decoders or other digital video circuitry, or any other suitable tuning or
video circuits or combinations of such circuits” (collectively, “receiving circuitry”)
may be “used by the user equipment to receive . . . a particular television or music
channel or other desired audio and video content (e.g., video-on-demand content or
requested network-based or local video recorder playback).” EX1005, [0097].
Taken individually or in combination, the input/output 604 and the receiving
circuitry are “receiver(s)” of digital moving image contents. EX1003,9110.

The input/output 604 and the receiving circuitry (“receiver(s)”) receive “the
designated succeeding part of the digital moving image contents in response to the
designation by the processor.” EX1005, FIG. 2-6, 7B, 12, 14 and related narrative;
EX1003,9111. As in [1b] and [1c], Cordray discloses “the designated succeeding
part of the digital moving image contents” because the processing circuitry 606

uses progress and position indicators in the media profile record to determine the
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user’s viewing progress or position in program, series, or episode so that a user can
resume play for as-yet-unviewed content. See e.g., [1b], [1c].

As-yet-unviewed content can be received from a source external to the user
equipment. For example, in a disclosed arrangement including a “network-based
video recorder,” video can be recorded “on network equipment such as server 130,
140, or equipment at service provider 142,” while supporting “functions such as
fast-forward, rewind, pause, play, and record” from the user equipment. EX1005,
[0094]. Based on this disclosure, a POSITA would understand that such
“designated succeeding part of the digital moving image contents” is received by
the input/output and receiving circuitry (“receiver(s)”’) of the user equipment over
the network when play resumes for the as-yet-unviewed part of a program, starting
from the user’s current viewing position. EX1003,9112.

Additionally, the input/output and receiving circuitry receive the “designated

99 ¢¢

succeeding part of the digital moving image contents” “in response to the
designation by the processor.” Whether play is paused or interrupted, play can be
resumed from the “bookmarked” location from the network-based video recorder
based on the designation by the processor (i.e., the position indicator).

EX1003,9113.

[1e] “a display configured to display the succeeding part of the digital moving
image contents received by the receiver.”

Cordray discloses this limitation. EX1003,99115-118.
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Cordray discloses a “display” in that it describes, for example, that the user
equipment 108, 110, 112 may include display 610. EX1005, FIGS. 1-3, 5, 6,
[0075]-[0076], [0081], [0085], [0089], [0097]. Display 610 may be “a monitor, a

television, or any other suitable equipment for displaying visual images.” EX1005,

FIG. 6, [0097].

108, 110, 112

Storage
(e.g., RAM, ROM, Hard Disk,
Removable Disk, etc.)

Sot 606
(
Processing
Circuitry

614 RN [SUSRRPRN ISR
(
User Input (510 ( 612
Interface

Display Speakers
display

EX1005, FIG. 6 (annotated); EX1003,9116.

Cordray further discloses or teaches that its display is “configured to display
the succeeding part of the digital moving image contents received by the receiver.”
EX1003,9117. As in [1b]-[1d], Cordray discloses “the succeeding part of the

digital moving image contents received by the receiver” in that the input/output
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and receiving circuitry of the user equipment receive the as-yet-unviewed part of a
program, series, or episode when the user resumes play of the content. See e.g.,
[1b]-[1d]. Cordray discloses that such content is displayed on the display 610:
“Television programming and other video and on-screen options and information
may be displayed on display 610.” EX1005, [0097]. Thus, the display 610 is
“configured to display” the as-yet-unviewed part of a program, series, or episode
when the user resumes play of the content (“the succeeding part of the digital
moving image contents received by the receiver”). EX1003,9117.

b. Claim 2

[2] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by
the selected provider.”

Cordray discloses this limitation. EX1003,99119-122.

As in [1a], Cordray discloses that the “processor is configured to designate
the part of the digital moving image contents” in the form of processing circuitry
606 executing the monitoring application in user equipment devices 108, 110, 112.
See e.g., [1a]. As in [1pre], Cordray discloses “provider(s)” because it describes
programming sources 102 (e.g., NBC, ABC, and HBO), distribution facility 104,
server 130, and service provider 142, each of which provides media content to the

user equipment device. EX1005, FIG. 1 and related narrative; EX1003,9120.
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Cordray further discloses that the designation of a part of the content as
viewed (or not yet viewed) is made “by selecting the provider, wherein the part of
the digital moving image contents is provided by the selected provider.”
EX1003,9121. FIG. 11 of Cordray shows an access summary screen 1100 that
“may list the programs or other media content that the user has missed since the
user’s last log-in to the [monitoring application]” (“part of the digital moving
image contents”). EX1005, FIG. 11, [0122]; EX1003,9121. These programs “may
correspond to programs the [monitoring application] is monitoring for the current
user (1.e., programs, series, or other media content the user has included in the
user's media profile to be monitored).” EX1005, FIG. 11, [0122]. The media
content may originate from various “providers” including programming sources
102, which “may be any suitable sources of television and music programming”
(e.g., FOX, ABC, FX, etc.). Id., FIG. 11, [0039], [0122]. As Cordray explains,
“[s]ource column 1104 lists the channel or source of the media content in content

column 1102.” EX1005, FIG. 11, [0122].
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MSO

Logo Welcome John! You Missed Several Programs Since your Last
Login. Please Review the List and Update your Media Profile.

| Today is Friday August 19 |

1102~ 104~
Content Source IHDG\ 1108-, Action (11 10
Schedule Skip View
24, Season 3, Episode 4 FOX Viewing | Ahead Summary
Desperate Housewives, ABC Schedule Skip View

Season 2, Episode 2 Viewing | Ahead Summary

Schedule Skip View
Viewing | Ahead Summary

Nip/Tuck, Season 1, Episode 5 FX

FOX Schedule Skip View
SPORTS Viewing | Ahead Summary

MLB, World Series, Game 3J

/ Accept I\Sa‘lup Reﬂr::rl'ﬁe Cancel
/ 1112/ 1114& 1116 1118’
4

“digital moving image contents” providers

EX1005, FIG. 11 (annotated); EX1003,9121. Because the programs are monitored
by the monitoring application and are correlated to their respective sources or
providers, the designation of the programs as viewed (or as not yet viewed) is
made by selecting a source for the programs (“selecting the provider”).
EX1003,9121. As Cordray explains: “the [monitoring application] may update the
appropriate entry in the user’s media profile to reflect the completion of the
episode. In some embodiments, a user is associated with one media profile
containing all the user-selected media content to be monitored.” Id., [0103]. As a
POSITA would understand, the monitoring application selects the provider from

among potentially many providers included in the media profile in order to
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designate the contents. EX1003,9121. Columns 1102 and 1104 of FIG. 11 show
that the part of a program designated as viewed (or not yet viewed) is provided by
a particular source (“wherein the part of the digital moving image contents is
provided by the selected provider”). EX1005, FIG. 11, [0122]; EX1003,9121.

c.  Claim3
[3] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule
table.”

Cordray discloses this limitation. EX1003,99123-128.

As in [1a] and [2], Cordray discloses “the processor is configured to
designate a part of the digital moving image contents provided by the provider” in
that processing circuitry 606 in user equipment devices 108, 110, 112 runs the
monitoring application, which designates a part of a program or a series from a
provider, such as NBC, ABC, HBO, FOX, ABC, FX, etc. See e.g., [1a], [2].

Cordray further discloses that the content from the provider (“digital moving
image contents provided by the provider”) can be provided and received “by
streaming technology” because the user equipment “may contain a television or
video card, such as a television tuner card, for decoding analog, digital, and high-

definition television channels and for handling streaming video content.” EX1005,

[0090]; see also id., [0049]; EX1003,9125.
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The designation or selection of media content by the processing circuitry
running the monitoring application is made “in accordance with a program
schedule table.” EX1003,9126. Cordray discloses a “program schedule table,”
e.g., in FIG. 11, which illustrates a summary screen displaying the “programs the
interactive media application is monitoring for the current user (i.e., programs,
series, or other media content the user has included in the user's media profile to be

monitored).” EX1005, FIG. 11, [0122].

MSO
Logo Welcome John! You Missed Several Programs Since your Last
Login. Please Review the List and Update your Media Profile.
| Today is Friday August 19 |
1102~ 1104~ _
Source Action
Content 11 _gsh\d1l1 08—, - . A11p
chedule ip iew
24, Season 3, Episode 4 FOX Viewing | Ahead Summary
Desperate Housewives, ABC Schedule Skip View
Season 2, Episode 2 Viewing | Ahead Summary
. Schedule Skip | View
Nip/Tuck, Season 1, Episode 5 FX Viewing | Ahead Summary
. FOX Schedule Skip View
MLB, World Series, Game 3 SPORTS Viewing Ahead Summary
/ Accept Setup Reﬂr::lrfde Cancel
/ 112/ mse e g/
FIG. 11

“program schedule table”

EX1005, FIG. 11 (annotated); EX1003,9126. The table shown in FIG. 11 allows
the user to select one or more actions with respect to the programs, including

“schedule viewing,” and as such, the table is “a program schedule table.” EX1005,

50



Petition for Inter Partes Review of U. S. Patent No. 9,948,968

FIG. 11, [0122]; EX1003,9126. Furthermore, any designation or selection of a
program from the table of FIG. 11 is made “in accordance with a program
schedule table.” Id. Specifically, the monitoring application “may . . . be
integrated with an existing interactive media guidance application, such as an
interactive television program guide.” Id., [0036]. The monitoring application
“may use guidance application data, such as program schedule and content data, as
well as other data associated with media content in the media delivery system to
filter media content and other information (e.g., web or Internet data) so that this
content and information is consistent with the user’s viewing progress.” Id.

FIG. 14 also shows a “program schedule table,” indicating when the next
episode will air and offering the option to “schedule viewing” of the series or

otherwise “Watch it Now” (e.g., streaming on demand):
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MSO
Logo

| Today is Friday August 19 |

1402——

John's Media Profile Reminder:
Nip/Tuck

You Missed Nip/Tuck (FX), Season 3, Episode 4. Be Sure to Watch the
Show Before Episode 5 is Aired, or Select One of the Options Below.

Episode 5 is Showing: Monday, August 22 at 10:00 PM (FX)

EX1005, FIG. 14 (annotated); EX1003,9127.

d.

[4] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate an optional part of the digital moving image contents in

Claim 4

response to the manual operation.”

Cordray discloses this limitation. EX1003,99129-133.

As in [1a], Cordray discloses that the “processor is configured to designate a
part of the digital moving image contents...in response to a manual operation”
because the processing circuitry 602 may receive manual user input for designating

programs for viewing through user interface 614 (e.g., mouse . .

Watch it Schedule Ski View Bump
Now Viewing P Summary Profile
1404~ 1406’ 1408’ 14107 V1412
Setup Cancel
1414J 141 6'}

. remote control”)

as seen in FIGS. 4 and 6. See [1a]; EX1005, FIG. 6, [0098]; EX1003,9130.
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The media content manually selected by a user can be “an optional part of
the digital moving image contents” because Cordray describes that various
“options may be presented to a user for watching a program or series of programs
on a time-shifted basis,” where such options include “show[ing] the user a
summary (video/highlights, text, or a combination of the two) of this episode (e.g.,
via tvguide.com, or TV Guide Spot) so that the user can keep up with the series
even though the user does not wish to watch this entire episode,” and “skip[ping]
this episode.” EX1005, FIG. 11, [0122]-[0123]; EX1003,9131. Moreover, the
system of Cordray supports functions such as “pause, stop, fast-forward and
reverse” to navigate through content. EX1005, [0083]. Any portion of content
that a user chooses not to watch (e.g., by skipping over) is an “an optional part of
the digital moving image contents.” EX1003,9131. Cordray’s disclosure of
skipping over or shifting content is consistent with the *968 Patent, e.g.: “[T]he
position of the digital moving image content to start with is optionally shifted from
the position currently displayed. The position to be optionally shifted includes the
beginning of the content.” EX1001, 8:14-18. EX1003,9131.

Cordray discloses that the designation of content to be skipped (“an
optional part of the digital moving image contents”) can be made “in response to
the manual operation” because Cordray describes that the various “options may be

presented to a user” for manual selection, as seen for example, in FIG. 11:
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MSO

Logo Welcome John! You Missed Several Programs Since your Last
Login. Please Review the List and Update your Media Profile.

| Today is Friday August 19 |

1102~ 1104~
Content Source 1106 11 DE Action (1 110
[Schedule Ski View
24, Season 3, Episode 4 FOX Vlawingj Aha: d Summary
Desperate Housewives, ABC Schedule|| [ Skip View
Season 2, Episode 2 Viewin Ahead Summary
Ski Vi
Nip/Tuck, Season 1, Episode 5 FX s\;::‘::'g‘j Ao | | sumomary
. FOX Schedule | Skip View
MLB, World Series, Game 3 SPORTS ViawinLI Ahead Summary

Accept Setup ROT;I:;MQ Cancel
112/ 1ms 116 e’
FIG. 11

EX1005, FIG. 11, [0123]. “To skip the episode and advance the user’s media
profile as if the episode had been watched, the user may select skip selection
1108.” Id., [0122]. All this “optional content” can be selected and viewed by the
user (or not). EX1003,9132.

e. Claim 5

[Spre] “A receiving method configured to receive digital moving image contents
from a provider of the digital moving image contents, the receiving method
comprising:”

As in [1pre], Cordray discloses “receiv/ing] digital moving image contents
from a provider of the digital moving image contents” in that the user equipment

device 108, 110, 112 is a receiving apparatus that can receive media content from
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programming sources 102, distribution facility 104, server 130, or service provider
142. EX1005, FIG. 1; EX1003,99134-135.

100

providers
142 A \
rvice
146 | //Prﬁider (144 (102
130 / Programming

€ 1] Sources
Server 124 Data
Source

106
132 Ci20 »
Ve 122
126 / Communications ]
h( Network 104 ¢
RN (
Distribution Facility
140\_‘ Server
128 119
- 8w L - = \‘_"
114 116 1182
108\) 110) I 112\
User User
H e User ¢ Television Computer
quipmen Equipment Equipment
|4
\ 136+
\ ] 138
\ / 139“/ 4me
\ | Network
receiving apparatus 113

EX1005, FIG. 1 (annotated); EX1003,9134.

Cordray further discloses a “receiving method configured” for the same in
that it describes one or more methods corresponding to the operation of Cordray’s
system and apparatus. EX1005, FIGS. 1, 6, 18-20, Abstract (“Systems and

methods for monitoring a user’s viewing progress of media in a series are
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provided.”). For example, FIGS. 18-20 of Cordray are flowcharts of “illustrative

processes.” EX1005, FIGS. 18-20, [0030]-[0032]; EX1003,9135. See also [1pre]-

[le].

[Sa] “a step of executing, by a computer processor, instructions to designate a
part of the digital moving image contents in the provider automatically or in
response to a manual operation;”

The processing circuitry 606 of Cordray performs this step. See [1a].

EX1003,9136.

[Sb] “a step of keeping information necessary for the executing step to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”

See [1b]. EX1003,9137.

[Sc] “a step of controlling the keeping step to keep the information in response to
a termination of viewing the viewed part and control the executing step to
automatically designate the succeeding part of the digital moving image contents
when the viewing starts again;”

See [1c]. EX1003,9138.

[5d] “a step of receiving the designated succeeding part of the digital moving
image contents in response to the designation by the executing step; and”

See [1d]. EX1003,9139.

[Se] “a step of displaying the succeeding part of the digital moving image
contents received by the receiving step.”

See [1¢]. EX1003,9140.

f. Claim 6
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[6] “The receiving method according to claim 5, wherein the executing step is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by

the selected provider.”

See [2]. EX1003,9141.

g. Claim 7

[7] “The receiving method according to claim 5, wherein the executing step is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule

table.”

See [3]. EX1003,9142.

h. Claim 8

[8] “The receiving method according to claim 5, wherein the receiving method is
further configured to designate an optional part of the digital moving image
contents in response to the manual operation.”

See [4]. EX1003,9143.

i Claim 9

[9pre] “A receiving system configured to receive digital moving image contents
from a provider of the digital moving image contents, the provider being

commutatively connected to the receiving system, the receiving system

comprising:” "

To the extent the preamble is limiting, Cordray discloses as in [1pre].

EX1003.9144.

7 See footnote 3 above.
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[9a] “a processor executing instructions to designate a part of the digital moving
image contents from the provider automatically or in response to a manual
operation;”

See [1a]. EX1003,9145.

[9b] “a memory that keeps information necessary for the processor to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”

See [1b]. EX1003,9146.

[9¢] “a designation software controller configured to control the memory to keep
the information in response to a termination of viewing the viewed part and
control the processor to automatically designate a succeeding part of the digital
moving image contents when the viewing starts again;”

See [1c]. EX1003,9147.

[9d] “a receiver of the designated succeeding part of the digital moving image
contents in response to the designation by the processor; and” ®

See [1d]. EX1003,9148.

[9e] “a display configured to display the succeeding part of the digital moving
image contents received by the receiver.”

See [1e]. EX1003,9149.

je Claim 10

[10] “The receiving system according to claim 9, wherein the processor is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by
the selected provider.”

8 See footnote 5 above.
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See [2]. EX1003,9150.

k. Claim 11

[11] “The receiving system according to claim 9, wherein the processor is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule
table.”

See [3]. EX1003,.9151.

I Claim 12

[12] “The receiving system according to claim 9, wherein the processor is
configured to designate an optional part of the digital moving image contents in
response to the manual operation.”

See [4]. EX1003,9152.

B. Ground 2: Claims 1-12 are unpatentable over Cordray in view of
Wiser

As in Ground 1, Cordray in view of ordinary skill in the art reads on all
limitations of the Challenged Claims of the *968 Patent as interpreted to cover
“bookmarking.”

To the extent that the Board agrees with Patent Owner’s interpretation in
Litigation that the claims of the 968 Patent cover “finding the next chapter or
episode,” all Challenged Claims of the 968 Patent are also obvious over Cordray

in view of Wiser as set forth in this Ground 2.
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1. Wiser

Wiser, titled “Viewer Interface for a Content Delivery System,” was filed on
April 14, 2008, and published on February 4, 2010. EX1008, (43), (54). Wiser was
not identified during prosecution of the 968 Patent. EX1001, (56); EX1002.

As background, Wiser explains that “[1]n addition to television programming
content and on-demand movie content, viewers are also increasingly interested in
viewing audio and visual data such as video clips posted by others for sharing on
the Internet. There is currently not one service provider available in the market to
allow a viewer to view live television, on-demand movie content, and internet
video clips.” EX1006, [0065]. To address this purported need, Wiser “describes a
method and system of delivering audio visual programming data including linear
content that can be viewed in real-time as the content is received, non-linear
content such as television programs, movies, etc. that are intended for time-delayed
viewing, and video clips share by others on the Internet.” /d., [0066].

The architecture of Wiser’s system is shown in FIG. 1:

60



Petition for Inter Partes Review of U. S. Patent No. 9,948,968

| 121
Satellite / o~ N -
Cable TV Other Video Storage (112) Affliate(s) L;—& k
Content (101) | | content (102) (109) '
' “y
| Reception
! - System
Content . | (113a) *
Preparation / L Storage (120) !
Modification | Linear Content . e ———
[ " Affiliate and
1 S | [ e
' -y System (110)
| System (108)
F : T

Delivery and

. Personalization) | .
(107) 1(1188) || Storage
. S (115B)

L
Storage (105) ’éﬁﬂe%
1 r
| (119)

Programming #.Q
Interface | [st8 |
1 { :
(106) | [(117¢) |

[ POP Storage
Fig. 1 100 {a18c)| (115¢)

Nonlnaar Content
Content |
[ |
Management PDP Module :
System (104) icti - § i
(Predictive 1
- ' Ly |
I le e H ™~

EX1006, FIG. 1 (annotated); EX1003,9157.

As shown, “affiliates” (109), which may include a “local broadcast network
belonging to a nation-wide broadcast network (e.g. ABC, CBS, NBC, etc.),”
provide both “linear” (i.e. synchronous) and “non-linear” (asynchronous) digital
moving image content (e.g., television shows) to various users. EX1006, [0077]-
[0079]. Content is available over digital broadcast implementations, or over a
network such as the Internet. Users receive the digital content through a receiving
apparatus that comprises a “receiver controller/set-top-box (STB).” Id., [0069].

FIG. 2 illustrates the various delivery and reception options:
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As to each receiver controller STB, FIG. 6 provides a block diagram:
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Fig. 6

EX1006, FIG. 6; EX1003; q9160-161.

As shown, each receiver controller/STB contains an antenna subsystem
(602), broadcast tuners (605), a playout manager (609) and a PDP Module (610).
PDP stands for “Predictive Delivery and Personalization.” Id., [0108]. Each

receiver controller/STB also includes a user interface (UI). Id., FIG. 6.
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An exemplary screenshot of user interface 2800 is shown in FIG. 28:

FIGURE 28

EX1006, FIG. 28; EX1003,99162-163.

FIG. 28 of Wiser displays a menu screen called “John’s My Shows,” which
“presents contents specifically tailored for the user John.” EX1006, [0270]. UI
2800 shown in FIG. 28 is designed to “maintain viewer engagement.” Id., [0335].
As Wiser explains, “Ul 2800 provides for a smooth transition between the time
viewers sign off from their personal profiles and when they later return to their
personal profiles.” Id. This can include automatically tuning to the viewers’ most
recently watched live channel, or to “resume playing” an unfinished recorded
program or movie rental (i.e., bookmarking). /d. EX1003,9163.
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In addition, “UI 2800 also provides for a smooth transition from one content
to another when a viewer finishes watching a selected content with or without
viewer intervention” (i.e., “chapter selection™). Id., [0336]. Wiser explains:

[W]hen a program from the “My Top Shows” stack 3202 finishes
playing, the next program from stack 3202 will automatically begin to
play if the viewer makes no other selections. Similarly, when a program
from the ‘My Channels’ stack or the “My Scheduled TV” stack finishes
playing, the next program from that stack may automatically begin to

play if the viewer makes no other selections.

Id. Thus, the system disclosed in Wiser can automatically begin playing the next
portion of designated content (episode, etc.) without any user action.
EX1003,9164.

2. Motivation to Combine

A POSITA would have found it obvious, and indeed would have been
motivated, to combine the teachings of Cordray and Wiser. EX1003,9[4165-171.

Cordray describes a “media delivery system [that] allows users at user
equipment ... to view media content at virtually any user-selected time.” EX1005,
[0099]. Cordray’s system is able to “track and report a user’s progress through a
series of related programming, such as a broadcast television series or a set of

movie sequels,” thus allowing the user to “efficiently navigate media selections

and easily identify media that they may desire.” EX1005, [0006], [0033].
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Cordray’s system “may create and maintain user media profiles that track
the user’s progress through user selected series of programming, episode by
episode, show by show, or game by game.” EX1005, [0102]. Information in the
media profile is utilized by Cordray’s system to allow immediate access to the next
portion of content in the series. Thus, for example, “[a] user may highlight any
entry in progress column 1206 to automatically present the next unwatched episode
in the series on the user equipment.” Id., [0127]. Moreover, “if a user at the user
equipment has watched only episodes 1 and 2 of the series ‘24’ on the FOX®
network via VOD or DVR services,” the system may assemble additional content
including “the next unwatched episode in the series (i.e., episode 3).” EX1005,
[0115]. To “present the next unwatched episode in the series,” a user may interact
with a display screen by selecting a “watch button,” as shown in FIG. 14. /d., FIG.
14, [0128]; EX1003,9167.

To the extent Patent Owner argues that Cordray does not explicitly disclose
automatically beginning play of a “next episode,” a POSITA would have
recognized that requiring a user to perform the extra step of “highlight[ing] any
entry” in a progress column or selecting a “watch button” or could result in a
poorer experience for a user because it interrupts the user’s viewing of “media
content [that] may be serial in nature,” where “[s]erial programming is any

programming containing a temporal component, such as a recommended order of
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viewing.” EX1005, [0005], EX1003,9168. A POSITA would understand that some
users may consider serial programming to be one long show, and would prefer to
see the episodes one after another directly, with no required manual intervention,
such as pressing a “watch button” after each episode completes. Moreover, this
extra step of pressing a “watch button” after each episode may cause the user to
lose interest in viewing, and the user might take that opportunity between episodes
to stop watching or switch over to a different program. EX1003,9168. From the
perspective of a content provider or creator of the serial programming, who would
prefer that the user keep watching its programming rather than switching to
another provider’s programming, it would be desirable to keep the user engaged.
1d. A POSITA would thus be motivated to look for technology that addresses these
issues in Cordray’s system. /d.

Wiser’s automatic-next-content play feature provides just that technical
solution. EX1003,9169. With Wiser’s feature, when one program finishes playing,
“the next program from [a] stack may automatically begin to play if the viewer
makes no other selections.” EX1008, [0336]. It would have been obvious to a
POSITA to modify Cordray’s system to include the automatic-next-content play
feature of Wiser in order to enhance the experience of the user and to keep the user

engaged with the programming content. EX1003,9169.
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Cordray and Wiser both relate to content or media delivery systems.
EX1008, [0003] (“‘content delivery system”); EX1005, [0099] (“media delivery
system”); EX1003,9170. Because the automatic-next-content play feature improves
Wiser’s content delivery system, a POSITA would have found it obvious to
include the same feature in Cordray to provide the same improvement. /d. All of
the constituent techniques are already present in Cordray—i.e., tracking a user’s
progress through serial programming, identifying the next episode, and making the
next episode available for play. EX1005, [0105]-[0107], [0115]; EX1003,9170.
Wiser simply plays the next episode without a specific prompt to (and response
from) the user. /d. “[I]f a technique has been used to improve one device, and a
person of ordinary skill in the art would recognize that it would improve similar
devices in the same way, using the technique is obvious unless its actual
application is beyond that person’s skill.” KSR Int’l Co. v. Teleflex Inc., 550 U.S.
398, 401 (2007). Indeed, a similar motivation for this combination is found in
Wiser itself. EX1003,9170. Wiser’s technology “may be designed to maintain
viewer engagement by facilitating fast access to another program or content of
relevance upon termination of viewing of a particular program. For example, a
series of different content can be programmed in advance to be displayed in series,
one after another, in accordance with the viewer’s preference.” EX1008, [0269];

EX1003,9170.
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Moreover, Wiser’s teaching of a “smooth transition” to succeeding content
by playing without user input would be obvious to try with the system of Cordray
and would have had more than a reasonable expectation of success, because, as
stated, the constituent techniques underlying tracking and resuming play in both
Cordray and Wiser are the same. EX1003,9171. Thus, it would have obvious to
combine the unprompted play-next-content of Wiser with the play-next-chapter
feature in the system of Cordray.

3. Detailed Analysis

a. Claim 1

[1pre] “A receiving apparatus configured to receive digital moving image
contents from a provider of the digital moving image contents, the provider being
commutatively connected to the receiving apparatus, the receiving apparatus
comprising,””’

To the extent the preamble is limiting, Cordray discloses. See Ground 1.

EX1003,9172.

[1a] “a processor executing instructions to designate a part of the digital moving
image contents in the provider automatically or in response to a manual
operation;”

Cordray discloses this limitation both with respect to “bookmarking” and to

“chapter selection”. EX1003,99173-183.
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Cordray discloses a “processor executing instructions” in that user

equipment devices 108, 110, 112 include processing circuitry 606:

108, 110, 112

Storage

(e.g., RAM, ROM, Hard Disk,
Removable Disk, etc.)

processor

604
N\ 606
{
T Processing
L Circuitry
614 S e B S
(
User Input (610 ( 612
Interface
Display Speakers

EX1005, FIG. 6 (annotated); EX1003,9/174. “Control circuitry 602 may be based
on any suitable processing circuitry 606 such as processing circuitry based on one
or more microprocessors, microcontrollers, digital signal processors,
programmable logic devices, etc.” Id., [0097]. Control circuitry 602 (including
processing circuitry 606) “executes instructions for an interactive media guidance
application or other interactive application (e.g., web browser) from memory.” /d.
The monitoring application “may . . . be integrated with an existing interactive
media guidance application, such as an interactive television program guide.” /d.,

[0036]. Additionally, the monitoring application is “implemented at least partially
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on user equipment.” Id., [0058]. As a POSITA would understand, processing
circuitry 606 would be executing instructions for the monitoring application on the
user equipment. EX1003,9174.

To the extent Patent Owner has argued that the “part of the digital moving
image contents” to be “designate/d]” must be a “next chapter or episode” in a
series of content, Cordray discloses a “processor executing instructions to
designate” such next chapter or episode. EX1003,9175.

To keep track of “the user’s current viewing progress” through a series of
video or television programming content stored at a TV station, distribution
facility, or server (“digital moving image contents in the provider), the monitoring
application may indicate a portion (“designate a part’) of the contents as viewed
(or not yet viewed) by way of a “progress indicator” maintained in a “media profile
record 710 associated with the user. EX1005, FIG. 7B, [0105]-[0108] (“media
profiles...track the user’s progress through user selected series of programming,
episode by episode, show by show™), EX1003,9176.

The media profile record may be maintained and “stored locally on the user
equipment” in memory by the monitoring application. /d., [0058]. FIG. 7B shows

an exemplary format for the media profile record:
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digital moving image contents designations
_718
712 N / 716 p
PROGRAM_ID | PROGRESS | PosiTion | ,LAST
- ACTION
prog_id0001 1,3 null SK
prog_id0002 2,4 36:09 WA
710
prog_id0003 2,1 12:18 SC
prog_id0004 1,6 null SK
prog_id0005 3,2 17:49 BP
AN A YA

EX1005, FIG. 7B (annotated); EX1003,9177.

Media profile record 710 includes a program column 710, a progress column
714, and a position column 716. EX1005, FIG. 7B, [0107]. For each program in
column 712, “[p]Jrogress column 714 may contain the user’s current viewing
progress” within a series of related programs—e.g., “season number” and “episode
number.” EX1005, [0105], [0107].

Cordray discloses that the “designat/[ion]” of a “part of the digital moving
image contents” (e.g., next chapter or episode) can be made “automatically.”
EX1003,9179. For example, “[w]hen the user has completed viewing an episode in

the series, the interactive media monitoring application may update the appropriate

72



Petition for Inter Partes Review of U. S. Patent No. 9,948,968

entry in the user’s media profile to reflect the completion of the episode.” EX1005,
[0102]; For example, “[a]s a user completes an episode of a season of ‘24,” the
user’s media profile may be automatically updated to reflect this event.” EX1005,
[0160]. Thus, the monitoring application can “automatically” update (“designate”)
a “part of the digital moving image contents in the provider” (e.g., a chapter or
episode) of the season of ‘24.” Because the monitoring application is updating the
progress indicator without a need for user input, the “designation” is made
“automatically.” EX1003,9179.

An exemplary user’s view of this process is shown in, e.g., FIG. 12:

MSO
Logo . .
John's Media Profile
| Today is Friday August 19 |
/‘1 204 1206 /-1 208
T~ Content Current Progress Last Action
24 Season 3, Episode 3 Skipped Ahead @
Desperate Housewives Season 2, Episode 1 Watched
Nip/Tuck ‘_Season 1, Episode 4 Viewed Summary
MLB, World Series . Game 2 Watched
CNN Market Recap Wed., August 17 Skipped Ahead @
CoA:t:nt Setup Cancel
121 1212”7 214

EX1005, FIG. 12 (annotated).
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FIG. 12 shows the current viewing status for a series, such as “Season 1,
Episode 4 of Nip/Tuck or “Game 2" of the World Series. As the narrative
explains, “[p]rogress column 1206 may display the next episode for the user to
watch. A user may highlight any entry in progress column 1206 to automatically
present the next unwatched episode in the series on the user equipment.” /d.,
[0127].

Additionally, a next chapter or episode can be “designate[d]” “in response
to a manual operation.” As explained, “[t]he user may wish to change the user’s
viewing progress if the user watched an episode in the series at a location not
monitored by the interactive media monitoring application.” EX1005, FIG. 12,
[0128]. To make this change, “[t]he user may highlight the appropriate indicator in
progress column 1206 and press an appropriate command (e.g., the left or right
arrows on remote control 400 of FIG. 4) to change the progress indicator
associated with the series.” Id. EX1003,9/182.

Thus, Cordray discloses [1a] whether the claims are interpreted to cover
“bookmarking” or “finding the next chapter or episode.”

[1b] “a memory that keeps information necessary for the processor to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”

Cordray alone, or, alternatively, in combination with Wiser, discloses this

limitation. EX1003,99184-190.
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First, to the extent that Patent Owner has argued that the “succeeding part of
the digital moving image contents” must be a “next chapter or episode” to follow
the “viewed part of the digital moving image contents,” Cordray discloses a
“memory that keeps information necessary for the processor to automatically
designate” such next chapter or episode. The media profile record shown in FIG. 7
may be maintained and “stored locally on the user equipment” in memory by the

monitoring application. EX1005, [0058]:

digital moving image contents designations
718
712 N / 716 p
PROGRAM_ID | PROGRESS | PosiTion | ,LAST
- ACTION
prog_id0001 1,3 null SK
prog_id0002 2,4 36:09 WA
710
prog_id0003 2,1 12:18 SC
prog_id0004 1,6 null SK
prog_id0005 3,2 17:49 BP
AN A YA

EX1005, FIG. 7B (annotated); EX1003,9185. Specifically, the “progress indicator
714” within media profile record 710 “keeps information necessary for the

processor to automatically designate” the next chapter or episode.
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In the co-pending Litigation, Patent Owner has suggested that limitation [1b]
is met only by automatically starting play of a next chapter or episode, without any
action by the user: “[ W Jhen a user reaches the end of an episode in a TV series, the
[] Accused Products automatically designate the next episode for playback,
including via auto-playing the next episode.” EX1009, 4 (emphasis added).
Petitioner does not agree with such an interpretation. Nonetheless, to the extent
that Patent Owner argues in this proceeding that limitation [1b] requires
automatically playing the succeeding portion of content without any action by the
user, and to the extent Patent Owner argues such feature is not explicitly disclosed
in Cordray, such feature is explicitly disclosed or taught in Wiser. EX1006, FIG.
28, [0066], [0270], [0335]-[0336]; EX1003,9186.

Wiser “describes a method and system of delivering audio visual
programming data” to a user. EX1008, [0066]. FIG. 28 of Wiser displays a menu
screen called “John’s My Shows,” which “presents contents specifically tailored

for the user John.” EX1008, [0270].
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EX1008, FIG. 28.

UI 2800 of FIG. 28 illustrates a design feature of Wiser—it is “designed to
maintain viewer engagement” by, inter alia, automatically playing the next
program or item of content. /d., [0335]-[0336]. UI 2800 “provides for a smooth
transition from one content to another when a viewer finishes watching a selected
content with or without viewer intervention” (i.e., “chapter selection”). Id., [0336].
Wiser describes as examples:

[W]hen a program from the ‘My Top Shows’ stack 3202 finishes
playing, the next program from stack 3202 will automatically begin to
play if the viewer makes no other selections. Similarly, when a

program from the ‘My Channels’ stack or the ‘My Scheduled TV’ stack
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finishes playing, the next program from that stack may automatically

begin to play if the viewer makes no other selections.

Id. Thus, Wiser discloses the feature of automatically playing or starting the
succeeding part of the digital moving image content, without user input.
EX1003,99187-188.

It would have been obvious to a POSITA to combine the automatic-next-
content play feature taught in Wiser with Cordray’s system for all the reasons
discussed in the Motivation to Combine section above. EX1003,9189.

[1c] “a designation software controller configured to control the memory to keep
the information in response to a termination of viewing the viewed part and
control the processor to automatically designate the succeeding part of the digital
moving image contents when the viewing starts again;”

Cordray discloses. See Ground 1. EX1003,9191.

[1d] “a receiver of the designated succeeding part of the digital moving image
contents in response to the designation by the processor; and”

Cordray discloses. See Ground 1. EX1003,9192.

[1e] “a display configured to display the succeeding part of the digital moving
image contents received by the receiver.”

Cordray discloses. See Ground 1. EX1003,9193.

b. Claim 2

[2] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by
the selected provider.”
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Cordray discloses. See Ground 1. EX1003,9194.

C. Claim 3

[3] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule
table.”

Cordray discloses. See Ground 1. EX1003,9195.

d. Claim 4

[4] “The receiving apparatus according to claim 1, wherein the processor is
configured to designate an optional part of the digital moving image contents in
response to the manual operation.”

Cordray discloses. See Ground 1. EX1003,9196.

e. Claim 5

[Spre] “A receiving method configured to receive digital moving image contents
from a provider of the digital moving image contents, the receiving method
comprising:”

Cordray discloses. See Ground 1. EX1003,9197.

[Sa] “a step of executing, by a computer processor, instructions to designate a
part of the digital moving image contents in the provider automatically or in
response to a manual operation;”

Cordray discloses. See [1a]. EX1003,9198.

[Sb] “a step of keeping information necessary for the executing step to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”
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Cordray, alone or in combination with Wiser, discloses this limitation. See
[1b]. EX1003,9199.

[Sc] “a step of controlling the keeping step to keep the information in response to
a termination of viewing the viewed part and control the executing step to
automatically designate the succeeding part of the digital moving image contents
when the viewing starts again;”

Cordray discloses. See [1c]. EX1003,9200.

[5d] “a step of receiving the designated succeeding part of the digital moving
image contents in response to the designation by the executing step; and”

Cordray discloses. See [1d]. EX1003,9201.

[Se] “a step of displaying the succeeding part of the digital moving image
contents received by the receiving step.”

Cordray discloses. See [1e]. EX1003,9202.

f. Claim 6

[6] “The receiving method according to claim 5, wherein the executing step is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by
the selected provider.”

Cordray discloses. See [2]. EX1003,9203.
g. Claim 7

[7] “The receiving method according to claim 5, wherein the executing step is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule
table.”

Cordray discloses. See [3]. EX1003,9204.
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h. Claim §

[8] “The receiving method according to claim 5, wherein the receiving method is
further configured to designate an optional part of the digital moving image
contents in response to the manual operation.”

Cordray discloses. See [4]. EX1003,9205.
i Claim 9

[9pre] “A receiving system configured to receive digital moving image contents
from a provider of the digital moving image contents, the provider being
commutatively connected to the receiving system, the receiving system

comprising:” '

To the extent the preamble is limiting, Cordray discloses. See [1pre].

EX1003,9206.

[9a] “a processor executing instructions to designate a part of the digital moving
image contents from the provider automatically or in response to a manual
operation;”

Cordray discloses. See [1a]. EX1003,9207.

[9b] “a memory that keeps information necessary for the processor to
automatically designate a succeeding part of the digital moving image contents
to a viewed part of the digital moving image contents;”

Cordray, alone or in combination with Wiser, discloses. See [1b].

EX1003,9208.

[9¢] “a designation software controller configured to control the memory to keep
the information in response to a termination of viewing the viewed part and
control the processor to automatically designate a succeeding part of the digital
moving image contents when the viewing starts again;”

10 See footnote 4 above.
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Cordray discloses. See [1c]. EX1003,9209.

[9d] ““a receiver of the designated succeeding part of the digital moving image
contents in response to the designation by the processor; and” !

Cordray discloses. See [1d]. EX1003,9210.

[9e] “a display configured to display the succeeding part of the digital moving
image contents received by the receiver.”

Cordray discloses. See [1e]. EX1003,9211.

je Claim 10

[10] “The receiving system according to claim 9, wherein the processor is
configured to designate the part of the digital moving image contents by selecting
the provider, wherein the part of the digital moving image contents is provided by

the selected provider.”

Cordray discloses. See [2]. EX1003,9212.

k. Claim 11

[11] “The receiving system according to claim 9, wherein the processor is
configured to designate a part of the digital moving image contents provided by
the provider by streaming technology in accordance with a program schedule

table.”

Cordray discloses. See [3]. EX1003,9213.

I Claim 12

[12] “The receiving system according to claim 9, wherein the processor is
configured to designate an optional part of the digital moving image contents in

response to the manual operation.”

T See footnote 5 above.
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Cordray discloses. See [4]. EX1003,9214.

VIII. THE BOARD SHOULD NOT EXERCISE ITS DISCRETION TO
DENY INSTITUTION

A.  §325(d) Does Not Apply

Considering the two-part framework discussed in Advanced Bionics, LLC v.
Med-El Elektromedizinische Gerate GMBH, IPR2019-01469, Pap. 6, *8-9, the
Board should not exercise its §325(d) discretion to deny institution.

Regarding the first part of the Advanced Bionics framework, none of the
prior art cited in this Petition—i.e., Cordray and Wiser—were previously presented
to the Office or considered during prosecution of the *968 Patent application.
EX1001, (56); EX1002. Moreover, none of the combinations in this Petition were
previously considered or before the Office during prosecution. Indeed, during
original examination, the Examiner did not make any rejection of the claims of the
’968 Patent application based on prior art by other inventors. EX1002.

Because the first part of the Advanced Bionics framework is not satisfied, the
second part of the framework—i.e., whether the Office erred in a manner material
to the patentability of the Challenged Claims—is not applicable here.

For at least these reasons, an exercise of § 325(d) discretion is not

appropriate.
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B. §314(a) Does Not Apply

In Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20,
2020) (precedential), the Board set forth factors to guide whether to discretionarily
deny institution in view of an earlier trial date in a parallel proceeding. On June 21,
2022, the Director issued interim procedure regarding application of the Fintiv
factors (“Interim Procedure”). The Interim Procedure states that “the PTAB will
not deny institution of an IPR...under Fintiv (i) when a petition presents compelling
evidence of unpatentability.” Interim Procedure 9.

Petitioner satisfies this requirement. Petitioner presents compelling evidence
of unpatentability of the Challenged Claims. Petitioner details how the
combinations set forth in the Asserted Grounds render the claims obvious. See
§VII. The evidence presented, if unrebutted in trial, would plainly lead to a
conclusion that one or more claims are unpatentable by a preponderance of the
evidence.

Nevertheless, a holistic view of the remaining Fintiv factors also weighs in
favor of institution.

Factor 1 is neutral because no request for stay has been filed.

Under factor 2, a trial date of June 22, 2026 has been set in the co-pending
Litigation. EX1010 920. According to the most recent statistics on median time-to-

trial for civil actions in the District of Delaware, the median time from filing to
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trial is 32.9 months. EX1009, 14. The Litigation was filed on January 5, 2024 and
thus would not be estimated to go to trial until September 2026 according to the
median time-to-trial statistics. A Final Written Decision is expected in February
2026, which would be 4 months before the scheduled trial date (and 7 months
before the estimated trial date according to the median statistics). Thus, this factor
weighs against discretionary denial.

Factor 3 favors institution. The Litigation is in early stages, and the
investment in it has been limited. The Court held a Rule 16 scheduling conference
in July 2024; Patent Owner’s initial infringement charts are not even due until
October 2024; expert discovery has not commenced and is not set to be completed
until December 22, 2025; and the Markman hearing is not scheduled until
September 16, 2025. EX1010 998, 13.

Under factor 4, Petitioner stipulates that, if the Board institutes this Petition,
it will not pursue the grounds raised in this Petition in the parallel district court
litigation with respect to the claims for which trial is instituted. See Sand
Revolution I, LLC v. Continental Intermodal Group—Trucking LLC, IPR2019-
01393, Paper 24 at 7 (PTAB Jun. 16, 2020). The stipulation reduces any overlap
and mitigates concerns of duplicative efforts or potentially conflicting decisions.
Thus, this factor weighs against discretionary denial.

Under factor 5, Petitioner is the defendant in the co-pending litigation.
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Under factor 6, other circumstances weigh in favor of institution. Here, the

merits of the Petition are strong and supported by compelling evidence of

unpatentability. See §VII. When viewed holistically, the timing of the present

Petition was reasonable and there has been limited investment in the co-pending

litigation.
IX. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8

A. Real Party-in-Interest (37 C.F.R. § 42.8(b)(1))

The real party-in-interest is the Petitioner, Apple Inc.

B. Related Matters (37 C.F.R. § 42.8(b)(2))
1. Judicial Matters

As of the filing date of this Petition, the 968 Patent is involved in the
following cases:
° NL Giken Inc. v. Apple Inc., 1-24-cv-00013, D. Del.; and

° NL Giken Inc. v. Amazon Inc. et al., 1-24-cv-00028, D. Del.

2. Administrative Matters

As of the filing date of this Petition, the 968 Patent has not been the subject

of any post-grant or inter partes reviews, either instituted or not instituted.
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3. Related Applications
Based on a Patent Center search, U.S. Application Serial Nos. 18/643,903
and 18/643,775, which are in the same family as the 968 Patent, are currently
pending before the Office.

C. Lead/Back-up Counsel (37 C.F.R. § 42.8(b)(3))

Lead Counsel:

PHILIP W. WOO, USPTO Reg. No. 39,880

DUANE MORRIS LLP, 260 Homer Avenue #202, Palo Alto, CA 94301
P: (650) 847-4145; F: (650) 644-0150; pwwoo(@duanemorris.com

First Back-Up Counsel:
D. STUART BARTOW, USPTO Reg. No. 56,505

DUANE MORRIS LLP, 1201 North Market Street, Suite 501, Wilmington, DE
19801

P: (650) 847-4158; F: (650) 618-8505; dsbartow(@duanemorris.com

Second Back-Up Counsel:
PAUL BELNAP, USPTO Reg. No. 73,106

DUANE MORRIS LLP, 505 9th St. NW, Suite 1000, Washington, D.C. 20004
P: (202) 776-7879; F: (202) 776-7801; phbelnap@duanemorris.com

D. Notice of Service Information (37 C.F.R. § 42.8(b)(4)):

Please direct all correspondence to lead and back-up counsel at the above

addresses. Petitioner consents to electronic service at the email addresses above.
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X. CONCLUSION
For the reasons set forth above, Petitioner has established a reasonable
likelihood that at least one of Challenged Claims of the 968 Patent is unpatentable
and requests the Board institute inter partes review and then cancel all Challenged
Claims as unpatentable.
Respectfully submitted,
DUANE MORRIS LLP
BY:_ /Philip W. Woo/
Philip W. Woo
USPTO Reg. No. 39,880
Duane Morris LLP

260 Homer Avenue #202
Palo Alto, CA 94301

Dated: August 28, 2024
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CERTIFICATION OF SERVICE ON PATENT OWNER

Pursuant to 37 C.F.R. §§ 42.6(e), 42.8(b)(4) and 42.105, the undersigned certifies
that on the August 28, 2024, a complete and entire copy of this Petition for Inter
Partes Review of U.S. Patent No. 9,948,968 and all supporting exhibits were
served via Federal Express, postage prepaid, to Patent Owner by serving the
correspondence address of record for the 968 Patent:

Wolf Greenfield & Sacks, P.C.
600 Atlantic Avenue
Boston, MA 02210-2206

and, by email, upon counsel of record for the Patent Owner in the litigation before
the United States District Court for the District of Delaware:

Adam W. Puff

Email: apoff@ycst.com

Young Conaway Stargatt & Taylor, LLP
1000 North King Street

Wilmington, DE 19801

BY: /Philip W. Woo/

Philip W. Woo, Reg. No. 39,880
Duane Morris LLP

260 Homer Avenue #202

Palo Alto, CA 94301
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