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Challenged Patent Concerns Providing DOCSIS Services via 
passive optical network (PON) equipment (DPoE Systems)

U.S. Patent No. 9,287,982 (Ex. 1001)
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“DPOE SYSTEM AND SERVICE AUTO-
CONFIGURATION METHOD AND 
NETWORK BASED THEREON”

Filed: March 20, 2012
Priority Date: April 13, 2011

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1001, inter alia.



Prior Art Already Provided DOCSIS Services via PON, 
Automatically Configured ONU

The ’982 Patent describes a 
method of using a 
conventional passive ethernet
optical network (PON) to 
deploy conventional services 
using Data Over Cable Service 
Interface Specification 
(DOCSIS), a system 
commonly known as DOCSIS 
Provisioning over Ethernet 
(DPoE).
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Pet. at 1-11, inter alia.

ADMITTED 
PRIOR ART

DOCSIS BACK-
OFFICE SYSTEM DPOE SYSTEM



Prior Art Already Provided DOCSIS Services via PON, 
Automatically Configured ONU

The admitted prior art DPOE system 
automatically configured the ONU based 
on information in the confirmation file:

• ONU powers-on, registers with 
OLT/DPOE system

• An IP address is obtained using 
DHCP (not pictured) 

• DPOE system requests configuration 
file from TFTP server

• DPoE system configures ONU
through management channel.
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Pet. at 1-11, inter alia.



Invention Concerned Providing DOCSIS Services via PON
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Pet. at 1-11, inter alia.

In the invention, the DPOE system 
configures the OLT at the same time as 
the ONU based on information in the 
same confirmation file (S409):

• An IP address is obtained using 
DHCP (unchanged) 

• DPOE system requests configuration 
file from TFTP server (unchanged)

• DPoE system configures ONU
through management channel and 
OLT “locally” (allegedly new)



Prior Art References

Issued/PublishedFiledInventor/AuthorPatent No./TitleExhibit

Sep. 9, 2014Jan. 9, 2008BernsteinUS 8,831,425 1006

Apr. 2008
Metro Ethernet 
Forum

MEF 6.11007

Apr. 12, 2012Mar. 17, 2009TsugeUS 8,160,448 1008
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Challenged Claims of U.S. Patent No. 10,683,882 B2 

Dependent ClaimsIndependent Claims

2-31

54 (no longer asserted)

7-116
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1. A service auto-configuration method of a 
DOCSIS Provisioning Of EPON (DPOE) system, 
comprising:

the DPOE system acquiring a configuration file 
from a back-office management system, wherein 
the configuration file comprises both configuration 
information of an optical network unit (ONU) and 
configuration information of an optical line 
terminal (OLT) in the DPOE system;

the DPOE system analyzing the acquired 
configuration file, and obtaining both the 
configuration information of the ONU and the 
configuration information of the OLT; and

the DPOE system configuring the OLT locally 
according to the configuration information of the 
OLT and meanwhile configuring the ONU 
according to the configuration information of the 
ONU via a management channel between the OLT 
and the ONU;

wherein, the method is performed in a process of 
ONU initialization; and

wherein, when analyzing the acquired 
configuration file, the DPOE system further 
converts the configuration information of the ONU 
into a message format which can be identified by 
the ONU, and converts the configuration 
information of the OLT into a message format 
which can be identified by the OLT.

Claim 1

8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
marshallip.com  |

EX1001, inter alia.



IPR2021-01287 – Instituted Grounds
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Paper No. 12 at 55; Paper 1 at 22, inter alia



• Entitled “Data over cable service interface 
specification (DOCSIS) over passive optical network 
(PON)”

• Bernstein’s system uses software executed on the 
OLT as a cable modem proxy (i.e., virtual cable 
modem) to simulate the functionality of 
conventional DOCSIS CMTS and CM hardware 
components. EX1005, ¶49 (citing EX1006, 3:37-63). 

• The cable modem proxy may communicate with 
any of the back-office MSO servers to “effectively 
allow any of the services normally supported in a 
[DOCSIS] cable network to also be used in PON 10.” 

Grounds 1 and 2—Bernstein (EX1006)
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Pet. at 15-18, Reply at inter alia.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bernstein—“Data over cable service interface specification 
(DOCSIS) over passive optical network (PON)”

• “DOCSIS-to-PON translator 84” 
processes the configuration file and 
converts parameters “into associated 
PON parameters 63 that can be used 
by the OLT 18 and ONU 24.” EX1005, 
¶51 (citing EX1006, 3:53-63). 

• “[T]he ONU 24 gets programmed 
through the OAM channel,” or the 
Operation and Maintenance Channel 
[ORANGE]. Id. (citing EX1006, 5:49-
58). 

marshallip.com  | 11DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 15-18; Reply at 2-7, inter alia.



Bernstein—DPoE System Configures ONU and OLT at 
Same Time
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Pet. at 24-46; Reply at 2-7, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• “The single description in Figure 7 of ‘Set DBA for 
US QoS’ requires configuration parameters be set 
on both the OLT and ONU in order to enable 
upstream communications between the two 
devices.  The figure discloses this occurs as a 
single step. EX1005, ¶75 (citing EX1006, Fig. 7). 

• Configuration file information relevant to the OLT 
(e.g., bandwidth allocation and service priority 
information) is converted into a format appropriate 
to the OLT [DARK GREEN] and loaded into and 
thereafter used by the OLT for communications 
with the ONU [BLUE].



Bernstein—Uncontested Elements

marshallip.com  | 13

• “a DOCSIS Provisioning Of EPON (DPOE) system” (component of preamble)

• “the DPOE system acquiring a configuration file from a back-office 
management system, wherein the configuration file comprises both 
configuration information of an optical network unit (ONU) and configuration 
information of an optical line terminal (OLT) in the DPOE system;” (element 
1[a])

• “the DPOE system . . . obtaining both the configuration information of the ONU 
and the configuration information of the OLT;” (component of element 1[b])

• “the DPOE system configuring the OLT locally according to the configuration 
information of the OLT (element 1[c])

Pet. at 24-46; see PO Response, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bernstein—Uncontested Elements (con’t.)
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• and meanwhile configuring the ONU according to the configuration 
information of the ONU via a management channel between the OLT and the 
ONU;” (element 1[d])

• “wherein, the method is performed in a process of ONU initialization;” 
(element 1[e])

• “wherein, when analyzing the acquired configuration file, the DPOE system 
further converts the configuration information of the ONU into a message 
format which can be identified by the ONU, (element 1[f])

• and converts the configuration information of the OLT into a message format 
which can be identified by the OLT” (element 1[g])

• Back-office system (claim 6)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 24-53; see PO Response, inter alia.



• Entitled “Communication system using 
passive optical network and passive optical 
network” 

• Tsuge discloses a DPoE system (illustrated in 
FIG. 15) including a “CMTS/CM Apparatus 
Management Network 232” comprising a 
conventional DOCSIS back-office 
management system [PURPLE] that, inter 
alia, stores and provides DOCSIS 
configuration files used for configuring 
communications between a DPoE 
System/OLT [DARK GREEN/BLUE] and one or 
more an ONU [ORANGE]

Grounds 3 and 4—Tsuge (EX1008)
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Pet. at 18-20, inter alia.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Tsuge—DPoE System Configures ONU and OLT at Same 
Time
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Pet. at 18-20; Reply at 14-15, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Tsuge—Uncontested Elements
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• “a DOCSIS Provisioning Of EPON (DPOE) system” (component of preamble)

• “the DPOE system acquiring a configuration file from a back-office 
management system, wherein the configuration file comprises both 
configuration information of an optical network unit (ONU) and configuration 
information of an optical line terminal (OLT) in the DPOE system;” (element 
1[a])

• “the DPOE system analyzing the acquired configuration file, and obtaining both 
the configuration information of the ONU and the configuration information of 
the OLT;” (element 1[b])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 60-73; see PO Response, inter alia.



Tsuge—Uncontested Elements (con’t.)
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• “the DPOE system configuring the OLT locally according to the configuration 
information of the OLT (element 1[c])

• and meanwhile configuring the ONU according to the configuration 
information of the ONU via a management channel between the OLT and the 
ONU;” (element 1[d])

• “wherein, the method is performed in a process of ONU initialization;” 
(element 1[e])

• “wherein, when analyzing the acquired configuration file, the DPOE system 
further converts the configuration information of the ONU into a message 
format which can be identified by the ONU, (element 1[f])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 60-73; see PO Response, inter alia.



Grounds 2 and 4—MEF 6.1 (EX1007)

• The Metro Ethernet Forum’s MEF 
6.1, Ethernet Services Definitions -
Phase 2 discloses definitional 
frameworks for several types of 
generic Ethernet services that 
“Service Providers” may provide 
over a Metro Ethernet Network to 
“subscribers.” (EX1007 at 7 and fn. 
1; EX1005, ¶56)

• PO does not contest Grounds 2 or 4 
beyond those identified in Grounds 
1 and 3
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Pet. at 21, 55-60, 84-87, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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The Petition directly alleges Bernstein provides a “service 
auto-configuration” method/network in VIII(A)(1)(a)

marshallip.com  | 22

Pet. at 24, Reply at 2-7, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Petition directly alleges Bernstein provides a “service 
auto-configuration” method/network in VIII(A)(1)(a)
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Pet. at 24-46 (including 29-32) Reply at 2-7, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Figure 3 shows the Bernstein “DPoE 
System”:

• “DOCSIS-to-PON Translator 84”

• “DPON Translation Table 89”

• Acquires DOCSIS configuration file 
with “DOCSIS Parameters 61” from 
“TFT Server” 52 (uncontested)

• Translates to “PON Parameters 63” 
(uncontested) 

• Configures OLT and ONU at the 
same time (uncontested)

• During initialization of ONU 
(uncontested)



The Petition directly alleges Bernstein provides a “service 
auto-configuration” method/network in VIII(A)(1)

marshallip.com  | 24DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 24-46 (including 29-32) Reply at 2-7, inter alia.



The Petition directly alleges Bernstein provides a “service 
auto-configuration” method/network in VIII(A)(1)

marshallip.com  | 25DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. at 24-46 (including 32-39) Reply at 2-7, inter alia.



PO’s Vague Specification Cites Provide No More Detail 
Than Already Defined In The Body Of The Claims
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PO Resp. at 16-24; Reply at 2-7, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Despite multiple opportunities, PO has yet to provide a construction for the term “service 
auto-configuration,” only cite a few paragraphs of specification

– Dr. Litvin cites EX1001 at 8:19-31 (“configuration of the OLT and the ONU at the same time through a configuration 
file including the configuration information of the ONU and the configuration information of the OLT in the DPOE 
system; [during] the process of the ONU initialization.” ) (EX2008 at ¶42)

– PO alternatively cites EX1001 at 7:65-8:2 (“the present document adds the configuration information about the OLT 
of the DPOE system in the configuration file, and completes the automatic configuration on the OLT and the ONU 
at the same time; [during] the process of the ONU initialization[.]”) 

• Three already-claimed characteristics: 

• (1) configuration by the DPOE system of both the ONU and OLT at the same time; 

• (2) using a configuration file that includes configuration information of both the ONU and 
OLT; and 

• (3) configuration of the ONU and OLT occurs during ONU initialization



FIG. 3 Defines a “Service Auto-Configuration” Method 
Reciting The Same Language As The Body Of Claim 1
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Ex. 1001 at 8:33-57, Fig. 3 (and accompanying description), Reply at 2-7, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO and Dr. Litvin Applied the Wrong “Newness” Standard
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Reply at 6-7, Paper Nos. 32 and 35, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• 35 U.S.C. § 312(a)(3) 

– “…the petition identifies, in writing and with particularity, each claim challenged, the grounds on which the challenge to each 
claim is based, and the evidence that supports the grounds for the challenge to each claim.”

• Petitioner’s are NOT required to divide the invalidity analysis of a claim into discrete, self-contained 
sub-sections divorced from the remainder of the analysis of that claim using verbiage from which it may 
never deviate. 

• It is the “legal ground” (i.e. Ground 1 or obvious over Bernstein in combination with Tsuge and/or 
knowledge in the art) that controls, not the precise wording of the argument. 

• Federal Circuit has held that a petitioner's reply asserts the same “legal ground” as its petition when it 
relies on the “same prior art” to support the “same legal argument.” Apple Inc. v. Andrea Electronics 
Corp., 949 F.3d 697, 706 (Fed. Cir. 2020); 

• Federal Circuit has cautioned the Board to NOT view reply arguments “with too fine a filter.” Ericsson 
Inc. v. Intell. Ventures I LLC, 901 F.3d 1374, 1380 (Fed. Cir. 2018) (vacating Board exclusion of reply 
argument directed to whether feature was insubstantial to a POSA)



Additional argument and evidence is not “new” if it relates 
to obviousness over same prior art references
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Paper Nos. 32 and 35, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• “[T]he petitioner in an inter partes review proceeding may introduce new evidence after the petition 
stage if the evidence is a legitimate reply to evidence introduced by the patent owner, or if it is used ‘to 
document the knowledge that skilled artisans would bring to bear in reading the prior art identified as 
producing obviousness.’) Anacor Pharms., Inc. v. Iancu, 889 F.3d 1372, 1380-81 (Fed. Cir. 2018) 

• It is NOT new argument to rephrase an argument, Chamberlain Grp., Inc. v. One World Techs., Inc., 
944 F.3d 919, 925 (Fed. Cir. 2019) (“Parties are not barred from elaborating on their arguments on 
issues previously raised.”); Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1384 (Fed. Cir. 
2023) (“[T]he very nature of the reply and sur-reply briefs are to respond (whether to refute, rebut, 
explain, discredit, and so on) to prior raised arguments within the confines of 37 C.F.R. § 42.23(b).”)

• It is NOT new argument to cite previously uncited portions of cited prior art reference. Apple, 949 F.3d 
at 706 (finding abuse of discretion where Board excluded a previously uncited “another example” of the 
same prior-art reference’s algorithm used in both the petition and reply to “further explain” its legal 
argument); Genzyme Therapeutic Prods. Ltd. P'ship v. Biomarin Pharm. Inc., 825 F.3d 1360, 1366 (Fed. Cir. 
2016) (“the introduction of new evidence in the course of the trial is to be expected in [IPR] trial proceedings” 
and permissible “as long as the opposing party is given notice of the evidence and an opportunity to respond to 
it.”)



Additional argument and evidence is not “new” if it relates 
to obviousness over same prior art references
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Paper Nos. 32 and 35, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• It is NOT new argument to expand upon a previously raised argument in respond to an argument in 
PO’s response. 

– Rembrandt, 76 F.4th at 1384-85 (a petitioner was allowed to expand on an argument in the petition that modifying a reference would 
result in “efficiency” by elaborating that the modification would “save cost and time by allowing for rapid, efficient, simultaneous 
testing for multiple analytes.” )

– Corephotonics, Ltd. v. Apple Inc., 84 F. 4th 990, 1009-1012 (Fed. Cir. 2023) (previously unrecited argument that prior art was analogous 
art to patent-in-suit was not “new” because it “relied on “the same references, the same disclosures, and the same obviousness 
theories advanced by the petition and debated by the parties”: “There is nothing ‘entirely new’ about arguing that the same 
combination of prior art references identified in a petition as being in the same field of endeavor as the patent being challenged 
are also pertinent to the same problem faced by the inventor of the challenged patent”; “”)

• It is NOT new argument to supplement already presented arguments with additional supporting 
evidence, such as new exhibits. Wildcat Licensing WI LLC v. Atlas Copco Tools & Assembly Sys. LLC, 
No. 2022-1304, 2024 WL 89395, *3 (Fed. Cir. Jan. 9, 2024)

– In Wildcat, the petition asserted that a hall effect sensor “measured” torque to which patent owner responded that a hall 
effect sensor alone cannot measure torque. In reply, petitioner cited deposition testimony of its expert clarifying that a 
person of ordinary skill in the art would consider the hall effect sensor to collect the data necessary to measure torque and
thus satisfy the relevant aspect of the claim. Petitioner also introduced additional prior art references regarding use of hall 
effect sensors in the measurement of torque.



PO and Dr. Litvin Applied the Wrong “Newness” Standard
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Reply at 6-7, Paper Nos. 32 and 35, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s Position: The Board may not consider any argument outside of those explicitly 
recited within the lowest particular sub-section used to organize the petition in evaluating 
whether an argument changes a legal ground. 

• PO’s argument defies common sense, allows a PO to apply selective amnesia and forget 
what it just read

• PO’s reliance on Microsoft and Intelligent Bio-Systems is misplaced

– Petitioner sought to incorporate by reference arguments relating to anticipation into a separate ground 
challenging a different claim for obviousness. Microsoft Corp. v. FG SRC, LLC, 860 F. App'x 708, 713 (Fed. Cir. 
2021). 

– Petitioner attempted to argue obviousness over a particular reference in reply where it had only argued 
anticipation over that reference in the petition. Intelligent Bio-Systems, Inc. v. Illumina Cambridge, Ltd.,821 F.3d 
1359, 1369 (Fed. Cir. 2016).

• Nothing in Microsoft or Intelligent Bio-Systems bars the Board from considering other 
arguments and evidence provided within the same claim or legal ground.  



PO’s Position Is Unsupported By Caselaw
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Paper Nos. 32 and 35, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s Position: The Board may not consider any argument outside of those 
explicitly recited within the lowest particular sub-section used to organize the 
petition in evaluating whether an argument changes a legal ground. 

• PO’s remaining caselaw is also unavailing

– Koninklijke Philips N.V. v. Google LLC, 948 F.3d 1330, 1336 (Fed. Cir. 2020) (Board allowed to add 
its own entirely new ground of obviousness)

– In re Magnum Oil Tools Int'l, Ltd., 829 F.3d at 1372-73, 1377 (Fed. Cir. 2016) (the Board was found 
to have improperly mixed arguments raised in two different grounds of obviousness in the petition 
to craft its own new theory of unpatentability) 

– Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324, 1330-31 (Fed. Cir. 2019) (Petitioner wrongly 
attempted to discuss a prior art feature that was not discussed at all in the petition)

• Nothing in these case bars the Board from considering other arguments and 
evidence provided within the same claim or legal ground.  



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)

marshallip.com  | 33

2



The Petition and Dr. Min directly allege that Bernstein 
“analyzes” the configuration file
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Pet. at 28-29, EX1005 at ¶¶ 66, Reply at 7-10, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Board already acknowledged Petitioner’s argument 
that Bernstein’s translator must “analyze” the file

marshallip.com  | 35

Paper No. 12 at 32-33, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO concedes that Bernstein’s DPoE system “obtains” both 
ONU and OLT configuration information from the file
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PO Resp. at 25.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Each claim recites “analyzing” and 
“obtaining” a single step both ONU/OLT 
configuration information

– Claim 1: “the DPOE system analyzing the acquired 
configuration file, and obtaining both the 
configuration information of the ONU and the 
configuration information of the OLT”

– Claims 5, 6 and 11: “the analyzing unit is configured 
to analyze the acquired configuration file and obtain 
both the configuration information of the ONU and 
the configuration information of the OLT”

• PO concedes ONU/OLT configuration 
information is obtained by Bernstein’s 
“cable modem proxy” (i.e. DPoE System)



PO also concedes that Bernstein uses DOCSIS configuration 
files
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Pet. at 38, Reply at 13, EX1001, EX1006, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The Petition specifically states that Berstein uses prior art,  
standard DOCSIS-compliant configuration files, and PO 
has not contested this fact. Pet. at 38 (citing EX1005, 
¶86), 44 (citing EX1005, ¶97). 

• Berstein is entitled “Data over cable service interface 
specification (DOCSIS) over passive optical network 
(PON)

• The ’982 Patent itself acknowledges that DOCSIS-
compliant configuration files relate to services opened by 
an ONU. EX1001 at 1:33-2:47 (describe configuration file 
including service definitions such as “a VLAN identifier of 
the specific service” and the like).



PO’s expert concedes DOCSIS configuration files—like those 
used in Bernstein—require “analysis” for translation
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EX2008 at 23-24.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO’s expert concedes DOCSIS configuration files—like those 
used in Bernstein—require “analysis” for translation
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EX2008 at 23-24; EX1017 at 37:7-13, 45:13-46:15.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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3



The Petition directly alleges that Bernstein teaches 
“services opened by an ONU” in Sub-Section 1[c]
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Pet. at 46, 29-32, Reply at 10-14, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO’s expert concedes “services opened by the ONU” are 
typical services like data, voice and the like
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EX1017 at 72:7-20 and 73:9-22
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO’s expert concedes the ’982 Patent uses existing DOCSIS 
infrastructure (e.g. services and configuration files)
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EX2008 at ¶¶27-28
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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The Petition directly alleges that Tsuge provides a “service 
auto-configuration” method/network in VIII(C)(1)(a)
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Pet. at 60, Reply at 2-5 and 14-15, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Petition directly alleges that Tsuge provides a “service 
auto-configuration” method/network in VIII(C)(1)(a)
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Pet. at 60, Reply at 2-5 and 14-15, EX1008 at 6:47-55 and 14:40-15:22, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO’s Vague Specification Cites Provide No More Detail 
Than Already Defined In The Body Of The Claims
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• Despite multiple opportunities, PO has yet to provide a construction for the term “service 
auto-configuration,” only cite a few paragraphs of specification

– Dr. Litvin cites EX1001 at 8:19-31 (“configuration of the OLT and the ONU at the same time through a configuration 
file including the configuration information of the ONU and the configuration information of the OLT in the DPOE 
system; [during] the process of the ONU initialization.” ) (EX2008 at ¶42)

– PO alternatively cites EX1001 at 7:65-8:2 (“the present document adds the configuration information about the OLT 
of the DPOE system in the configuration file, and completes the automatic configuration on the OLT and the ONU 
at the same time; [during] the process of the ONU initialization[.]”) 

• Three already-claimed characteristics: 

• (1) configuration by the DPOE system of both the ONU and OLT at the same time; 

• (2) using a configuration file that includes configuration information of both the ONU and 
OLT; and 

• (3) configuration of the ONU and OLT occurs during ONU initialization

PO Resp. at 16-24; Reply at 2-7, inter alia.



FIG. 3 Defines a “Service Auto-Configuration” Method 
Reciting The Same Language As The Body Of Claim 1
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Ex. 1001 at 8:33-57, Fig. 3 (and accompanying description), Reply at 2-7, inter alia.



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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5



The Petition directly alleges that Tsuge “converts 
configuration information for the OLT” as claimed
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Pet. at 60, 63, 66, 72-73, Reply at 15-17, EX1005 ¶¶132, 135, 137 and 141, EX1008 at 14:65-15:22, 18:25-36, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Petitioner inadvertently cited EX1008 at 4:46-51 
instead of at 14:65-15:22 (cited at pp. 60, 62-63, 65-
66, EX1005 ¶¶132, 135, 137 and 141)

• Unified Patents, LLC v. Voice Tech Corp., IPR2020-
0108, Paper 46 at 13, fn. 4 (P.T.A.B. December 13, 
2021)

• Section 1[g] is still explicitly linked to this disclosure 
through “OLT-ONU setting sequence 930”

• Use of word “reflected” does not exclude conversion



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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The Petition directly alleges that Tsuge’s back-office system 
includes a “DHCP Server” and “saves” configuration files

marshallip.com  | 52

Pet. at 61-64, 80-82, Reply at 17-21, EX1008, EX1017 at 75:3-17, Fig. 15 inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Neither party has asserted a claim 
construction requiring the “back-office 
system” [PURPLE] include a DHCP 
server

– Nonetheless, Tsuge’s “back-office system” 
includes a DHCP server labeled “CM IP 
Address Allocation Server 261”

– DOCSIS requires a DHCP server

• Dr. Litvin admits DHCP servers 
allocate IP addresses (EX1017 at 
75:3-17)



• The Petition explains how Tsuge’s traditional DOCSIS back-office includes a TFTP server 
that stores saved configuration files for later retrieval during ONU initialization 

• File name and server address in columns 1103 and 1102 are provided during an IP 
address allocation process for an ONU (1101, 1104); previously saved file (denoted by 
name 1102) can be subsequently retrieved from listed server (1102) during ONU 
initialization

The Petition directly alleges that Tsuge’s back-office system 
includes a “DHCP Server” and “saves” configuration files
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Pet. at 61-64, 80-82, Reply at 17-21, EX1017 63:22-66:6, Fig. 15 inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



• Dr. Litvin admits TFPT servers save files (EX1017 at 
63:22-66:6)
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Pet. at 61-64, 80-82, Reply at 17-21, EX1017 63:22-66:6, Fig. 15 inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Contested Issues

Bernstein provides a “service auto-configuration” method/network (Claims 1 and 6) 

Bernstein’s DPoE system “Analyzes” the configuration file when converting its 
contents (Claims 1, 5, 6, 11)

Bernstein’s services are “services opened by the ONU” (Claims 2, 8-9)

Tsuge provides a “service auto-configuration” method/network (Claims 1 and 6)

Tsuge’s DPoE system “Convert[s] configuration information for the OLT into a 
message format” (Claims 1 and 5)

Tsuge’s “back-office system” both includes a “DHCP server” (Claims 1, 5, 6 and 7) 
and “saves” configuration files (claim 6)

Tsuge’s services are “services opened by the ONU” (Claims 2, 8-9)
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The Petition directly alleges that Tsuge teaches “services 
opened by an ONU”
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Pet. at 65-68, Reply at 21-25, EX1008 at 18:25-38, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The ’982 Patent did not invent or 
alter DOCSIS configuration files or 
services



The Petition directly alleges that Tsuge teaches “services 
opened by an ONU”
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Pet. at 65-68, Reply at 21-25, EX1008, EX2008, EX1016, inter alia.
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Tsuge’s use of the term “CM setting 
information file” in FIGS. 9 and 13, 
which refers to Cable Modem settings, 
confirms that Tsuge uses the DOCSIS 
configuration format. EX1016, ¶67. 

• In Fig. 12, Tsuge further describes the format of the 
“CM Setting Information File” as using the same 
DOCSIS-standard TLV (Type, Length, Value) format 
identified by Dr. Litvin (EX2008 ¶¶51-53) 



PO’s expert concedes “services opened by the ONU” are 
typical services like data, voice and the like
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EX1017 at 72:7-20 and 73:9-22
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



PO’s expert concedes the ’982 Patent uses existing DOCSIS 
infrastructure (e.g. services and configuration files)
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EX2008 at ¶¶27-28
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Thank you
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