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The Board should deny institution of this petition seeking IPR of U.S. Patent
No. 11,039,218 (“the ’218 patent”) because “the same or substantively the same
prior art or arguments previously were presented to the Office.” 35 U.S.C. § 325(d).

I. The Same Or Substantially The Same Prior Art And Arguments Were
Previously Presented To The Office

A.  Ellis Is Substantively The Same As & Cumulative Of Previously
Considered Prior Art

The face of the 218 patent cites both: (i) Ellis-318, a patent publication having
an identical technical specification and drawings as Petitioner’s Ellis; and (i1)
International Search Report and Written Opinion (the “PCT WO”), in which the
International Searching Authority found Ellis-318 to be “not considered...of
particular relevance.” (EX-2035, 207.) Petitioner does not dispute these facts. Nor
does Petitioner dispute that fwoe examiners considered Ellis-318 and the extent of its
relevance to Patent Owner’s one-to-many socket architecture, which may be paired
with a digital content stream. Instead, Petitioner argues that Ellis was not
substantively considered because (1) the Examiner did not cite Ellis-318 in a
rejection, and (2) the claims subject to the PCT WO differ from those before the PTO
Examiner. Neither argument passes muster.

First, whether the Examiner cited Ellis-318 in a rejection is not dispositive.
The Board has rejected the same argument: “Petitioner...seems to limit this factor

to references that are expressly included in a rejection by the examiner. This factor
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is not so limited.” Medtronic Corevalve LLC v. Speyside Medical, LLC, IPR2021-
00310, Paper 9 at 26 (PTAB July 23, 2021) (citing Advanced Bionics LLC v. MED-
EL Elektromedizinische Gerate GmbH, IPR2019-01469, Paper 6 at 7-8 (PTAB Feb.
13, 2020)).

Petitioner’s attempt to dismiss Ellis-318 for its “mere inclusion in an IDS”
overlooks the depth of analysis found in the ’218 patent’s file history. Unlike
Fasteners for Retail v. RTC Indus., which included “over 1,000 prior art
documents,” Ellis-218 is one of only 44 prior art documents listed on the applicant’s
2/23/21 IDS. (EX-2035, 356-361.) The Board was ““skeptical that the examiner was
able to devote sufficient time to evaluate all of the asserted art in detail during
prosecution” in Fasteners for Retail (IPR2019-00994, Paper 9 at 10 (PTAB Now. 5,
2019) (emphasis in original). The same skepticism is unwarranted here, where
Examiner Chen explicitly stated that she considered “ALL REFERENCES” in the
IDS listing Ellis-318 “EXCEPT WHERE LINED THROUGH.” (EX-2035, 360.)
Examiner Chen did not “line through™ Ellis-318, and there is no evidence to suggest
that she did not, in fact, consider Ellis-318.

Petitioner’s reliance on Whitewater West Indus. v. American Wave Machines,
in which the prior art “was [not] applied and discussed during prosecution”
(Whitewater West Indus. v. American Wave Machines, IPR2022-01033, Paper 8 at
16 (PTAB Nov. 22, 2022) (emphasis added)), is misplaced. Unlike in that case, here
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the PCT Examiner specifically searched for, considered, analyzed, and made a
determination as to the relevance of Ellis-318, and Examiner Chen considered this
analysis. (EX-2035, 356-360.)

Second, Petitioner’s argument regarding the claims subject to the PCT WO
disregards Petitioner’s rationale for using Ellis to challenge the *218 patent—*“Ellis’s
two-part delivery method/system.” (Petition, 19.) Each claim set includes recitations
directed to Patent Owner’s one-to-many socket architecture/paired digital content.
Examiner Chen would likely have understood the PCT Examiner’s finding of Ellis-
318 as an A-category document applicable to the 218 patent claims. Just as the two-
track architecture of Ellis-318 was not of particular relevance to the architecture of
the PCT application, so, too, would the generic two-track architecture of Ellis-318
not have been relevant to the claims of the 218 patent. And Petitioner can point to

no authority stating that identical overlap in claims must exist.

B. Ellis, Herzog, and Spivey Are Substantively the Same as Shoff,
DeWeese, and Bocharov

In arguing that Shoff, DeWeese, and Bocharov are not substantively the same
as Ellis, Herzog, and Spivey, Petitioner ignores the Examiner’s analysis of Shoff,
DeWeese, and Bocharov.

First, Petitioner fails to address the substantial technical overlap between Ellis
and both Shoff and DeWeese, which Patent Owner highlighted in its POPR at 26-

30. For example, Ellis’s generic, high-level discussion of a two-part delivery
3
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method/system is found in at least Shoff FIG. 4. (Compare, Petition, 19 with POPR,
27-28; see also, EX-2037, FIG. 4.)

Second, Petitioner argues that there were no “specific teachings that would
support a finding that the Examiner had substantially the same teaching before her.”
(Reply, 4.) For example, Petitioner asserts that none of the references analyzed in
the prosecution history taught the recited “control server” (Reply, 3-4), when in fact,
the prosecution history includes a detailed analysis, considered by Examiner Chen
(EX-2035, 356-360), of the control server. (“Bocharov discloses. .. a control server
to periodically retrieve, from an event information provider [mapping to
Bocharov], first event information germane to a first live sporting event [mapping
to Bocharov], wherein the first event information includes first score information
for the first live sporting event [mapping to Bocharov]” (EX-2035, 212, 214
(emphasis added).)

And rather than “fabricate a combination” as alleged by Petitioner, Patent
Owner presents the very references that were apparently analyzed together by the
Examiner during prosecution of the 218 patent. For example, the *218 patent’s
prosecution history demonstrates that the Examiner considered at least the two-track
architecture of Shoff and DeWeese and Petitioner’s interpretation of “webserver,”
“control server,” and “socket server” limitations in Bocharov in a single
correspondence—the Non-final Office action mailed April 21, 2021. (EX-2035,
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337-349.) Petitioner’s suggestion that Examiner Chen did not consider the
interoperation of the references enumerated in the Office Action is baseless.

In sum, Petitioner merely uses cumulative prior art and repurposes prior art
analysis that has already been considered during prosecution.
II. The Examiner Did Not Err During Prosecution

As discussed above, the Examiner had the benefit of and expressly reviewed
the PCT WO analyzing the “integrat[ion] [of] known, generic components, as taught
by Spivey (the control server and socket server) and Herzog (the webserver).”
(Reply, 5.) Specifically, the Examiner already considered the disclosure of these
alleged “generic components” in Shoff, DeWeese, and Bocharov in allowing the
’218 patent. (POPR, 30-33.) And the Examiner expressly analyzed Shoff, DeWeese,
and Bocharov in an Office Action, and specifically commented on the allowability
of the independent claims over these references. The only logical conclusion is that
Examiner Chen was familiar with the content of the prior art.

The Examiner correctly recognized that the 218 patent claims are allowable
over the prior art disclosures and the combination of a two-track architecture with
generic servers. (EX-2035, 210-229, 337-349.) Accordingly, discretionary denial

under Section 325(d) is appropriate.
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