
Case IPR2024-01312 
U.S. Patent No. 11,697,028 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
__________________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

__________________ 
 
 

BIOFRONTERA INC., BIOFRONTERA BIOSCIENCE GMBH, 
BIOFRONTERA PHARMA GMBH, and BIOFRONTERA AG 

Petitioner 
 
 

v. 
 
 

SUN PHARMACEUTICAL INDUSTRIES, INC. 
Patent Owner 

 
__________________ 

 
 

Case IPR2024-01312 
 

U.S. Patent No. 11,697,028 
 

__________________ 
 
 

PATENT OWNER’S OBJECTIONS TO PETITIONER’S PRE- 
INSTITUTION EVIDENCE PURSUANT TO 37 C.F.R. § 42.64(b)(1) 

 
Mail Stop Patent Board 
Patent Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Case IPR2024-01312 
U.S. Patent No. 11,697,028 
 

 

Pursuant to the Federal Rules of Evidence and 37 C.F.R. § 42.64, Patent 

Owner Sun Pharmaceutical Industries, Inc. (“Patent Owner” or “Sun Pharma”) 

timely objects to evidence submitted by Petitioners Bio Frontera Inc., Biofrontera 

Bioscience Gmbh, Biofrontera Pharma Gmbh, and Biofrontera Ag (collectively 

“Petitioners” or “Biofrontera”) prior to institution of Inter Partes Review IPR2024-

01312. Patent Owner serves Petitioners with these objections to provide notice that 

Patent Owner may move to exclude the challenged exhibits under 37 C.F.R. § 

42.64(c). 

Exhibit 1019 – Plaintiff’s Infringement Contentions submitted as Exhibit 4 
attached to complaint filed in Sun Pharmaceutical Industries, Inc. v. Biofrontera 
Bioscience GmbH, Biofrontera Pharma GmbH, Biofrontera AG, and Biofrontera 
Inc., Civil Action No. 1:24-cv- 11637 (D. Mass) (filed on June 25, 2024) 

Patent Owner objects to this exhibit under Fed. R. Evid. 401 and 402 because 

Petitioner’s reliance on this exhibit is irrelevant and therefore inadmissible. 

Rule 401 states “[E]vidence is relevant if: (a) it has any tendency to make a 

fact more or less probable than it would be without the evidence; and (b) the fact is 

of consequence in determining the action.” 

Rule 402 states “[i]rrelevant evidence is not admissible.” 
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Dated: March 10, 2025 Respectfully submitted, 

/Gabrielle E. Higgins/     
Gabrielle E. Higgins (Reg. No. 38,916) 
DESMARAIS LLP 
101 California Street, Suite 3000 
Telephone: 415-573-1900 
Facsimile: 415-573-1901 
Email: ghiggins@desmaraisllp.com 
 
Counsel for Patent Owner Sun Pharmaceutical 
Industries, Inc. 
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CERTIFICATE OF SERVICE 

 Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies that on March 10, 
2025, a complete copy of the foregoing was served on counsel of record for 
Petitioner by filing this document through P-TACTS and by sending this document 
via electronic mail to the following addresses: 
 

Lead Counsel Backup Counsel 
James P. Murphy (Reg. No. 55,474) 
POLSINELLI PC 
1000 Louisiana Street, Suite 6400 
Houston, Texas 77002 
Tel: (713) 374-1631 
jpmurphy@polsinelli.com 

Corey Casey (Reg. No. 66,950) 
POLSINELLI PC 
900 West 48th Place, Suite 900 
Kansas City, Missouri 64112 
Tel: (816) 572-4439 
ccasey@polsinelli.com 
 
Megan Hart (Reg. No. 79,202) 
POLSINELLI PC 
7676 Forsyth Blvd., Suite 800 
St. Louis, Missouri 63105 
Tel: (314) 622-6107 
mkhart@polsinelli.com 
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