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I. Introduction 

Pursuant to 37 C.F.R. § 42.64(c), Patent Owner Sun Pharmaceutical 

Industries, Inc. (“Patent Owner” or “Sun Pharma”) moves to exclude ¶¶12-17 and 

19 (the “New Opinion Paragraphs”) of EX1026 (Supplemental Declaration of Dr. 

Grove) and 591:5-7 and 592:2-8 (the “ITC Testimony”) of EX1031 (ITC Trial 

Transcript Day 3) under Federal Rule of Evidence (FRE) 403 because they introduce 

new theories and opinions that were not included in the Petition.   

II. Applicable Legal Standard 

The “petitioner’s petition…is supposed to guide the life of the litigation [in an 

IPR proceeding].”  SAS Institute, Inc. v. Iancu, 54 U.S. 357, 366-67 (2018) 

(emphasizing “focus on the petitioner’s contentions”).  The statute requires a petition 

to identify “in writing and with particularity ... the grounds on which the challenge 

to each claim is based, and the evidence that supports the grounds for the challenge 

to each claim.”  35 U.S.C. § 312(a)(3); accord Intelligent Bio-Systems, Inc. v. 

Illumina Cambridge Ltd., 821 F.3d 1359, 1369 (Fed. Cir. 2016).  Petitioner also 

“may not submit new evidence or argument in reply that it could have presented 

earlier [in the petition], e.g., to make out a prima facie case of unpatentability.”  

Consolidated Trial Practice Guide (CTPG), 73. 

The Federal Circuit has repeatedly rejected attempts to introduce new theories 

and evidence in Petitioner’s Reply that could have been but was not included in the 
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original Petition.  See, e.g., Wasica Finance GmbH v. Continental Automotive 

Systems, Inc., 853 F.3d 1272, 1286–87 (Fed. Cir. 2017) (“After Wasica pointed out 

the flaws of this position, Continental’s ensuing arguments to the Board and to us 

effectively abandoned its petition in favor of a new argument. … Rather than 

explaining how its original petition was correct, Continental’s subsequent arguments 

amount to an entirely new theory of prima facie obviousness absent from the 

petition. Shifting arguments in this fashion is foreclosed by statute, our precedent, 

and Board guidelines. … We therefore see no error in the Board declining to engage 

such an argument here.”) (citing 35 U.S.C. § 312(a)(3); Intelligent Bio-Systems, 821 

F.3d at 1369–70); Henny Penny Corporation v. Frymaster LLC, 938 F.3d 1324, 

1330 (Fed. Cir. 2019) (“We agree with Frymaster that the Board did not abuse its 

discretion by holding HPC to the obviousness theory in its petition. Because of the 

expedited nature of IPR proceedings, ‘[i]t is of the utmost importance that petitioners 

in the IPR proceedings adhere to the requirement that the initial petition identify 

‘with particularity’ the ‘evidence that supports the grounds for the challenge to each 

claim.’’ [Intelligent Bio-Systems, 821 F.3d] at 1369 (quoting 35 U.S.C. § 312(a)(3)). 

Accordingly, an IPR petitioner may not raise in reply ‘an entirely new rationale’ for 

why a claim would have been obvious. See [Intelligent Bio-Systems, 821 F.3d] at 

1370; 37 C.F.R. § 42.23(b).”); Intelligent Bio-Systems, 821 F.3d at 1369 (rejecting 

Petitioner’s argument that the PTAB was required to “consider whether it is within 
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the skill of the ordinary artisan to modify the cleavage conditions to satisfy the 

alleged cleavage requirements” because it was raised for the first time in Petitioner’s 

Reply and supplemental expert declaration), (“Unlike district court litigation—

where parties have greater freedom to revise and develop their arguments over time 

and in response to newly discovered material—the expedited nature of IPRs bring 

with it an obligation for petitioners to make their case in their petition to institute.”).   

Indeed, evidence that introduces new theories in Petitioner’s Reply has been 

routinely excluded by the Board.  See, e.g., Duration Media LLC v. Rich Media Club 

LLC, IPR2023-00953, Paper 74 (PTAB 2024), 24-29 (granting Patent Owner’s 

Motion to Exclude Evidence because Petitioner’s expert presented new obviousness 

theories in a Reply declaration) (citing 35 U.S.C. § 312(a)(3); Consolidated Trial 

Practice Guide (“CTPG”), 73) (explaining that a petitioner “may not submit new 

evidence or argument in reply that it could have presented earlier, e.g. to make out a 

prima facie case of unpatentability.”); Interactive Communications International, 

Inc. v. Blackhawk Network Inc., IPR2023-01235, Paper 34 (PTAB 2025), 61 

(granting Patent Owner’s Motion to Exclude Evidence because Petitioner’s expert 

presented new opinions regarding reasonable expectation of success in a Reply 

declaration).  
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III. The New Opinion Paragraphs (Exhibit 1026) Should Be Excluded 
Under Federal Rule Of Evidence 403  

Patent Owner moves to exclude the New Opinion Paragraphs of EX1026, 

submitted in conjunction with Petitioner’s Reply, that introduce new obviousness 

theories that were not included with the Petition.  See Reply, 10-15, 28; Patent 

Owner’s Objections to Evidence, 1-2.1 

The New Opinion Paragraphs do not expand on a position taken in the Petition 

nor in Dr. Grove’s original declaration.  In his original declaration (EX1015), Dr. 

Grove expressly called out and relied on the “uneven” spacing of the fluorescent 

tubes taught by Lundahl.  See EX1015, ¶176 (discussing spacings of 7 cm, 5 cm, 

and 3.5 cm between the fluorescent tubes) (citing EX1014, 6:48-54).   

 
1 Petitioner filed its Reply, which relies on the Supplemental Declaration of Dr. 

Grove (EX1026) on August 13, 2025.  Patent Owner timely filed and served 

objections to the New Opinion Paragraphs under FRE 403 on August 20, 2025.  See 

Paper 32 (Patent Owner’s Objections to Evidence), 1-2; 37 CFR § 42.64(b)(1). 
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EX1015, ¶175. 

And in making the proposed combination of Lundahl with Larsen, Dr. Grove 

replaced the fluorescent tubes with LEDs in the manner shown below.  See EX1015, 

¶177-179 (opining a “POSITA would have found it obvious and would have been 

motivated with a reasonable expectation of success to incorporate the uneven 

spacing of light sources of Lundahl to increase the intensity of light emitted from 

the second edges … of the panels of Larson [sic] compared to regions not proximate 

to the second edges.”). 
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EX1015, ¶178.  The “uneven spacing” with the specific dimensions disclosed by 

Lundahl is illustrated below. 

 

POR, 25-26 (citing EX1014, 6:48-57, EX1015, ¶¶178-179).   

Indeed, Dr. Grove confirmed in his deposition that he relied only on the 

uneven spacing of light sources of Lundahl in making his proposed combination.  
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See EX2084, 229:3-14 (“Q. And you’re saying that you are incorporating the uneven 

spacing of light sources of Lundahl, right? That’s what you say you’re doing? A. 

Yes.”).   

But Patent Owner pointed out that “applying Lundahl’s teaching of spacing 

would not result in the claimed uniform illumination.”  EX2050, ¶127; POR, 24-25.  

Indeed, achieving the claimed “uniform illumination” is not a simple feat.  For 

example, the inventors of the ’028 Patent had difficulties achieving gap-free, 

uniform illumination when moving from fluorescent tubes to LEDs.  See POR, 24-

25 (citing EX2053, 100:22-101:15).   

Faced with this conundrum, Petitioner and Dr. Grove changed their positions 

in Petitioner’s Reply and Dr. Grove’s Supplementary Declaration, respectively.  

Rather than relying on Lundahl’s “uneven spacing” of light sources, as was 

originally articulated in the Petition, Dr. Grove added new opinion testimony that a 

POSITA would have been able to modify the spacing of the LEDs in any manner to 

achieve the claimed uniformity.  This new opinion testimony is discussed in ¶¶12-

17 and 19 of EX1026, as explained below.   

In ¶12 of EX1026, Dr. Grove provides new opinion testimony that “it is [his] 

interpretation that this treatment surface is consistent with what is provided in … 

Lundahl, meaning that the treatment surface is at a distance of approximately 2-4” 

from the light-emitting surface.”  He adds an additional “assumption that the lights 
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are intended to reflect the general spacing of lights that would be expected on an 

LED panel …, whereby the LEDs have a likely lateral spacing of several centimeters 

or less.”  The interpretation and assumption are new opinion testimony that could 

have been presented in Dr. Grove’s original declaration, but were not included. 

In ¶13 of EX1026, Dr. Grove provides new opinion testimony that “a POSA 

would understand that, while LEDs placed in a regular row arrangement are 

discrete light sources, unlike a fluorescent tube, a row of individual LEDs would not 

be expected to have the gaps in illumination.”  This analysis regarding placing the 

LEDs in a “regular row arrangement”—and not the “uneven spacing” between the 

rows of LEDs as originally discussed—and the impact on the illumination that such 

placement could have were never included in Dr. Grove’s original declaration.  

In ¶14 of EX1026, Dr. Grove provides new opinion testimony that 

“[a]chieving a desired uniformity with LEDs is based on (a) the lateral spacing 

between individual LEDs in a given row, (b) the spacing between rows of individual 

LEDs, and (c) the spacing between the panels with the LED light emitting surface 

and the treatment surface.”  Dr. Grove further newly opines in ¶14 that because 

“Lundahl expressly teaches that the treatment surface is 2-4” from the light emitting 

surface … the only factor that needs to be addressed is the spacing between the LEDs 

within each row, but this is a very straightforward process, and is easily within the 

skill of a POSA.”  Dr. Grove’s argument that three different aspects, coupled with 
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the approximate distance between the light and the treatment surface, contribute to 

achieving a desired uniformity with LEDs, rather than only the uneven spacing 

between the rows of LEDs as originally described, are new and were never included 

in Dr. Grove’s original declaration.   

In ¶15 of EX1026, Dr. Grove newly opines that “a POSA would simply 

ensure that the divergence angles of the adjacent LEDs overlap at the desired 

treatment distance to ensure no ‘gaps’ between the light emission of the individual 

LEDs … [and that] it is a simple process of replacing fluorescent tube with discrete 

LEDs, ensuring overlap of adjacent divergence angles at a distance from the 

treatment surface of a minimum of two inches.”  In ¶16 of EX1026, Dr. Grove newly 

opines that “[i]t is a very straightforward process for a POSA to space adjacent 

LEDs in a manner that allows the divergence angles of these LEDs to overlap and 

prevent any gaps in illumination between adjacent LEDs.”  In ¶19 of EX1026, Dr. 

Grove newly opines that “a POSA would find the determination of the specific 

spacing between LEDs in a row to be a straightforward task given the understanding 

in the art, accounting for divergence angles and the Lambertian distribution.”  

These opinions addressing the divergence angles of the LEDs between LEDs within 

each row, let alone the divergence angles between the rows of LEDs that have 

uneven spacing, are new and were never included in Dr. Grove’s original 

declaration.  
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In ¶17 of EX1026, Dr. Grove newly opines that “even the physical space 

between adjacent panels resulting from the attachment of adjacent panels via hinges 

(or other means) is easily addressed by accounting for the overlap of divergence 

angles at a distance from the treatment surface of a minimum of two inches.”  The 

opinion regarding a POSITA’s ability to address the gaps between panels, when 

only the uneven spacing between the rows of LEDs was originally addressed, are 

new and were never included in Dr. Grove’s original declaration.  

In short, ¶¶12-17 and 19 of EX1026 introduce new obviousness theories that 

could have been included in the Petition, but were not.  Petitioner’s reliance on the 

New Opinion Paragraphs in its Reply is unduly prejudicial to Patent Owner, and 

these paragraphs should be excluded. 

IV. The ITC Testimony (Exhibit 1031) Should Be Excluded Under Federal 
Rule Of Evidence 403  

Patent Owner moves to exclude the ITC Testimony, submitted in conjunction 

with Petitioner’s Reply, that introduces new obviousness theories.  See Reply, 2, 24-

25; Patent Owner’s Objections to Evidence, 2-3.  EX1031 contains excerpts of 

transcripts from the ITC trial.2 

 
2 Petitioner filed its Reply, which relies on the ITC Trial Transcript Day 3 (EX1031) 

on August 13, 2025.  Patent Owner timely filed and served objections to the ITC 
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The ITC Testimony does not expand on a position taken in the Petition or in 

either of Dr. Grove’s declarations.  Specifically, Petitioner attempts to add, through 

Dr. Grove’s ITC Testimony, new theories directed to (1) the specific types of hinges 

that were purportedly well-known and (2) the purported “finite” number of hinges 

that were available to a POSITA.   

First, Petitioner has presented an entirely new obviousness theory regarding 

the specific types of hinges that were purportedly well-known.  In the Petition, 

Petitioner argued that a “POSITA would have found it obvious and would have been 

motivated with a reasonable expectation of success to locate Larsen’s hinges on the 

inner side surfaces of adjacent panels” because of the “nearly flush” arrangement of 

Larsen’s panels.  Petition, 37; EX1015, ¶155.  Without providing any supporting 

evidence other than Dr. Grove’s verbatim identical conclusory testimony (including 

the same “id.” citation recited in the Petition), Petitioner argued that this 

“modification would have involved nothing more than the use of a known prior art 

element according to known methods to yield predictable results.”  Petition, 37-38; 

EX1015, ¶155.   

 
Testimony under FRE 403 on August 20, 2025.  See Patent Owner’s Objections to 

Evidence, 2-3; 37 CFR § 42.64(b)(1). 
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Patent Owner challenged Dr. Grove’s conclusory opinion.  As Patent Owner’s 

expert, Dr. Jokerst, explained, “Dr. Grove does not identify a single prior art 

reference that discloses ‘hinged structures on inner side surfaces of adjacent panels.’ 

Nor does he provide any evidence that such a design was known to a POSITA at the 

time of the ’028 Patent’s invention or that it would work for its intended purpose in 

an illuminator to output uniform light for PDT applications.”  EX2050, ¶172; POR, 

53-54.   

Recognizing the lack of supporting evidence, Petitioner attempts to 

supplement the record by relying on Dr. Grove’s belated testimony: “[t]he most 

common option [for connecting panels with hinges] is to put what are called butt 

hinges between the two panels” and a “POSA [would] have known that prior to 

2015.”  EX1031, 592:2-8.  Dr. Grove never identified any such butt hinges as the 

most common option in his original declaration, and this belatedly-presented 

example of a hinge that allegedly meets the claim limitation should be excluded.   

Second, Petitioner attempts to cabin the allegedly known, predictable 

solutions to connect panels to only three potential solutions.  In the Petition, 

Petitioner argued that “there were finite number of known, predictable solutions for 

Larsen’s panels to be ‘flexibly connected to each other through hinges,’ and POSITA 

would have found it obvious to try placing the hinges on the inner side surfaces of 

the panels,” relying on Dr. Grove’s conclusory statement in alleged support.  
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Petition, 38; EX1015, ¶155.  Neither Petitioner nor Dr. Grove articulated what that 

“finite number” would have been. 

Hence, Patent Owner challenged Dr. Grove’s conclusory opinion.  Dr. Jokerst 

explained that “Dr. Grove does not explain how or why a POSITA would have 

changed Larsen’s design from hinges on the bottom of the applicators 13 that were 

‘flexibly connected to each other’ … to the inner side surfaces absent hindsight. … 

[because] a POSITA would have understood that these hinges could be placed in 

numerous locations in various orientations.”  EX2050, ¶¶173-174; POR, 54-55.   

Petitioner now argues that “[t]here are only three reasonable options for 

placing hinges to connect adjacent panels.”  Reply, 24-25.  As support, Petitioner 

relies on Dr. Grove’s testimony that “there are three locations to connect adjacent 

panels.”  EX1031, 591:5-7.  But Dr. Grove never identified that the finite number of 

known, predictable solutions for Larsen’s panels was “three” in his original 

declaration.  Dr. Grove’s belated attempt to cabin the finite number of purported 

solutions to “three” is a new obviousness argument that could and should have been 

presented in Dr. Grove’s original declaration. 

Hence, Dr. Grove’s testimony in 591:5-7 and 592:2-8 of EX1031 should be 

excluded as being unduly prejudicial to Patent Owner. 
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V. Conclusion 

For the foregoing reasons, the Board should exclude ¶¶12-17, 19 of EX1026 

and exclude 591:5-7, 592:2-8 of EX1031. 
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