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I. The New Opinion Paragraphs (EX1026) And The ITC Testimony 
(EX1031) Are Not Proper Rebuttal Evidence 

Petitioner argues that ¶¶12-17 and 19 (“New Opinion Paragraphs”) of 

EX1026 and 591:5-7, 592:2-8 (“ITC Testimony”) of EX1031 are proper rebuttal 

evidence.  Paper 41 (“Opposition”), 2-8, 12-15.  However, these New Opinion 

Paragraphs and ITC Testimony contain new opinion testimony that is not responsive 

to Patent Owner’s Response (“POR”).   

A. The New Opinion Paragraphs Go Beyond Dr. Grove’s Original 
Reliance On Lundahl’s “Uneven Spacing” Of LEDs 

Petitioner argues that Dr. Grove “provide[s] rebuttal to Dr. Jokerst’s 

testimony alleging that the combination of Larsen and Lundahl would not ‘uniformly 

illuminate’ the treatment surface due to gaps resulting from the use of LEDs.”  

Opposition, 4-7.  However, Dr. Grove’s original opinion was based on Lundahl’s 

uneven spacing between the LEDs, whereas Dr. Grove now newly opines that the 

spacing of the LEDs can be modified to achieve the required uniformity.  Paper 40 

(“MTEE”), 4-10.  And for avoidance of doubt, Patent Owner provides the specific 

sentences that should be excluded: 
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EX1026, ¶¶12-17, 19; MTEE, 7-10.  As explained in the MTEE, each of the 

sentences stricken above contains new opinion testimony that should have been, but 

was not, included in Dr. Grove’s original declaration.  MTEE, 4-10.   

To be clear, Patent Owner does not request any of the illustrations in these 

paragraphs (discussed at length in Petitioner’s Opposition) be excluded—to the 

extent those illustrations are based on Dr. Grove’s original opinions that rely solely 

on Lundahl’s “uneven spacing.”   

Finally, Petitioner’s citation to Apple v. Gesture Tech. is inapplicable.  In 

Apple, the expert’s supplemental declaration merely explained why an opinion 

presented in the original declaration was “key” to the conclusions in the original 

declaration and Petition.  Apple Inc. v. Gesture Tech. Partners, LLC, 127 F.4th 364, 

371–72 (Fed. Cir. 2025).  Here, however, Dr. Grove offers new opinions about the 

spacing of LEDs in his combination (contrary to his original reliance on the “uneven 

spacing” of Lundahl’s light sources).   

B. The ITC Testimony Does Not Rebut Dr. Jokerst’s Testimony 

Petitioner also argues that the ITC Testimony “directly rebuts Dr. Jokerst’s 

testimony that the ‘hinges could be placed in numerous locations’” and “‘a POSITA 

reading Larsen’s disclosure would have attached hinges to the bottom of the 

panels.’”  Opposition, 7-8.  However, the ITC Testimony is Petitioner’s attempt to 

(1) further cabin the unspecified “finite number” of solutions to connect panels to 
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specifically three options and (2) bring in a specific example of a hinge that can 

allegedly be placed on inner side surfaces.  MTEE, 10-13.  These new opinions 

should have been presented in Dr. Grove’s original declaration and the Petition, but 

were not, and improperly inject new evidence into the record that could have been 

presented with the Petition.  

II. The New Opinion Paragraphs (EX1026) And The ITC Testimony 
(EX1031) Should Be Excluded Under FRE 403 

Petitioner further argues that the MTEE “never once addresses FRE 403 in 

any of its arguments.”  Opposition, 8-10.  However, as explained in the MTEE, the 

inclusion of the New Opinion Paragraphs and the ITC Testimony would be unduly 

prejudicial to Patent Owner.  They introduce new obviousness theories that could 

have been included in the Petition, but were not, and hence outweigh the probative 

value.  See MTEE, 10, 13.  Evidence that introduces new theories in Petitioner’s 

Reply has been routinely excluded under FRE 403 by the Board as outweighing their 

probative value.  See, e.g., Duration Media LLC v. Rich Media Club LLC, IPR2023-

00953, Paper 74 (PTAB 2024), 24-29; Interactive Communications International, 

Inc. v. Blackhawk Network Inc., IPR2023-01235, Paper 34 (PTAB 2025), 61; 

MTEE, 3.  

Petitioner further argues that the New Opinion Testimony and ITC Testimony 

should not be excluded under FRE 403 because “Patent Owner was allowed to 
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depose Dr. Grove a second time” and “also filed a sur-reply where it addressed these 

exhibits.”  Opposition, 9-10.  Merely addressing new arguments in a sur-reply does 

not necessarily overcome the prejudicial effect on the Patent Owner.  For example, 

in Duration Media and Interactive Comm., Patent Owner addressed the excluded 

evidence in its Sur-Reply, and the Board still found it proper to exclude the evidence.  

Id.; Duration Media, Paper 56, 1, 4-7; Interactive Comm., Paper 20, 12-15. 

III. Patent Owner’s Motion To Exclude Evidence Is Not A Motion To Strike 

Finally, Petitioner argues that the MTEE is an “unauthorized Motion to 

Strike.”  Opposition, 10-12.  However, the Board is well-equipped to decipher which 

portions of the Reply contain new arguments and a Motion to Strike is rarely needed.  

Consolidated Trial Practice Guide (“CTPG”), 80-81.  Hence, no such request was 

made.  Indeed, Petitioner’s citations to Apple v. Parus and Palo Alto v. Finjan are 

distinguishable because Patent Owner failed to request exclusion of the evidence 

based on admissibility under FRE 403—and only under 37 C.F.R §§ 42.23(b), 

42.123(b), and 42.6(a)(3), none of which address admissibility.  See Apple Inc. v. 

Parus Holdings, Inc., IPR2020-00686, Paper 29 (PTAB 2021); Id., Paper 37, 41-42; 

Palo Alto Networks, Inc. and Symantec Corp. v. Finjan, Inc., IPR2015-01979, Paper 

48 (PTAB 2016), 1-5; Id., Paper 62, 66-67.  Here, Patent Owner requests exclusion 

under FRE 403.  See MTEE, 1, 4, 10-11; Paper 32 (Patent Owner’s Objections to 

Evidence), 1-3. 
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/Yung-Hoon Ha/       
Yung-Hoon Ha (Reg. No. 56,368)  
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DESMARAIS LLP  
230 Park Avenue  
New York, NY 10169  
212-351-3400 (telephone)  
212-351-3401 (facsimile) 
 
Lead Counsel for Patent Owner,  
Sun Pharmaceutical Industries, Inc. 
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