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second state, and power means for providing power
to said cellular phone, said method comprising the
SEEPS OF. 7 e e 41

[12.a]: “awaiting for an activation cue to be received
At SAIA CUE TECEIVET, . e 42

[12.b]: “if an activation cue is received at said cue
receiver, assigning said first state to said switching
element, while if no activation cue is received at said

cue receiver, assigning said second state to said
switching element; and;” ..........c.coeovvieviieniieniieeie e, 42

[12.c]: “a user selectively triggering said control

device to issue an invariable activation command
whereby: if said switching element is in said first

state, forwarding first data to said first data

transceiver for initiating a data exchange operation

with a first external data exchange device over a first
communication link; and™ .......ccoooveeeiiiiieeiieeeeeeeeeeeeeee, 42

16. Claim 13 — “A method as defined in claim 12, further
comprising the following step before the step of
forwarding first data to said first data transceiver for
initiating a data exchange operation with a first external
data exchange device: forwarding third data to and

PATENT OWNER’S PRELIMINARY RESPONSE



IPR2024-01322

Paper No. 7

U.S. Patent No. 9,022,294

17.

18.

19.

20.

21.

displaying said third data on a display screen provided on
said cellular phone, wherein said third data is
representative of the content of said first data.” ..................... 43

Claim 14 — “A method as defined in claim 13, wherein

after the step of forwarding said third data to the display

screen, the method comprises the following step:

awaiting for an authorization command to be inputted

through a user confirmation input device provided on

said cellular phone before forwarding said first data to

said first data transSCeIVEr.”......ccovuiiriiriiiiieiieieeeeeeeee e 44

Claim 15 — “A method as defined in claim 12, wherein
said first and second data are identical.”............ccccvveeeiiiinnnnn. 45

Claim 16 — “A method as defined in claim 12, wherein

said first data transceiver is a proximity transceiver and

the step of forwarding said first data to said first

transceiver is for initiating a wireless data exchange

operation with a proximate first external data exchange

device through a direct link representing said first
communication link where the cellular phone is conveyed
toward a close proximity of the first external data

exchange device and within a range to receive the

activation cue to initiate the wireless data exchange.” ............ 45

Claim 17 — “A method as defined in claim 12, wherein

said second data transceiver is a communication network
transceiver and the step of forwarding said second data to

said second data transceiver is for initiating a wireless

data conveyance operation through a communication

network representing said second communication link,

with one of a remote portable electronic device, a remote
server, a remote terminal and a combination thereof.”............ 46

Claim 18 — “A method as defined in claim 12, wherein

the step of selectively triggering said control device to

issue the invariable activation command comprises

selectively triggering one of the manually activated

button, the keypad for receiving a PIN code, the

biometric parameter detector and a combination thereof.” ..... 46

PATENT OWNER’S PRELIMINARY RESPONSE

vi



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

22.  Independent Claim 19.........ccceeviiiiiciiiieiieecee e, 47

a. [19.pre]: “A method for data conveyance with a
cellular phone of the type comprising: an electronic
circuit capable of storing data therein, capable of
processing data, and capable of data input and output,
a control device operatively linked to said electronic
circuit, first and second data transceivers operatively
linked to said electronic circuit, a cue receiver
operatively linked to said electronic circuit, a data
conveyance switching element operatively linked to
said electronic circuit and capable of being in either
one of a first and a second state, and power means for
providing power to said cellular phone, said method

comprising the steps of:” .....cceeviiiriieniieeeee e, 47
b. [19.a]: “awaiting for an activation cue to be received

At SAIA CUE TECEIVET, . e 47
C. [19.b]: “if an activation cue is received at said cue

receiver, assigning said first state to said switching
element, while if no activation cue is received at said

cue receiver, assigning said second state to said
switching element; and” ..........ccccceeeeiiiiecciee e 48

d. [19.c] “ “selectively triggering said control device to
issue an invariable activation command whereby: if
said switching element is in said first state,
forwarding first data to said first data transceiver for
initiating a data exchange operation with a first
external data exchange device over a first
communication link; and™ ......ccoooveeiiiiiiiiiiiieeeeeee, 48

e. [19.e] “wherein said method further comprises the
following steps before the step of forwarding first
data to said first data transceiver for initiating a data
exchange operation with a first external data
exchange device:” [19.f] “forwarding third data to
and displaying said third data on a display screen
provided on said cellular phone, wherein said third
data is representative of the content of said first data;

PATENT OWNER’S PRELIMINARY RESPONSE

vii



IPR2024-01322
U.S. Patent No. 9,022,294

Paper No. 7

[19.1] “forwarding fourth data to and displaying said
fourth data on said display screen, wherein said

fourth data is representative of the content of said

second data; and”.............eeeeeeeeeiiiiiiiiii e ————— 49

23. Claim 20 — “wherein said control device includes said

user confirmation input deviCe.”........ccccvveercrieeeriieeeiieeeeiieenns 49
B.  GROUND 2: Obviousness Based on Mooney and Lee 705 .............. 49
1. No Motivation to Combine Mooney and Lee .......................... 50
2. Independent claim 1.........ccoooiiiiiiiniiiieieceeeeee e 53
a. [1.a, 1.e, 1.f]: Claim elements relying on Mooney

ONLY it 53

[1.h]: “wherein upon said control device being
selectively triggered by the user to issue said
invariable activation command: if said switching
element is in said first state, a first data conveyance
operation will be initiated through the instrumentality
of said first data transceiver for sending data from
said electronic circuit to the first external data
exchange device over said first communication link;

3. Independent claim 10..........ccccviieeiiiieeiie e 55

a.

b.

[10.a, 10.f]: Claim elements relying on Mooney Only...55

[10.h]: “wherein upon said control device being
selectively triggered by the user to issue said

invariable activation command: if an activation cue

was received by said cue receiver, said electronic

circuit will accomplish said first data conveyance
operation to convey data from said electronic circuit

to said first data transceiver for transmitting data

through said first data transceiver; and”.............ccce..... 55

4. Independent claim 11 .......cccoooviiiiiiiiiiiieiieeeeee e 55

a.

[11.d, 11.h, and 11.1]: Claim elements relying on
Mo0oney ONlY ........ccoeeeviieeeiiiieie e 55

PATENT OWNER’S PRELIMINARY RESPONSE

viil



IPR2024-01322
U.S. Patent No. 9,022,294

Paper No. 7

[11.k]: “wherein upon said control device being
selectively triggered by the user to issue said

invariable activation command: if an activation cue

was received by said cue receiver, said electronic

circuit will accomplish said first data conveyance
operation to convey data from said electronic circuit

to said first data transceiver for transmitting data

through said first data transceiver; and”.............cccee..... 55

5. Independent claim 12.........cccccvviiiiiiiiiieieceeeeee e 56

a.

[12.pre, 12.a, and 12.b]: Claim elements relying on
Mo0oney ONlY .......cccceeevviiieciiieeiie e 56

[12.c]: “a user selectively triggering said control

device to issue an invariable activation command
whereby: if said switching element is in said first

state, forwarding first data to said first data

transceiver for initiating a data exchange operation

with a first external data exchange device over a first
communication link; and™ ......cccooeeeieiiiiiiiiiiieeeeeeeee, 56

6. Independent claim 19..........coccviiiiiiiieiie e 56

a.

[19.pre, 19.a, 19.b, 19.e, 19.f, and 19.1]: Claim
elements relying on Mooney Only.........cccceevvevivineann. 56

[19.c]: “a user selectively triggering said control

device to issue an invariable activation command
whereby: if said switching element is in said first

state, forwarding first data to said first data

transceiver for initiating a data exchange operation

with a first external data exchange device over a first
communication link; and™ .......ccoooveveeiiieeieieeeeeeeeeeeeeee, 57

7. Dependent claims 2-9, 13-18, and 20 ..........ccccvevvveevveennneenen. 57
X.  SECONDARY CONSIDERATIONS .......cceoteiieieieeienteeeesie e 57

CONCLUSION.............

CERTIFICATE OF SERVICE .......cooiiiiiiiiiiiiiiteteeeeeeeeececee et a
CERTIFICATE OF COMPLIANCE ......ccciiiiiiiiiiteiececeec e b

PATENT OWNER’S PRELIMINARY RESPONSE

1X



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

TABLE OF AUTHORITIES
Cases
Anderson v. Eppstein,
59 USPQ2d 1280 (BPAL 2001 )..ccuiiiiieiieiieeie ettt 5

Apple Inc. v. Qualcomm Inc.,
IPR2018-01276, 2020, Pat. App. LEXIS

7895 (PTAB Feb. 3, 2020)......uuiiiiiieeeeee et e 5
Novartis AG v. Torrent Pharms.,

853 F.3d 1316 (Fed. Cir. 2017)cuviiieieeeeeeeeee et e 4
Trading Techs. Int'l, Inc. v. IBG LLC,

921 F.3d 1378 (Fed. Cir. 2019)..ccciiiieiiie ettt 4
United States v. Dunkel,

927 F.2d 955 (Tth Cir. 1991)...ceeiiieiie ettt et 5
Xerox Corp. v. Bytemark, Inc.,

[PR2022-00624 (PTAB Feb. 10, 2023) ...cccciiieeiieeeeeeeeeee et 5
Statutes
B5ULS.CL § 282(D) ettt et 9,11
Regulations
3T C EFRUGA2.T00 ... et e e e e e e caarae e e e e e e e e eeenes 9,11
BT CEFR.GA2.I04 ... et e e e e e e e e e e e 4,10
37 C ERLGA2.I07 ettt e e e e e e e e e e e araees 1
BT C ERLGA2.05 ... ettt e e e e e e e e e e e enaraaees 5

PATENT OWNER’S PRELIMINARY RESPONSE



[PR2024-01322 Paper No.

U.S. Patent No. 9,022,294

7

TABLE OF EXHIBITS
Exhibit Title
1001 | U.S. Patent No. 9,022,294 to Gaillard et al. (“’294 Patent”)
1002 | Prosecution History of U.S. Application No. 12/603,085
1003 | Declaration of Stuart Lipoff (“Lipoff”)
1004 | Curriculum Vitae of Stuart Lipoff
1005 | U.S. Patent No. 6,941,156 to Mooney (“Mooney”)
1006 | U.S. Patent No. 6,909,705 to Lee et al. (“Lee 705)
1007 | U.S. Patent No. 6,697,638 to Larsson et al. (“Larsson”)
1008 | U.S. Patent No. 7,278,581 to Ong (“Ong”)
1009 | U.S. Patent No. 8,862,393 to Zhou et al. (“Zhou”)
1010 | U.S. Patent No. 6,931,266 to Miyoshi et al. (“Miyoshi’)
1011 | U.S. Patent No. 6,526,287 to Lee (“Lee 287)
1012 | U.S. Patent No. 6,845,097 to Haller et al. (“Haller”)
2001 | Declaration of Safwan Zaheer (“Zaheer”)
2002 | Prosecution History of U.S. Application No. 7,628,333
2003 l]?i;lfeitl(;oth Specification Version 1.1, Part K:3 Cordless Telephone

PATENT OWNER’S PRELIMINARY RESPONSE

X1



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

I. INTRODUCTION

Patent Owner DH International Ltd. (“DHI” or “Patent Owner”) submits the
following Patent Owner Preliminary Response (“POPR”) pursuant to 37 C.F.R.
§ 42.107(a). See also 37 C.F.R. § 42.107(b). Petitioner Google LLC (“Google” or
“Petitioner”) filed a Petition for Inter Partes Review of U.S. Patent No. 9,022,294
(the ’294 Patent”) on September 11, 2024. (IPR2024-01322, Paper No. 1
(“Petition™)).

Patent Owner respectfully requests that the Board deny institution of Inter-
Partes Review because Google has failed to meet its burden to show a reasonable
likelihood that at least one of the challenged claims is unpatentable. Specifically,
Google has not demonstrated a reasonable likelihood that any claim of the *294
Patent would be rendered obvious in view of the two (2) separate Grounds. Thus,

Institution of Inter-Partes Review should be denied.

II. MANDATORY NOTICES (37 C.F.R. § 42.8)
A. Real Party in Interest

Patent Owner DH International Ltd. is the real party-in-interest.

B. Related Matters

The U.S. Patent 9,022,294 is a continuation-in-part of U.S. Patent No.
7,628,333, for which Google has filed [IPR2024-01321. The Grounds in IPR2024-

01321 are based on different prior art references from this IPR.
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Suite 260 Suite 130

Austin, TX 78705 Atlanta, Georgia 30328
949.337.0568 T 312.320.4200 T
312.264.2547 F 312.264.2547 F

Gregory B. Gulliver
Reg. No. 44,138
gbgulliver@addyhart.com
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Suite 1200-1
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312.264.2547 F
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D. 37 C.F.R. § 42.28(b)(4): Service Information

DHI submitted its Mandatory Notices, Paper 4, and Power of Attorney, Paper
5. DHI consents to electronic service directed to the following email address:

DHI-IPR@addyhart.com

III. THE PETITION MUST SPECIFY WHERE EACH ELEMENT OF
THE CLAIM IS FOUND IN THE PRIOR ART

The Petition fails to meet the requirements of 35 U.S.C. § 312(a) and
37 C.F.R. § 42.104(b)(4), because it lacks specificity as to where each element of
the claims of the *294 Patent is found in the relied upon prior art. String cites to
multiple paragraphs in the references and Declaration are relied on throughout the
Petition with little or no explanation of what those paragraphs teach or explain, and
the Petition fails to provide quoted sections of the references to identify where and
what is being relied on in a reference. See e.g., Pet. 27 (Element 1(e)); Pet. 29
(Element 1(f); Pet. 48 (Claim 3).

Even assuming Petitioner has a viable theory, which it does not, Petitioner
should have explained that theory in its Petition - - reliance on merely a string
citation is insufficient. See, e.g., Trading Techs. Int'l, Inc. v. IBG LLC, 921 F.3d
1378, 1385 (Fed. Cir. 2019) (holding that a conclusory assertion with no analysis
was not adequately developed); Novartis AG v. Torrent Pharms., 853 F.3d 1316,

1326 n.2 (Fed. Cir. 2017) (finding that an argument presented in one conclusory
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sentence and a string cite was “far from sufficient to raise a meaningful challenge”
and “amount[ed] to little more than a request that the Board peruse
the cited evidence and piece together a coherent argument on Novartis’ behalf”).

The Board has ruled in similar situations that “a string citation lacking any
explanation whatsoever is imprecise and vague ... they are presented without
explanation or further direction .... Judges are not like pigs, hunting for truffles
buried in briefs; nor will we hunt for truffles buried in string citations, offered in
briefs.” Apple Inc. v. Qualcomm Inc., IPR2018-01276, Paper No. 32, 2020 Pat.
App. LEXIS 7895, *15-16 (PTAB Feb. 3, 2020) (citing Anderson v. Eppstein, 59
USPQ2d 1280, 1287 (BPAI 2001) and United States v. Dunkel, 927 F.2d 955, 956
(7th Cir. 1991)). Such is the situation here, as will be noted for example in Pet. 33
(Element 1(d)(i1)); Pet. 37 (Element 1(e); Pet. 47(Claim 3).

Finally, vague and conclusory expert declarations are entitled to little or no
weight under 37 C.F.R. § 42.65(a). A recent precedential opinion issued from a sua
sponte Director Review emphasizes this requirement. See Xerox Corp. v. Bytemark,
Inc., TPR2022-00624, Paper No. 12, at 4 (PTAB Feb. 10, 2023) (the expert
declaration “merely repeats, verbatim, the conclusory assertion for which it is
offered to support” and therefore it is “entitled to little weight”) (citing 37 C.F.R.
§ 42.65(a)). Such is the case here, the expert declaration of Lipoff (Exh. 1003)

parrots the same string cites and unsupported assertions as found in the Petition. For
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example, when citing Mooney in the Petition, conclusory string cites are made to
“Mooney, 1:31-34, 3:49-51, 4:6-15, 4:28-36, 6:14-25, 6:45-51; Lipoft, §100”; Pet.

27.

IV. BACKGROUND OF U.S. PATENT NO. 9,022,294

The ’294 Patent, titled “Portable Electronic Device and Method for Alternate
Data Conveyance Operations Responsive to an Invariable Activation Command,”
issued on May 5, 2015, as a continuation-in-part of U.S. Patent 7,628,333, that was
application No. 10/552,912, filed as a National Stage Filing of PCT/IB03/01523, on
April 14, 2003. See Exh. 1001, cover page; 1002, 32.

The use of portable electronic devices such as electronic cards for security
was known at the time of the 294 Patent. However, what was not known was that
a switching element, used to switch from local access of stored data to the
transmission of the stored data is enabled by both user validation and “an activation
cue.” Id., §31. Prosecution of the parent 333 Patent further reinforced this novel
and nonobvious characteristic. During the prosecution 333 Patent, the patent
applicant stated that:

Thus, the contact switch 24 of the card of [prior art]
document D1 has the effect of only activating the read

mode portion of the card, and has a quite different

PATENT OWNER’S PRELIMINARY RESPONSE

6



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

function than the control device' claimed in the present
patent application, which must necessarily be triggered

to initiate any data flow towards or out of the electronic

circuit.

Exh. 2002, p.218-219. Thus, as claimed in the *333 Patent, no data flow towards
or out of the electronic circuit occurs without being triggered to initiate a data
flow. See Exh. 2001, q931-32.

Once the portable electronic device is activated, a first set of data is accessible
in an inactive state. See Exh. 1001, 9:49. Upon receiving the “activation cue” by the
control device, the data accessible is switched to a second set of data by the switching
element. See Id., 9:28-30; Exh. 2001, 433. The “activation cue” is a predetermined
indication for switching what data will be accessed. It is an indicator, “for example,
a predetermined bit sequence.” 1d., 9:24-27; Exh. 2001, 934.

Stored data is transmitted in response to:

a cue receiver operatively linked to the electronic circuit, a data
conveyance switching element operatively linked to the electronic
circuit and capable of being in either one of a first and a second state,

and power means for providing power to the portable electronic device.

I'A “control device .... can be any suitable device allowing the portable electronic
device holder to selectively trigger a data conveyance operation.” Exh. 1001, 8:29-

31.
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The method of data conveyance includes awaiting for an activation cue
to be received at the cue receiver; if an activation cue is received at the
cue receiver, assigning its first state to the switching element, while if
no activation cue is received at the cue receiver, assigning its second
state to the switching element; and selectively triggering the control
device to issue an invariable activation command. Upon the control
device being triggered, if the switching element is in its first state, first
data will be forwarded to the first data transceiver for initiating a data
exchange operation with a first external data exchange device; while if
the switching element is in its second state, second data will be
forwarded to the second data transceiver for initiating a data exchange

operation with a second external data exchange device.

Exh. 1001, Abstract; Exh. 2001, 927.

V.  PERSON OF ORDINARY SKILL IN THE ART

Patent Owner agrees with the Petitioner on the level of ordinary skill in the
art. A person with ordinary skill in the relevant art at the time of invention - April
14, 2003 - would have a bachelor’s degree in electrical engineering or a similar
discipline and at least three years of relevant industry or research experience in
wireless communication between devices. This definition is approximate, and more

education may substitute for industry experience or vice versa. See Exh. 2001, 926-

29.
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VI. THE CHALLENGED CLAIMS

Petitioner challenged claims 1-20 of the ’294 Patent. See Paper 1, p. 2.
Claims 1, 10, 11, 12, and 19 are independent and each claim recites features
distinguishing the 294 Patent from the asserted prior art, either directly or via

dependency. Exh. 2001, 935.

Grounds Basis Challenged Claims
1. 35U.S.C. § 103 | Mooney 1-20
2. 35U.S.C. § 103 | Mooney and Lee 1-20

VII. CLAIM CONSTRUCTION

In an inter partes review proceeding, “a claim of a patent ... shall be construed
using the same claim construction standard that would be used to construe the claim
in a civil action under 35 U.S.C. § 282(b), including construing the claim in
accordance with the ordinary and customary meaning of such claim as understood
by one of ordinary skill in the art and the prosecution history pertaining to the
patent.” 37 C.F.R. § 42.100(b); Exh. 2001, 9444-45.

A. The term “activation cue” should be construed as “a
predetermined indicator”

The claim term “activation cue” means a predetermined indicator, such as “a
predetermined bit sequence” (Exh. 1001, 6:1-3), that is “recognized by the electronic

device as an activation cue.” [Id. The activation cue must be intended as a
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predetermined indicator and not a message or signal recognized as a message or
signal for other action. See Exh. 2001, 946. However, Petitioner has waived its right
to make new claim construction arguments by failing to include them in its Petition.

Petitioner has made no claim construction for “activation cue” and is now
prevented from doing so. To the extent Petitioner states that no express construction is
required and then later advocates for a specific interpretation during the course of any
instituted IPR, such action would be contrary to federal regulation, this Board’s
guidelines, and settled law. See 37 C.F.R. § 41.104(b)(3) (“The statement [of relief
requested] must identify ... [h]ow the challenged claim is to be construed.”); Microsoft
Corp. v. Uniloc, IPR2019-01188, Paper 27 at 19, 2020 Pat. App. LEXIS 12698 (PTAB
Nov. 4, 2020) (on reply, Petitioner “cannot raise new claim construction issues that
were not previously raised in its petition”) (quoting Consolidated Trial Practice Guide
44-45 (Nov. 2019) available at https://www.uspto.gov/TrialPracticeGuide).

B. “data conveyance switching element”

The term “data conveyance switching element” should be given its plain
meaning, which is the switching of the data. It is the data that is being switched.
States are not switched by the “data conveyance switching element; rather, states are
assigned to what the switch is conveying. “[I]f an activation cue is received at the
cue receiver, assigning its first state to the switching element, while if no activation

cue is received at the cue receiver, assigning its second state to the switching
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element; and selectively triggering the control device to issue an invariable
activation command.” Exh. 1001, Abstract. The actual switching element is
described in the *294 Patent as a “[s]witching element 44b [that] can be any type of
device allowing data to be conveyed according to alternate data conveyance
operations in response to an activation cue being received by transceiver 18 or not.”
Exh. 2001, 9:28-31. The switching element is for switching data, i.e., data
conveyance operations. Exh. 2001, 447.

C. “data exchange device” and “external data exchange device”

Claims must be construed “in accordance with the ordinary and customary
meaning of such claim as understood by one of ordinary skill in the art and the
prosecution history pertaining to the patent.” 37 C.F.R. § 42.100(b) (emphasis
added) (citing 35 U.S.C. § 282(b)).

The data exchange device, by its plain meaning, which is consistent with the
specification, is a device. It is shown in Figures 1, 3, and 4 of the 294 Patent. In
Figure 1, item 9 is a “data exchange device,” Id., Fig. 1, and “can be any sort of data
exchange device comprising an electronic circuit (not shown) therein and a data
transceiver 9a,” id., 9:4-6.  Similarly, item 9’ in Figure 3 is a “data exchange
device,” id., 12:62, and item 104 in Figure 4, id., 13:28. An external data exchange

device is not a transceiver but a device with a transceiver. Exh. 2001, 948.
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D.  “Close Proximity”

Close proximity is a several-meter range. See Exh. 1001, 15:55-57. Because
the range does not simply rely on the default range of Bluetooth, the several-meter
range must be at least less than 30 meters. The electronic device is described as
communicating with a data exchange device, such as an automatic teller machine,
computer, interface machine. See Exh. 1001, 9:8-11. All of these example machines
would require the person to be within a meter to see the interface or operate the
machine. Therefore, a POSITA would consider close proximity to be 10 meters or
less. Exh. 2001, 949.

Hence, all other claim terms should be given their plain and ordinary meaning
as used in the 294 Patent specification and file history. If the Board does construe
any other claim terms, Patent Owner reserves the right to provide constructions for

those terms or other terms, if they become material to the Board’s decision.

VIII. OVERVIEW OF THE PRIOR ART
A.  Mooney (Exh. 1005)
U.S. Patent No. 6,941,156 (“Mooney”) (Exh. 1005) was filed on June 26,

2001, and issued on September 6, 2005. Mooney describes a Public Telephone
Switching Network (PSTN) circuit-based telephone call establishment. A second
circuit is established through a PSTN and only after successfully setting up the
second circuit is communication switched from the first path through the PSTN to
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the second path through the PSTN. See Exh. 1005, Fig. 1. Two concurrent paths,
one originating in the cellular network and one originating through the cordless
telephone base unit through the PSTN have to be successfully established before
transferring a call from the first path to the second path. The establishment of the
second concurrent path through the PSTN requires call data (such as caller ID
information) from the first call to be sent from the other respective transceiver, and
the call path must be set up before transferring from the first call path to the second
call path. Exh. 2001, 9938-39.

Mooney fundamentally teaches “'telephony” while the 294 Patent describe a
“transaction” utilizing wireless communication (RF, IR) network in a secure
manner as evident due to the essential presence of the electronic credit card (ECC).
Exh. 2001, 9940-41. Further, Mooney uses Bluetooth to have a cellular telephone
act as a cordless phone via a piconet connecting with a cordless telephone base unit.
A piconet is a small, wireless network of connected Bluetooth devices. Mooney
describes having a prior established piconet and the device of a cellular telephone
100 having a cordless telephone mode and a matching piconet cordless telephone
base unit 110. Exh. 1005, 4:7-10.

B. Lee (Exh. 1006)
U.S. Patent No. 6,909,705 (“Lee 705”) (Exh. 1006) was filed on November 2,

2000, and issued on June 21, 2005. Lee 705 describes using a Bluetooth piconet in
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a cellular network to augment the cellular network. Routing of calls in the Bluetooth
piconet is done with a voice-over IP network. Just as in a cellular network, the
cellular telephones in the piconet are registered, and the location of the cellular
telephones is stored in a location register, such as an HLR. Handoffs may occur
between the piconet base stations and cellular BTS and between piconet base
stations. The Lee 705 patent is about telephony and handoff to reduce interference

and not about making transactions utilizing wireless communication, as evident due

to the presence of ECC. Exh. 2001, 9942-43.

IX. RESPONSE TO SPECIFIC IPR GROUNDS

In addition to the reasons for denial outlined in Section III supra, Google’s
Petition should be denied for failing to show a reasonable likelihood that the
challenged claims are unpatentable. Mooney alone, or the combination of Mooney
and Lee 705, as presented by Petitioner fails to identify at least one if not more of
the claim element of the 294 Patent, such as the switching element, activation cue,
activation cue received by a transceiver, and attempts to call a code a command.

A. GROUND 1: Obviousness Based on Mooney

Claims 1-20 are not obvious based on Mooney (Exh. 1005) alone. As detailed

subsequently, Mooney fails to teach or disclose at least one claim element of claims

1-20. Exh. 2001, 952.
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1. No Motivation to Combine with knowledge of a POSITA

Mooney’s approach is a “technique and apparatus for transferring a
communication link between two different modes of multimode cell phone.” 1d.,
Abstract. The switching taught by Mooney is actually transferring a communication
path through the network. A POSITA would understand that voice is encoded in
real-time as data in a cellular telephone, the same encoded voice data is being
received at the terminating device. Further, the data transmitted is voice, not data
stored in the device as described in the 294 Patent. As the communication path
through the network switches, the new encoded voice data is encoded and
transmitted over the newly established circuit path. Switch over module 101 is
shown in Figure 1, and is not switching data. A POSITA would know and
appreciate that “switch over” is activating an established path, not switching data.
Nothing in the Petition identifies an actual switch in Mooney. In Mooney, it is more
likely that a data bus supplies data to both transceivers and activates and deactivates
the reception of data at the transceivers, rather than switching the data because
switching would result in more delay and more lost data than just activating an
established path. Exh. 2001, 453. It is the Petitioner’s burden to establish what is

specifically being switched in Mooney and the Petitioner have failed to do so.
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A call 1s established between a multimode cell phone 100 and a far-end

telephone 150 in a cordless telephone mode, step 202. See Exh. 2001, 953, Fig. 1

and 2 (above); Exh. 2001, q54.

A call is not switched; rather, it is reestablished on another path through the

PSTN. Exh. 1005, Fig. 2, 204. A first call is setup through the PSTN. A second

call is setup to the same person, so two concurrent calls through the PSTN are active.

The second call (communication path) has to be established before it is used. Exh.

1005, Fig. 2, 210. If the far end refuses the call or the call setup fails, the second
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call is not established, and the call cannot be activated or transferred by the automatic
switch over module 101 of Fig. 1. Exh. 1005, Fig. 1; Exh. 2001, g55.

The “switch over” is simply activating an already established call path. The
transceiver in Mooney that is associated with the second call path has already been
signaling, such as callerID and sending data to set up the second call path. Nothing
in Mooney shows actual switching is occurring or that “switch over” is switching.
Further, the transceiver associated with the second call path is already being used
prior to Petitioner’s alleged switching.

No transmission of the data stored in the multimode cell phone 100, such as
phone book data, calling history, or user preferences, is described as occurring in
Mooney. Figures 1 and 2 do not even mention data. Rather, real-time voice data
cand call setup data is being transmitted. As a matter of fact, the word “data” only
appears once in Mooney’s detailed description with reference to the far end phone
receiving a call and checking callerID data [call setup data]. Exh. 1005, 6:33-35.
The call ID data is generated by the PSTN network and not the cordless telephone
device. Exh. 2001, 956.

Thus, a POSITA would know that the establishment of a call/communication
path through the PSTN is not assured (setup can fail or call can be rejected) and the

activation of a communication path is not assured in Mooney. Such a switch over is
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different from the switching of data conveyance switching element where the path
to stored data is actually switched. See Exh. 1001, 14:18-26; Exh. 2001, 957.

A POSITA would have no motivation to look to Mooney’s description of
attempting to establish an alternate communication path through a circuit based
Public Switch Telephone Network (PSTN) network for describing a “transaction”
utilizing wireless communication (RF, IR) network in a secure manner, as evident
due to the essential presence of the electronic credit card (ECC). Exh. 2001, 958

A POSITA would understand that switching data conveyance between
devices communicating stored data directly or over a non-circuit based network
(“Network 106 may be for example Internet or other suitable data exchange
communication network,” Exh. 1001, 27-28), is different than setting up different
paths between the same devices, i.e., multimode cell phone of 100 and far-end
telephone 15 across a PSTN networks as described in Mooney. Exh. 2001, 459. A
POSITA would not look to circuit-based PSTN networking of Mooney when
considering “switching data conveyance.” Exh. 2001, 960

A POSITA would not look to Mooney relying on a piconet that requires
preconfigured network association like Bluetooth when attempting to solve
problems of a device being capable of communicating with “data exchange devices
[that] can be any sort of data exchange device comprising an electric circuit...therein

and a data transceiver 9a therein able to cooperate with transceiver 18 of device 10,
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Exh. 1001, 9:3-8, such as 104 of Fig. 1 of the 294 Patent. The problem being solved
1s communicating with “any sort of data exchange device” and not preconfigured
Piconet devices. Mooney is fundamentally about “telephone calls’ while *294 is

about “transactions.” Exh. 2001, 61.

2. Independent Claim 1

Mooney does not render claim 1 obvious because at least one claim element
1s not found in the reference and what a POSITA’s knowledge. See Exh. 2001, 962.

a. [1.a] “an electronic circuit capable of storing data
therein, capable of processing data, and capable of
data input and output;”

The Petition asserts that ‘[r]Jegarding the claimed “storing” and “processing,”
Mooney explains that “the 3-in-1 cell phone,” as was known in the art, “include[s]
the ability and convenience of storing all phone book data, calling history and user
preferences.” Mooney, 1:32-45;Lipoft, 83.” Pet. 16. First, this is not what Mooney
says. What Mooney actually states is:

Convenience aside, a 3-in-1 cell phone conventionally provides
establishment of a telephone call with a wireless cell phone network, or
with a local cordless telephone, depending upon which mode the phone
is in. To operate the 3-in-1 cell phone in a cordless telephone mode,
the 3-in-1 cell phone is manually switched to a cordless telephone mode
by the user, and then a telephone call is made from the base unit.
Similarly, to operate a 3-in-1 cell phone in a cellular mode, the 3-in-1

phone is manually switched to a cellular mode, and then a cellular
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telephone call is established from the handset. To switch between
cordless and cellular modes, the user must first terminate any existing

telephone call, and then manually switch the mode of the 3-1 telephone.

Exh. 1005, 1:32-45.
Conversely, what Lipoff says at 983 is:

Mooney discloses [1.a] because Mooney’s “multimode cell phone”
includes various electrically coupled electronic components, including
conventional storage for storing data, “an appropriate processor”
capable of processing data, and “multiple functional modes, e.g., a cell
phone mode 100a, a piconet cordless telephone 100b, and a walkie-
talkie mode 100c.” and “automatic switchover module” capable of data

input and output (collectively, “an electronic circuit”). Mooney, 1:54-

66, 3:52-63, 7:9-12.

Exh. 1003, 9483; Exh. 2001, 963. Neither the cited section of Mooney or the
cited section of Exh. 1003 supports storing phone book data, calling history, and
user preferences. Exh. 2001, 964. The ’294 patent teaches data that is stored prior
to transmission, which is not simply stored data as asserted by Petitioner. Petitioner
referring to “memory” or “data that may be saved in a memory” fails to establish
that the data will be transmitted through a transceiver as required in the claims, (e.g.,
element 1.h).

The Petition goes on to assert that “A POSITA would have understood that

the electronic circuit of Mooney’s multimode cell phone is capable of storing
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instructions (data) in addition to “phone book data, calling history and user
preferences” that the processor processes to achieve the aforementioned “initiate,
establish and switch over” functions. Mooney, 7:9-12; id., 17 3:60-63 (“The desired
mode of the multimode cell phone 100 may be controlled through suitable
communications with each communication path functionality 100a—100c”); Lipoft,
9184.” Pet. 16-17; Exh. 2001, 465.

Once again, Lipoff in 484 erroneously asserts Mooney at 1:32-45 teaches
storing all phone book data, calling history, and user preferences. The “data” term
in the claims of the 294 Patent has to be able to be transferred. Here, Lipoff makes
a blanket statement that cell phones are capable of storing instructions (data).
Simply saying “data exists” is not what is claimed in the *294 Patent, such as that
stated in element 1.h.

What Petitioner and Lipoff fail to explain is what data is explicitly being
stored and what data is being input and output, and what is being switched. What
Petitioner and Lipoff are attempting to describe is that Mooney uses real-time voice
data being transmitted between telephones over circuits in a PSTN. Therefore, the
“data” term described in the Petition is not stored data, rather it is real-time data, and
this type of data fails to meet the data element used in later elements of the claims.
See Exh. 2001, 466. The same data that is stored is processed, and capable of being

input and output in the *294 Patent. Exh. 2001, 467.
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Mooney, as cited by Petitioner and their expert, fail to establish a circuit for
storing data, processing data, and being capable of data input and output of that data.
Exh. 2001, 9j68.

b. [1.e] “a cue receiver operatively linked to said

electronic circuit for receiving an activation cue from
a source external to said cellular phone”

The 294 Patent identifies an activation cue as being “in the form of a data
communication of a specific type which will be recognized by the electronic device
10 as an activation cue, for example, a predetermined bit sequence.” Exh. 1001,
9:24-27. The “activation cue” must be recognized by the electronic device as an
activation cue. Thus, simply calling something an “activation cue” is improper if
the electronic device does not specifically recognize it as an “activation cue.” For
example, if a receiver comes into range of a transmitter and processes data from the
transmitter that is received at that receiver when a signal from the transmitter
carrying that data is strong enough to be processed at the receiver. The receiver is
not waiting for a specific “recognizable activation cue.” Rather the receiver simply
was trying to receive a signal and process a signal. Further, “upon an activation cue
being received by portable electronic device 10, switching element 44b switches to
its activated state.” Exh. 1001, 10:14-16; Exh. 2001, 969.

The Petition asserts that receiving “quality” Bluetooth signals is an activation

cue from a “piconet front end.” Pet. 26. A “cordless telephone link (e.g., Bluetooth
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signal link of good quality is a link that has been established with the cordless base

for a given length of time (e.g., for at least two minutes).” Pet. 26-27; Exh. 2001,

q70.

First, Mooney does not describe a “Bluetooth signal link of good quality.” Id.

What is actually described in Mooney is:

A person on their way home is talking to a co-worker on their
multimode cell phone 100 (in cell phone mode). That person then
arrives home and sits down near their cordless base station 110.
Preferably, the multimode cell phone 100 maintains a configuration
such that when a cordless telephone link (e.g., a piconet

BLUETOOTH™ link of good quality) has been established with the

cordless base for a given length of time (e.g. for at least two minutes),
then the multimode cell phone handset 100 will allow switch over to
the cordless telephone call and ultimately drop or terminate the original

cell phone call.

ld., 14-24 (emphasis added). No mention of a quality signal is made in the

paragraph. The paragraph refers to a “link,” that is, the call between the cordless

base station and the end telephone user that has been set up and ready to be

transferred to, and not the Bluetooth “signal” between the cellular telephone in the

cordless telephone mode and the cordless telephone base unit. Exh. 2001, 471.

No Bluetooth link exists without the cellular telephone in the cordless

telephone mode, actively communicating with the cordless telephone base unit.
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Further when the cellular telephone comes into range of the cordless telephone base
unit. It is the cellular telephone that transmits a Bluetooth ping to notify the cordless
telephone base unit it is in range; it is not an “activation cue” received by the cellular
telephone when it detects a signal from the cordless telephone base. As a matter of
fact, activation cue is NOT a measure of, or quality of a signal. Activation cue is
different from ‘quality of signal. The Bluetooth specification cited in Mooney (see
id. 2:65-3:3) explains the process:

A TL [terminal] that is out of range of a GW (gateway) searches for it
by periodically trying to page it. A GW shall devote as much of'its free
capacity as possible (considering power limitations and ongoing
signalling) to page scanning in order to allow roaming TLs that enter
the range of the GW to find it as quickly as possible. This scheme
minimizes ‘air pollution’ and gives reasonable access time when
coming into range of the GW. When a TL has successfully paged a
GW, a master-slave switch shall be performed since the GW shall be
the master. A connection-oriented L2CAP channel and, possibly, a
L2CAP connectionless channel are established to be used for all TCS

signaling during that Cordless Telephone session.

Exh. 2003, 111. The Cellular telephone is not coming into range and detecting a
Bluetooth signal, and once the signal from the cordless telephone base unit is strong
enough (i.e., a Bluetooth signal link of good quality is a link that has been established
(asserted activation cue)). The cellular telephone continually transmits pings and

attempts to contact the GW (cordless telephone base unit), regardless of the
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Bluetooth strength.  So, the received signal strength is not what the cellular
telephone uses to determine if it is in the range of a GW. Itis the GW that determines
if it has received the page from the cellular phone, and to receive the page, the GW
must have an adequate signal FROM the cellular telephone. Exh. 2001, 72.

The Bluetooth link between the cellular telephone and the cordless base unit
is established when 1n active use. The Bluetooth specification states that:

A TL that is within range of a GW shall normally be in park mode when
it is not engaged in calls. This mode is power-efficient, allows for

reasonable call setup times and allows broadcasting to the attached TLs.

Exh. 2003, 111. Once the cellular telephone has transmitted a ping over Bluetooth
and the GW has detected it and responded, the resulting connection is not a link. No
permanent links have been established between the GW and cellular telephone. The
cellular telephone is in “park mode.” “Upon arrival of an incoming call, or when a
TL wants to make an outgoing call, the GW shall be put in active mode. The L2ZCAP
channels...are used for all TCS control signalling.” Exh. 2003, 111. The only way
a link can be established for a predetermined amount of time, such as two minutes,
is if the GW is put into active mode because of an incoming or outgoing call. Exh.
2001, 973.

The asserted link of good quality being discussed in Mooney (see Exh. 1005,
6:20-21) is a call that has been initiated and setup through the PSTN by the cellular

phone with the cordless telephone base unit. The Bluetooth specification requires a
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call (incoming or outgoing) in order to establish a connection for a predetermined
length. The “cordless module is informed of the signal quality [link of good quality
established for at least two minutes] (via its first transceiver/cue receiver) and a call
may be established in cordless mode via BLUETOOTH™” (Pet. 27) is not true. An
incoming or outgoing call is required to establish a link that is timed for at least two
minutes; a condition for allowing the establishment of a link cannot be having
already established the link for two minutes. Exh. 2001, 4[74.

An activation cue cannot be a Bluetooth link that has been set for two minutes
because call data has already been sent from the Bluetooth transceiver to the cordless
telephone base unit in order to set up the link, i.e., caller ID data to establish the path
through the PSTN. This demonstrates that communication of call data occurs before
the predetermined time that is erroneously asserted as the activation cue has been
received. Exh. 2001, 975.

However, the claim element requires the activation cue to be received at the
activation cue transceiver. A timer is used within the cellular telephone to time the
link (i.e., call) set up through the PSTN. This timer is internal to the cellular
telephone and is not received as required by the claim element of the 294 Patent.
Exh. 2001, 9[76.

The activation cue is not described in Mooney because 1) call data is

transmitted before the alleged activation cue is received in the active state assigned,
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and 2) the timer for the at least two-minute time period is not received, rather it is
internal to the cellular telephone timing the established link setup through the PSTN.

Exh. 2001, §77.

3. [1.f] “ a data conveyance switching element operatively
linked to said electronic circuit, said switching element being
assigned a first state upon an activation cue having been
received by said cue receiver, and being assigned a second
state when no activation cue was received by said cue
receiver; and”

The claim element requires the “data conveyance switching element
operatively linked to said electronic circuit and being assigned a first state upon an
activation cue having been received by said cue receiver. The state has to be
assigned when the activation cue having been received. Mooney fails to describe
this claim element. Exh. 2001, 978.

The ’294 Patent describes the switching element as “any type of device
allowing data to be conveyed according to alternate data conveyance operation in
response to an activation cue begin received by the transceiver 18 or not.” Exh.
1001, 9:28-31. The state must change when the activation cue is received. Exh.
2001, 979. “[U]pon an activation cue being received by portable electronic device
10, switching element 44b switches to its activation state. If the control device 12 is
selectively triggered by the portable electronic device holder while switching

element 44b is in this activated state, data exchange will be initiated between the
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portable electronic device 10 and the external data exchange device 9.” Exh. 1001,
10:13-20. Exh. 2001, 480.

The switching element is linked to said electronic circuit, and no other
dependencies are claimed in the *294 Patent other than a transceiver receiving the
action cue. The activation cue results in switching that allows a portable electronic
device, when triggered by the control device, to exchange data between the portable
electronic device 10 and the external data exchange device 9. Exh. 2001, 481.

First, the use of a Bluetooth signal is not an activation cue, but ignoring that,
Mooney does not describe automatic switching based upon the Bluetooth signal as
asserted in the Petition. What Mooney describes is:

In accordance with the principles of the present invention, an automated
procedure may be initiated by the user of the multimode cell phone 100
at the press of a designated button. The user may be prompted about
impending loss of signal or otherwise loss of the established telephone
call, and may be prompted to permit establishment of and ultimately
transfer to an alternative type communication path (e.g., a cellular
phone call). In response, the user preferably activates a suitable button,
e.g., a dedicated button called, e.g., “Switch to Cell Network”, or
simply “Switch Communication Path”. Of course, the transfer may be
entirely automated without requiring input from the user, within the

scope of the invention.
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Exh. 1005, 4:37-49. Transferring from a cordless telephone to cellular telephone is
not necessarily automatic as asserted in the Petition, (See Pet. 28-30), a user must
press a button to make the transfer occur. Exh. 2001, 982.

Second, transferring of the calls does not occur upon the pressing of a
designated button (or automatic, if even possible). Rather, a second call path is
attempted to be established through the PSTN. See Exh. 1005, 4:50-5:62. A second
call path is attempted to be setup, the transferring of the call occurs ONLY after the
second path has been successfully established:

To accomplish this, the multimode cell phone 100 may send, e.g., a
quick DTMF “7” followed by a DTMF “9” (i.e., representing the
characters “SW”) notifying the near end user and the far end phone 150
(and user) that a switch is about to happen. The far end phone 150
would remain ready for a switch over for a given length of time, e.g.,
for 20 seconds. The multimode cell phone 100 makes the alternate
phone call as described above. After the far end phone receives the new
call, it checks the call related information (e.g., CallerID data) against
entries in a suitable lookup table, and if it finds a match, then
automatically flashes the telephone line on the original telephone call.
The near end phone, as in the first example, is then notified that the
second call has gone through, allowing the conversation to continue on

a switched over communication path.

Exh. 1005, 6:26-39. The original communication path is still active until the call is

transferred over. There can be no change of state or transfer of a communication
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path until after the second communication path is established. This is opposed to
the claim language requiring the state to change upon reception of the activation cue.
Exh. 2001, 983.

The change of state or transferring of the communication path in Mooney may
never occur. If the setup of the call path is not successful due to the far-end phone
refusing to accept (Exh. 1005, 5:1-3) the call? or the actual transfer fails:

In the unlikely event that the switchover does not succeed, the
switchover is preferably delayed (e.g., for 10 seconds or more) to allow
the users to switch back to the initial telephone call or communication

path.

Exh. 1005 6:41-44. A state change in Mooney is not in response to a request to
transfer, rather it is upon the successful completion of setting up the path through
the PSTN and successful transfer to the new path through the PSTN. Exh. 2001,
q184.

The Petition erroneously asserts that states are assigned before a second call
path through the PSTN is established and transfer to the second path (i.e. switching)

has occurred:

2 “The converse of the example of FIGS. 1 and 2 is also possible. For instance, the

multimode cell phone 150 may move from a cell phone call to a cordless telephone

call.” Exh. 1005, 5:7-9.
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[An] (electronic circuit) that is assigned (1) a “piconet cordless
telephone mode” (first state) when a quality Bluetooth signal is
received by the piconet module transceiver (upon an activation cue
having been received by the cue receiver) or (2) a “cell phone mode”
(second state) when no quality Bluetooth signal is received by the
piconet module transceiver (when no activation cue was received by

said cue receiver).

Pet. 29. The claim does not simply require a first state and a second state be assigned
at some point as identified by the Petitioner; it requires “said switching element
being assigned a first state upon an activation cue having been received by said cue
receiver” (Exh. 1001, 23-28), which requires the first state to be assigned upon the
activation cue having been received. Exh. 2001, 485. The alleged state does not
change based upon the asserted “activation cue” being received (i.e., signal of
sufficient strength). Rather, in the Petition’s approach, the activation would occur
at some time after the second call path has been successfully established, assuming
it is even successfully established.

Mooney does not have an activation cue as described in the 294 Patent, and
even if the Petitioner’s initiation of a transfer was in response to an activation cue,
no change of state assignment as required by this claim element occurs in response
to any such initiation. Rather, a change of state only occurs in Mooney after 1)
successfully setting up a second path; and 2) successfully transferring over to the

new path. The act of communicating with a cordless telephone base station does not
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result in a change in the state of the call or transfer of the call in Mooney. Exh. 2001,

q36.

4. [1.h]: “wherein upon said control device being selectively
triggered by the user to issue said invariable activation
command: if said switching element is in said first state, a
first data conveyance operation will be initiated through the
instrumentality of said first data transceiver for sending data
from said electronic circuit to the first external data
exchange device over said first communication link; and ”

The claim element [1.e] establishes the only way to be assigned a first state is
upon an activation cue being received. The Petition asserts the activation cue is
when the piconet receiver comes into range (receives a strong signal) from the
cordless telephone base unit and a cellular call is occurring. As previously
explained, that is not how Bluetooth works. See Exh. 1002, 4969-75; Exh. 2001,
1987-88.

Petitioner now admits that the first state is not dependent upon an activation
cue, but rather simply the connection to the cordless telephone base. If, as asserted
by the Petitioner (Pet. 36) for element 1.h, simply connecting the cellular telephone
to the base unit and dialing numbers are triggering. Exh. 2001, 989.

The purpose of the invariable activation command is security. The 294
Patent describes the invariable activation command as:

It is noted that, according to the present invention, the activation

command issued when control device 12 is triggered, is an invariable
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activation command. That is to say that the portable electronic device
holder will not be able to select to issue different activation commands
by means of control device 12 depending on whether the user considers
that a data exchange operation should be accomplished with an external
data exchange device 9, or whether the user wishes to display
information on screen 16 on the basis of data stored in memory 42. The
same invariable activation command will thus be issued upon control
device 12 being triggered, and it is the state of switching element 44 b,
resulting from the receipt or non-receipt of an activation cue by portable
electronic device 10, that will be decisive as to the type of data

conveyance that will occur.

Exh. 1001, 10:37-51. Exh. 2001, 990.

Dialing a phone is not issuing an invariable activation command. As
mentioned in Mooney, a user can use call features of the PSTN to make another call
while placing one on hold. Exh. 1005, 4:59-5:57. Multiple “invariable activation
commands cannot be issued, as it would not be invariable. If entering a phone
number is an invariable activation command, then a second number cannot be
entered. But the Bluetooth specification teaches exactly that. Entering a second
phone number or other post-dialing (The ability to send dialing information after the
outgoing call request set-up message is sent. Exh. 2003, 112) is allowed. Exh. 2001,
991.

Dialing a phone number is not “invariable” and a second phone number can

be dialed while the call to the first number is active. Further both calls can be
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connected demonstrating a second activation can be selected when a first activation
has occurred. Exh. 2001, 992.

Because dialing a telephone number is not an invariable activation command,
this element is not described in Mooney. Exh. 2001, 993. Also, Mooney does not
provide the claim elements associated with an activation cue and invariable
activation command, as claimed in the 294 Patent. Further, Mooney is about
establishing telephone calls and 294 Patent is about transactions due to ECC. Exh.

2001, 994.

5. Claim 2 — “A cellular phone as defined in claim 1, further
comprising a display screen operatively linked to said
electronic circuit.”

Claim 2 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA
would know. See Exh. 2001, 9962-94; Exh. 2001, 9995-96. Therefore, all of the

claim elements of claim 2 are not found in Mooney. Exh. 2001, 497.

6. Claim 3 — “A cellular phone as defined in claim 1, wherein
said first data transceiver includes said cue receiver.”

Claim 3 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA

would know. See Exh. 2001, q9 62-94; Exh. 2001, 94998-99. All of the claim

elements of claim 3 are not found in Mooney. Exh. 2001, 4100.
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7. Claim 4 — “A cellular phone as defined in claim 1, wherein
said control device is one of a manually activated button, a
keypad for receiving a PIN code, a biometric parameter
detector and a combination thereof.”

Claim 4 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA
would know. See Exh. 2001 99 62-94; Exh. 2001, 94101-102. All of the claim
elements of claim 4 are not found in Mooney. Exh. 2001, 4103.

8. Claim 5 — “A cellular phone as defined in claim 1, wherein
said electronic circuit includes said switching element.”

Claim 5 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA
would know. See Exh. 2001, 4/62-94; Exh. 2001, q9104-105.

Petitioner fails to identify where the switching element is, as defined in claim
1 element of “a data conveyance switching element operatively linked to said
electronic circuit, said switching element being assigned a first state upon an
activation cue having been received by said cue receiver, and being assigned a
second sate when no activation cue was received by said cure receiver.” See Exh.
2001, 99 78-86; Exh. 2001, 4106. Thus, all of the claim elements of claim 5 are not

found in Mooney. Exh. 2001, §107.
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9. Claim 6 — “A cellular phone as defined in claim 5, wherein
said electronic circuit comprises a microchip, and wherein
said switching element is a series of instructions programmed
onto said microchip.”

Claim 7 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA
would know. See Exh. 2001, 4108-109.

Petitioner fails to identify where the switching element is, as defined in claim
1 element of “a data conveyance switching element operatively linked to said
electronic circuit, said switching element being assigned a first state upon an
activation cue having been received by said cue receiver, and being assigned a
second sate when no activation cue was received by said cure receiver.” See Exh.
2001 99 78-86. Simply stating that a POSITA can implement switching in software
does not establish that a POSITA would understand how to implement a data
conveyance switch as required when all the elements related to the data conveyance
are considered. Exh. 2001, 110. Thus, all of the claim elements of claim 6 are not

found in Mooney. Exh. 2001, q111.

10. Claim 7 — “A cellular phone as defined in claim 1, wherein
said switching element comprises a logical circuit.”

Claim 7 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA

would know. See Exh. 2001 9962-94; Exh. 2001, qq112-113.
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Petitioner fails to identify where the switching element is, as defined in claim
1 element of “a data conveyance switching element operatively linked to said
electronic circuit, said switching element being assigned a first state upon an
activation cue having been received by said cue receiver, and being assigned a
second sate when no activation cue was received by said cure receiver.” See Exh.
2001 99 78-86; Exh. 2001, 4/114. All of the claim elements of claim 7 are not found

in Mooney. Exh. 2001, q115.

11. Claim 8 — “A cellular phone as defined in claim 1, wherein
said first data transceiver comprises a proximity transceiver
for accomplishing a wireless data exchange with a first
external data exchange device through a direct link
representing said first communication link where the cellular
phone is conveyed toward a close proximity of the first
external data exchange device and within a range to receive
the activation cue to initiate the wireless data exchange.”

Claim 8 is a dependent claim and incorporates all the elements of claim 1. All
the elements of claim 1 are not disclosed in Mooney or provided by what a POSITA
would know. See Exh. 1002 9962-94; Exh. 2001, qq116-117.

The claim language does not simply state proximity; rather, it has to be in
close proximity of the first external data exchange device. See Exh. 1001, 19:67.
Close proximity is described in the *294 Patent as “a proximity transceiver that
allows data transmission within a limited range, such as within several meters for

example.” Exh. 1001, 15:55-57. The piconet/Bluetooth receiver has a range of up

PATENT OWNER’S PRELIMINARY RESPONSE

37



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

to 100 feet [30 meters], according to Mooney. See Exh. 1005, 43-45; Exh. 2001,
q118.

The cellular telephone device is described by the Petitioner as receiving the
activation cue as soon as the piconet signal is detectable. That position would place
the cellular telephone towards the 30-meter range and not the several-meter range
that the 294 Patent defines as “close proximity.” See Exh. 1001, 15:55-57. Close
proximity is also within a limited range through a corresponding direct link. See
Exh. 1001, 15:61-63. The cellular telephone of Mooney only has to be in the range
of the cordless base station and not in close proximity to the cordless base station.
Exh. 2001, 9119. Thus, all of the claim elements of claim 8 are not found in Mooney.

Exh. 2001, 9120.

12. Claim 9 — “A cellular phone as defined in claim 8, wherein
said second data transceiver comprises a communication
network transceiver for wireless communication through a
communication network that represents said second
communication link, with one of a remote portable electronic
device, a remote server, a remote terminal and a combination
thereof.”

Claim 9 is a dependent claim and incorporates all the elements of claims 1 and
8. All the elements of claim 1 and 8 are not disclosed in Mooney or provided by
what a POSITA would know. See Exh. 2001, 4962-94; Exh. 2001, q9121-122.

All of the claim elements of claim 9 are not found in Mooney. Exh. 2001,

q123.
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13. Independent claim 10.

a. [10.a]: “an electronic circuit capable of storing data
therein, capable of processing data, and capable of
data input and output;”

As previously discussed, Mooney does not describe this element. See Exh.
2001 99 63-68; Exh. 2001, q124.

b. [10.f] “a cue receiver operatively linked to said
electronic circuit for receiving an activation cue from
a source external to said cellular phone; and”

An activation cue is not described in Mooney. See Exh. 2001 99 69-77; Exh.
2001, 9125. An activation cue is not described in Mooney. Exh. 2001, 126.

c. [10.h] “wherein upon said control device being
selectively triggered by the user to issue said
invariable activation command: if an activation cue
was received by said cue receiver, said electronic
circuit will accomplish said first data conveyance
operation to convey data from said electronic circuit
to said first data transceiver for transmitting data
through said first data transceiver; and”

An activation cue and invariable activation command are not described in
Mooney. See Exh. 2001 49 87-94; Exh. 2001, q127.

An activation cue and invariable activation command are not described in
Mooney. Also, not all of the elements of independent claim 10 are disclosed in
Mooney nor made available through the knowledge of a POSITA. Exh. 2001, 99128-

129.
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14. Independent claim 11

a. [11.d]: “an electronic circuit capable of storing data
therein, capable of processing data, and capable of
data input and output;”

119. As previously discussed, Mooney does not describe this element. See
Exh. 2001, 94 63-68; Exh. 2001, q130.

b. [11.h]: “a cue receiver operatively linked to said
electronic circuit for receiving an activation cue from
said first data exchange device;”

An activation cue is not described in Mooney. See Exh. 2001, 99 69-77; Exh.
2001, 9131. An activation cue is not described in Mooney. Exh. 2001, 9132.

c. [11.i]: “a data conveyance switching element
operatively linked to said electronic circuit, said
switching element being assigned a first state upon an
activation cue having been received by said cue
receiver, and being assigned a second state when no
activation cue was received by said cue receiver; and”

A data conveyance switching element and activation cue are not described in
Mooney. See Exh. 2001 q9 78-86; Exh. 2001. An activation cue is not described in
Mooney. Exh. 2001, q9133-134.

d. [11.K]: “wherein upon said control device being
selectively triggered by the user to issue said invariable
activation command: if said switching element is in
said first state, a first data conveyance operation will
be initiated through the instrumentality of said first
data transceiver for exchanging data between said
electronic circuit and the first external data exchange
device; and”
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An activation cue and invariable activation command are not described in

Mooney. See Exh. 2001, 99 87-94; Exh. 2001, q135.

An activation cue and invariable activation command are not described in

Mooney. Also, all of the elements of independent claim 11 are not disclosed in

Mooney nor made available through the knowledge of a POSITA. Exh. 2001, q9136-

137.

15. Independent claim 12

a.

[12.pre]: “A method for data conveyance with a
cellular phone of the type comprising: an electronic
circuit capable of storing data therein, capable of
processing data, and capable of data input and output,
a user-triggered control device operatively linked to
said electronic circuit, said user-triggered control
device configured to be operated by a user via one of a
button, a keypad, a tactile screen, and a biometric
parameter detector, and after being operated issue an
invariable activation command, first and second data
transceivers operatively linked to said electronic
circuit, a cue receiver operatively linked to said
electronic circuit, a data conveyance switching element
operatively linked to said electronic circuit and
capable of being in either one of a first and a second
state, and power means for providing power to said
cellular phone, said method comprising the steps of:”

The “an electronic circuit capable of storing data therein, capable of

processing data, and capable of data input and output” claim element is addressed

previously and not described in Mooney. See Exh. 2001, 99 63-68; Exh. 2001, §138.
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b. [12.a]: “awaiting for an activation cue to be received at
said cue receiver;”

An activation cue is not described in Mooney. See Exh. 2001, 99 69-77. An
activation cue is not described in Mooney. Exh. 2001, 49139-140

c. [12.b]: “if an activation cue is received at said cue

receiver, assigning said first state to said switching

element, while if no activation cue is received at said

cue receiver, assigning said second state to said
switching element; and;”

An activation cue and assignment of states as described in the *294 Patent are
not described in Mooney. See Exh. 2001 9] 78-86. An activation cue and assignment
of a state as described in the *294 Patent is not described in Mooney. Exh. 2001,
19141-142.

d. [12.c]: “a user selectively triggering said control device
to issue an invariable activation command whereby: if
said switching element is in said first state, forwarding
first data to said first data transceiver for initiating a

data exchange operation with a first external data
exchange device over a first communication link; and”

An invariable activation command as claimed in the ’294 Patent is not
described in Mooney. See Exh. 2001, 99 87-94; Exh. 2001, 4143.

An invariable activation command, as described in the ’294 Patent, is not
described in Mooney, also Mooney fails to teach or describe all of the claim elements

of claim 12. Exh. 2001, 99144-145.
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16. Claim 13 — “A method as defined in claim 12, further
comprising the following step before the step of forwarding
first data to said first data transceiver for initiating a data
exchange operation with a first external data exchange
device:

forwarding third data to and displaying said third data on a

display screen provided on said cellular phone, wherein said
third data is representative of the content of said first data.”

Claim 13 is a dependent claim and incorporates all the elements of
independent claim 12. All the elements of claim 12 are not disclosed in Mooney or
provided by what a POSITA would know. See Exh. 2001, 9 138-145; Exh. 2001,
9146-147.

The Petition asserts that the DTMF ‘7° and DTMF °9’ audio tones represent
that the call (first data) will occur over a particular communication pathway. The
audio tones are simply tones to notify of switching between two established paths in
a communication network. It is independent of a particular communication pathway:

To accomplish this, the multimode cell phone 100 may send, e.g., a
quick DTMF “7” followed by a DTMF “9” (i.e., representing the
characters “SW”) notifying the near end user and the far end phone 150
(and user) that a switch is about to happen. The far end phone 150
would remain ready for a switch over for a given length of time, e.g.,
for 20 seconds. The multimode cell phone 100 makes the alternate

phone call as described above.

Exh. 1005, 6:25-30. It is noted that setting up the path through the network with the

cordless base station requires the cellular telephone to be within range AND receive

PATENT OWNER’S PRELIMINARY RESPONSE

43



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

information about who the cellular telephone is currently talking to over the cellular
network. So, CALL ID information must be sent to the cordless base station to set
up the PSTN network path that the DTMF “7” and DTMF “9” signals are sent
identifying the second call path has been setup and a transfer between the call paths
are going to occur. See Exh. 1005, 5:37-57. Therefore, the first data forwarded to
the first data transceiver is Caller ID information associated with the already
established call. The Caller ID information is forwarded before the DTMF “7”” and
DTMF “9” signals to set up a call path through the PSTN network and the claim
element is not met. Exh. 2001, 9148. Thus, all of the claim elements of claim 13

are not found in Mooney. Exh. 2001, 9149.

17. Claim 14 — “A method as defined in claim 13, wherein after
the step of forwarding said third data to the display screen,
the method comprises the following step:

awaiting for an authorization command to be inputted
through a user confirmation input device provided on said

cellular phone before forwarding said first data to said first
data transceiver.”

Claim 14 is a dependent claim and incorporates all the elements of
claims 12 and 13. All the elements of claims 12 and 13 are not disclosed in
Mooney or provided by what a POSITA would know. See Exh. 2001 9 138-

149; Exh. 2001, 99150-151.
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All of the claim elements of claim 14 are not found in Mooney. Exh.

2001, 152.

18. Claim 15 — “A method as defined in claim 12, wherein said
first and second data are identical.”

Claim 15 1s a dependent claim and incorporates all the elements of
independent claim 12. All the elements of claim 12 are not disclosed in
Mooney or provided by what a POSITA would know. See Exh. 2001 99 138-
145; Exh. 2001, 99153-154.

All of the claim elements of claim 15 are not found in Mooney. Exh.

2001, 155.

19. Claim 16 — “A method as defined in claim 12, wherein said
first data transceiver is a proximity transceiver and the step
of forwarding said first data to said first transceiver is for
initiating a wireless data exchange operation with a
proximate first external data exchange device through a
direct link representing said first communication link where
the cellular phone is conveyed toward a close proximity of the
first external data exchange device and within a range to
receive the activation cue to initiate the wireless data
exchange.”

Claim 16 is a dependent claim and incorporates all the elements of
independent claim 12. All the elements of claim 12 are not disclosed in
Mooney or provided by what a POSITA would know. See Exh. 2001, 99 138-

145; Exh. 2001, 99156-157.
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The cellular phone is not in close proximity with the first external data

exchange device. See Exh. 2001, 99 114-115. All of the claim elements of

claim 16 are not found in Mooney. Exh. 2001, 49158-159.

20.

Claim 17 — “A method as defined in claim 12, wherein said
second data transceiver is a communication network
transceiver and the step of forwarding said second data to
said second data transceiver is for initiating a wireless data
conveyance operation through a communication network
representing said second communication link, with one of a
remote portable electronic device, a remote server, a remote
terminal and a combination thereof.”

Claim 17 is a dependent claim and incorporates all the elements of

independent claim 12. All the elements of claim 12 are not disclosed in

Mooney or provided by what a POSITA would know. See Exh. 2001 9 138-

145; Exh. 2001, 9160-161.

All of the claim elements of claim 17 are not found in Mooney. Exh.

2001, 9q162.

21.

Claim 18 — “A method as defined in claim 12, wherein the
step of selectively triggering said control device to issue the
invariable activation command comprises selectively
triggering one of the manually activated button, the keypad
for receiving a PIN code, the biometric parameter detector
and a combination thereof.”

Claim 17 1s a dependent claim and incorporates all the elements of

independent claim 12. All the elements of claim 12 are not disclosed in
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Mooney or provided by what a POSITA would know. See supra q9 138-145;
Exh. 2001, q9163-164.

An invariable activation command is not described in Mooney. See
Exh. 2001, 99 88-94. All of the claim elements of claim 18 are not found in

Mooney. Exh. 2001, 99165-166.

22. Independent Claim 19

a. [19.pre]: “A method for data conveyance with a
cellular phone of the type comprising: an electronic
circuit capable of storing data therein, capable of
processing data, and capable of data input and output,
a control device operatively linked to said electronic
circuit, first and second data transceivers operatively
linked to said electronic circuit, a cue receiver
operatively linked to said electronic circuit, a data
conveyance switching element operatively linked to
said electronic circuit and capable of being in either
one of a first and a second state, and power means for
providing power to said cellular phone, said method
comprising the steps of:”

The “an electronic circuit capable of storing data therein, capable of
processing data, and capable of data input and output™ claim element is addressed
previously and not described in Mooney. See Exh. 2001, 49 63-72; Exh. 2001, 4167.

b. [19.a]: “awaiting for an activation cue to be received at
said cue receiver;”

An activation cue is not described in Mooney. See Exh. 2001, 49 73-77; Exh.

2001, 99168-169.
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[19.b]: “if an activation cue is received at said cue
receiver, assigning said first state to said switching
element, while if no activation cue is received at said
cue receiver, assigning said second state to said
switching element; and”

An activation cue and assignment of states as described in the 294 Patent are

not described in Mooney. See Exh. 2001, 99 78-86. Exh. 2001, 4170-171

d.

[19.¢c] * “selectively triggering said control device to
issue an invariable activation command whereby: if
said switching element is in said first state, forwarding
first data to said first data transceiver for initiating a
data exchange operation with a first external data
exchange device over a first communication link; and”

An invariable activation command as claimed in the 294 Patent is not

described in Mooney. See supra | 87-94; Exh. 2001, §9172-173.

e.

[19.e] “wherein said method further comprises the
following steps before the step of forwarding first data
to said first data transceiver for initiating a data
exchange operation with a first external data exchange
device:”

[19.f] “forwarding third data to and displaying said
third data on a display screen provided on said cellular
phone, wherein said third data is representative of the
content of said first data; and”

The element of forwarding third data before the step of forwarding first data

to “said first data transceiver” is not found in Mooney. See Exh. 2001, 99 147-148;

Exh. 2001, q174.
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f. [19.i] “forwarding fourth data to and displaying said
fourth data on said display screen, wherein said fourth
data is representative of the content of said second
data; and”

The Petition asserts that the “audio tones are the third data representative of
the content of the first data” in the previous elements [19.e & 19.f]. See Pet. 66, 72.
Now, the same audio tones are reused as the fourth data, but audio tones do not
represent data. See supra 49 147-148; Exh. 2001, q9175-176.

Mooney fails to teach or describe all of the claim elements of claim 19. Exh.

2001, 99177

23. Claim 20 — “wherein said control device includes said user
confirmation input device.”

Claim 20 is a dependent claim and incorporates all the elements of claim 19.
All the elements of claim 19 are not disclosed in Mooney or provided by what a
POSITA would know. See Exh. 2001 99 167-177; Exh. 2001, qq178-179.

All of the claim elements of claim 20 are not found in Mooney. Exh. 2001,

q180.

B. GROUND 2: Obviousness Based on Mooney and Lee 705

The combination of Mooney and Lee 705 fails to describe all elements of

claims 1-20. Exh. 2001, 4181.
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1. No Motivation to Combine Mooney and Lee

There is no motivation to combine Mooney and Lee 705. A POSITA would
not look to Mooney patent. See Exh. 2001 99 53-61. Mooney is directed toward
routing calls through a connection-oriented circuit-based PSTN network. See Exh.
1005, 130 Fig. 1. The Lee 705 patent is directed toward a voice-over internet
protocol (VOIP) network that is connectionless and simply routes VOIP packets.
See Exh. 1006, 206 Fig. 1; Exh. 2001, 99182-185.

A POSITA would know that the Mooney approach based on making calls
through a PSTN network could not be combined with an approach with piconet base
stations that are part of a cellular telephone network. Mooney is using the cellular
telephone as a cordless handset that is dedicated to a cordless base unit, while
providing an approach to transfer calls over a PSTN between the cordless base unit
and a cellular network. If the teachings of Lee 705 are used, there is no reason for
Mooney. The cellular telephone operates as a cellular telephone and the piconet is
part of the cellular network enabling calls to simply be handed over from one base
station to another or piconet base station. Exh. 2001, §186.

Additionally, the purpose of Lee 705 is to integrate a wireless local loop
network with a cellular network. No suggestion is found in Lee 705 that it would
work in a non-wireless network, such as a PSTN network. Rather, it teaches

explicitly away from being implemented in a non-wireless in its title, abstract, and
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specification. See Exh. 1005, Title, Abstract; Exh. 2001, 4187. Lee 705 even states
circuit switched voice data is received and translated to IP packets by the BT Hub
118. Exh. 1006, 5:15-16; Exh. 2001, 9188.

A POSITA would understand that Mooney uses a Bluetooth connection to
make a cellular telephone operate in a mode where it is a handset to the cordless base
station using the Bluetooth specification’s profile for a cordless telephone. See Exh.
1005, 2:65-66. The cellular telephone is simply a Bluetooth handset extension of
the cordless telephone base station. But Lee 705 teaches using the cellular telephone
as a complete telephone and not simply a Bluetooth handset. The cellular telephone
in a Lee 705 network would never use a cordless telephone Bluetooth profile. Exh.
2001, 9q189. A POSITA would understand, that even with some common elements
between the two approaches. The approaches use a cellular telephone and Bluetooth
piconets in fundamentally different ways that are incompatible. Exh. 2001, 4190.

The Petition asserts that a motivation would be to reduce congestion and
interference over Mooney’s cellular and Bluetooth networks by enabling the
multimode phone to determine whether to use cellular or Bluetooth mode before
sending data over the corresponding communication links. Pet. 46. This makes no
sense because, the point of Mooney is your location dictates what mode your cellular
phone is in. There is no congestion in the Bluetooth mode in Mooney as it is directly

connected to a cordless telephone base station connected to a PSTN. Furthermore,

PATENT OWNER’S PRELIMINARY RESPONSE

51



[PR2024-01322 Paper No. 7
U.S. Patent No. 9,022,294

if a person moves out of range of the cordless telephone base station, only two
options exist for a call. Either it drops, or a connection is made through the cellular
network. No consideration is given to congestion as only a predetermined fixed
number of handsets are supported by the cordless telephone base station. Exh. 2001,
q191.

Congestion is not even an issue in Mooney. It is only an issue in Lee 705
because the Piconet base stations act as base stations in the cellular network where
multiple cellular telephones are not simply handsets but fully functioning cellular
phones initiating and receiving calls and registering with location registers. Exh.
2001, 9191

No increase in capacity can occur with the “discovery process” logic of Lee
705. The location of the cordless telephone base station is fixed and the cellular
telephone that connects to it uses a predefined Bluetooth profile. The cellular phone
in cordless handset mode in Mooney will only connect with Bluetooth its associated
cordless telephone base station. Exh. 2001, §193.

There is no motivation to combine the Mooney and Lee 705 references
because Mooney is dependent upon a PSTN network and network features, with a
cellular telephone used as a cordless handset, and, Lee 705 is dependent upon a
VOIP network with a cellular telephone used as a cellular telephone that hands off

between piconet base stations and cellular base stations (No need for Mooney’s
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teachings). Further, there is no advantage to using the approach of Lee 705 to
increase capacity or reduce congestion in Mooney as congestion can never be a
problem because Mooney is circuit based and does not use shared resources as the

cellular approach of Lee 705. Exh. 2001, 4194.

2. Independent claim 1
a. [1.a, 1.e, 1.f]: Claim elements relying on Mooney Only

Claim elements 1.a, 1.e, and 1.f only reference Mooney as in Ground 1 and do
not rely on the combination of Mooney and Lee 705. These elements are not
described in Mooney. See Exh. 2001, 99 63-86; Exh. 2001, 4195.

b. [1.h]: “wherein upon said control device being
selectively triggered by the user to issue said invariable
activation command: if said switching element is in
said first state, a first data conveyance operation will
be initiated through the instrumentality of said first
data transceiver for sending data from said electronic
circuit to the first external data exchange device over
said first communication link; and”

Element 1.h is not described by Mooney. See Exh. 2001, 99 87-92. The
Partition asserts that “Lee discloses “a discovery and/or registration process”
through which its device’s internal logic determines whether to use a cellular or
Bluetooth network prior to transmitting data. Lee 705, 4:56-5:6.” Pet. 43. This
statement is incorrect. A cellular telephone is in constant communication with a

cellular network and is updating its location to location registers, such as HLR 124
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of Lee 705. The cellular network must know where to find a cellular telephone in
order to set up a call. Similarly, a cellular telephone has to be registered in a network
prior to calls being made or received. When the cellular telephone powers up it
attempts to register in a network. If Lee 705 is properly read, “a “dual-enabled
BTED 120A performing a discovery and/or registration process” (Lee 705, 4:59-60),
discovery and/or registration is the process of updating the location of the cellular
telephone in the network if already registered or registering a cellular telephone that
1s accessing the network for the first time. Exh. 2001, §9196-197.

Petitioner attempts to distinguish between voice data generated in an
established call and command and control data. But no such distinction exists in the
294 Patent. However, the approach of Lee 705 requires the operation and
communication with both Bluetooth Hubs and cellular BTSs and be registered in the
network. This is further shown by the “cellular network 100 [which] provides the
administrative infrastructure and intelligence for the Bluetooth network 116 e.g. for
authorization, authentication, registration, billing, profiling, roaming, etc.” Lee 703,
3:51-54. Registration and roaming all require communication (transmission of data)
with a network before determining what base station/Bluetooth Hub to use. Exh.
2001, 99198-199.

The combination of the Mooney patent and the Lee 705 patent fail to teach or

describe this element. Exh. 2001, 9200.
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3. Independent claim 10
a. [10.a, 10.f]: Claim elements relying on Mooney Only

Claim elements 10.a and 10.f only reference Mooney and not Lee 705. These
elements are not described in Mooney. See Exh. 2001, 99 63-77; Exh. 2001, 4201.

b. [10.h]: “wherein upon said control device being
selectively triggered by the user to issue said invariable
activation command: if an activation cue was received
by said cue receiver, said electronic circuit will
accomplish said first data conveyance operation to
convey data from said electronic circuit to said first
data transceiver for transmitting data through said
first data transceiver; and”

Element 10.h is not described by Mooney, see Exh. 2001, 4 127-129 and Lee
705, see Exh. 2001, 99 196-199. The combination of Mooney and Lee 705 fail to

teach or describe element 10h. Exh. 2001, 49202-203.

4. Independent claim 11

a. [11.d, 11.h, and 11.i]: Claim elements relying on
Mooney Only

Claim elements 11.d, 11.h, and 11.1 only reference Mooney and not Lee 705.
These elements are not described in Mooney. See Exh. 2001, 99 130-134; Exh. 2001,

1204.

b. [11.k]: “wherein upon said control device being
selectively triggered by the user to issue said invariable
activation command: if an activation cue was received
by said cue receiver, said electronic circuit will
accomplish said first data conveyance operation to
convey data from said electronic circuit to said first
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data transceiver for transmitting data through said
first data transceiver; and”

Element 11.k is not described by Mooney, see Exh. 2001, 4] 135-136 and Lee

705 see Exh. 2001, 99 196-199; Exh. 2001, 94205-206.

5. Independent claim 12

a. [12.pre, 12.a, and 12.b]: Claim elements relying on
Mooney Only

Claim elements 12.pre, 12.a, and 12.b only reference Mooney and not Lee 705.
These elements are not described in Mooney. See Exh. 2001, 99 138-142; Exh. 2001,
91207.

b. [12.c]: “a user selectively triggering said control device
to issue an invariable activation command whereby: if
said switching element is in said first state, forwarding
first data to said first data transceiver for initiating a
data exchange operation with a first external data
exchange device over a first communication link; and”

Element 12.c is not described by Mooney, see supra ] 143-144 and Lee 705

see Exh. 2001, 99 196-199. Exh. 2001, §9208-209.

6. Independent claim 19

a. [19.pre, 19.a, 19.b, 19.¢, 19.f, and 19.i]: Claim elements
relying on Mooney Only

Claim elements 19.pre, 19.a, 19.b, 19.e, 191, and 191 only reference Mooney
and not Lee 705. These elements are not described in Mooney. See Exh. 2001, 9

167-171; 174-177; Exh. 2001, 9210.
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b. [19.c]: “a user selectively triggering said control device
to issue an invariable activation command whereby: if
said switching element is in said first state, forwarding
first data to said first data transceiver for initiating a
data exchange operation with a first external data
exchange device over a first communication link; and”

Element 19.c is not described by Mooney, see Exh. 2001, 4 172 and Lee 705,

see Exh. 2001, 99 196-199; Exh. 2001, §9211-212.

7. Dependent claims 2-9, 13-18, and 20

Mooney was only cited in the Petition for the dependent claims 2-9, 13-18,
and 20. Mooney of Ground 1 fails to describe all of the elements of the independent
claims 1, 10, 11, 12, and 19. The combination of Mooney and Lee 705 also fails to
describe all the elements of the 294 Patent in Ground 2, as Lee 705 is not relied

upon. Exh. 2001, §9213-214.

X. SECONDARY CONSIDERATIONS

As the Petitioner has failed to meet its burden of establishing a prima facie
case for any of the claims of the *294 Patent, much less identify a motivation to
modify Mooney in Ground I and Monney and Lee 705 in Ground II, Patent Owner
reserves the right to address secondary considerations, if needed, later in these

proceedings.
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CONCLUSION

Petitioner Google has failed to establish that claims 1-20 are rendered obvious

by any combination of the asserted prior art references. Therefore, institution by the

Board of inter partes review is not appropriate, and the Board should deny the

Petition.
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