Docket: 10004-2000116
§ 1.78 Petition
App. No.: 16/403,204

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Jonathan S. Steuer Docket No.: 10004-2000116
Application No.: 16/403,204 Group Art Unit: 2421

Filing Date: May 3, 2019 Examiner: Chenea Davis
Title: MEDIA USAGE MONITORING AND Conf. No.: 1048

MEASUREMENT SYSTEM AND METHOD

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO ACCEPT UNINTENTIONALLY DELAYED
BENEFIT CLAIMS UNDER 37 C.F.R. § 1.78(e)

Applicant hereby submits a petition to the Office under 37 C.F.R. § 1.78(e) to accept
the unintentionally delayed claims for benefit of prior-filed applications as noted in the
Corrected Application Data Sheet and a Request for Certificate of Correction filed
concurrently herewith. Pursuant to 37 C.F.R. § 1.78(e)(3), the entire delay between the date
the priority claims were due and the date the priority claims were filed was unintentional.

U.S. Application No. 16/403,204 (the “204 application”) was filed on May 3, 2019,
and issued as U.S. Patent No. 10,572,896 on February 25, 2020. This Petition Under
37 C.F.R. § 1.78(e) (the “Petition”) is being filed on November 22, 2024, more than two
years after the date the domestic benefit claim was due. Thus, under 37 CFR § 1.78(¢e)(3), the
Director may require additional information where there is a question whether the delay was
unintentional.

Applicant refers to Exhibit A attached hereto to illustrate the entire U.S. family of
patents and applications related to the ‘204 application. Applicant refers to Exhibit B
attached hereto that provides the full list of pending reexamination applications, inter partes
review proceedings and litigation of the family of patents.

Applicant first became aware of arguments against the benefit claim of the present

SAMSUNG EXHIBIT 1035
Samsung Electronics Co., Ltd. v. Anonymous Media Research Holdings, LLC
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application after detailed analysis of the petitions for Inter Partes Review of the ‘896 patent!
(IPR2024-01348), the ‘849 patent® (IPR2024-01349), and the ‘848 patent® (IPR2024-01350)
(“the Samsung IPRs”), all filed on August 26, 2024. As explained in detail in the Declaration
of Michael Mauriel, attached as Exhibit C, he believed that the 12/954,604 application (the
““604 application”), and all continuations and divisionals from the ‘604 application, benefited
from the Provisional application’s (U.S. App. No. 60/574,836) priority date and were able to
rely on its disclosures for written description support from the Provisional application’s filing
date. A potential gap in the written description chain due to the omission of incorporation by
reference of the Provisional application in the 11/139,330 application (the ““330
application”), the parent of the ‘604 application, was noted in the Samsung IPRs and used as
a ground for alleging that the ‘896, ‘849 and ‘848 patents could not rely on the Provisional for
written description support.

In reviewing the family tree, it became clear that U.S. Patent Apps. Nos. 18/892,291,
18/741,696, 18/076,327, 17/199,355, 16/660,633, and 14/175,811 (“the ‘291, 696, ‘327,
‘355, ‘633 and ‘811 applications,” respectively) were in the same situation as the ‘896,

‘849 and ‘848 patents (U.S. Patent Apps. Nos. 16/403,204, 16/660,624 and 16/660,615,
respectively — “the ‘204, ‘624 and ‘615 applications,” respectively). That review indicated
the earliest application that contained the Provisional by incorporation was the

‘353 application (U.S. Patent App. No. 12/283,353, now U.S. Patent No. 8,677,389). The
‘811, ‘291, ‘696, ‘327, ‘355, ‘633, ‘615, ‘624, and ‘204 applications were entitled to claim
priority to the ‘353 application, in addition to the existing priority chain. This Petition
requests inclusion of the priority claim to the ‘353 application in the present application.

The omission of the priority claim to the ‘353 application was made unintentionally,
based on the belief that the ‘604 application and all of the applications descending from the
‘604 application were entitled to rely on the Provisional’s date for priority and written support
and resulted in the current priority chains in the ‘291, 696, 327, ‘355, ‘633, ‘615, ‘624,

‘204 and ‘811 applications.

* U.S. Patent No. 10,572,896
> U.S. Patent No. 10,719,849
3 U.S. Patent No. 10,719, 848
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The time period from receipt of the Samsung IPRs to filing of this Petition for
Correction and Petitions for Correction in related family members reflects a reasonable period
of time for Applicant to conduct a diligent investigation into the challenges in each of the
Samsung IPRs, including invalidity and priority issues, investigation of the extensive patent
family and prosecution histories of each family member, as well as consulting with IPR and
litigation counsel to take into consideration the procedural complexities presented by co-
pending litigations and IPRs.

Concurrently petitions under 37 C.F.R. § 1.78 and requests for certificates of correction
or specification amendments are being filed in the ‘696, ‘327, ‘355, ‘633, ‘624, ‘615, ‘204 and
‘811 applications. The 291 application is being amended and does not need a petition, as it is
within the four months from filing window.

As explained above, the entire delay between the date the claim for benefit of prior-filed
applications was due and the date the claim was filed was unintentional.

Applicant and Applicant’s representatives submit the following:

» Each of the “291, “696, ‘327, ‘355, “633, ‘624, ‘615, ‘204 and ‘811 applications only

included a single priority claim path before the ‘811 application. That path was to U.S.
Patent Apps. Nos. 13/914,870 to 12/954,604 to 11/139,330 to 60/574,836.

» Applicant became aware of unintentional omissions in the benefit claim of the
291, 696, ‘327, ‘355, ‘633, ‘624, ‘615, ‘204 and ‘811 applications after detailed
analysis of the petitions for Inter Partes Review of U.S. Patent Nos.

10,572,896 (IPR2024-01348), 10,719,849 (IPR2024-01349), and
10,719,846 (IPR2024-01350), all filed on August 26, 2024.

» Each of the ‘291, 696, <327, ‘355, ‘633, ‘624, ‘615, ‘204 and ‘811 applications
were examined under the pre-AlIA first to invent provisions. Thus, the correction
sought with this petition would not change the statutory framework under which
all of the ‘291, ‘696, ‘327, ‘355, ‘633, ‘624, ‘615, ‘204 and ‘811 applications
were examined, and further examination would not be required.

A Corrected Application Data Sheet and a Request for Certificate of Correction are

being filed with this Petition to include the references required by 37 C.F.R. § 1.78(e)(1).
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A Petition for Expedited Review Under 37 C.F R. § 1.182 is also being filed with this
Petition.

The required petition fee as set forth in 37 CF.R. § 1.17(m) is submitted herewith to
satisfy 37 C.F.R. § 1.78(e)(2).

And, as required by 37 C.F.R. § 1.78(e)(3), the entire delay between the date the
benefit claim was due under paragraph (a)(4) or (d)(3) of this section and the date the benefit
claim is being filed was unintentional.

Accordingly, Applicant respectfully requests that the Office grant this Petition, and

grant the Request for Certificate of Correction filed concurrently herewith.

The small entity fee of $840 required by 37 C.F.R. § 1.17(m) is being paid with this

request. Please apply any other necessary charges or credits to Deposit Account No. 50-5394,

referencing the above docket number.

Dated: November 22, 2024 Respectfully submitted,
By: /Michael Mauriel/ Reg. No. 44,226

Michael Mauriel

Registration No. 44,226

Maschoff Brennan Gilmore Israelsen & Mauriel LLP
15 W. 26th Street, 7th Floor

New York, New York 10010

(212) 532-2527

Attorney(s) for Applicant
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U.S. App. No. 12/283,353
Filed: Sept. 11, 2008
Issued as U.S. Pat. No. 8,677,389
on Mar. 18,2014

U.S. Prov. App. No. 60/574,836
Filed: May 27, 2004

U.S. App. No. 12/283,333
Filed Sep. 11, 2008
Abandoned Mar. 28, 2012

U.S. App. No. 12/283,332
Filed: Sept. 11, 2008
Issued as U.S. Pat. No. 8,756,622
onJun. 17,2014

U.S. App. No. 17/199,355
Filed: Mar. 11,2021
Abandoned Dec. 16, 2022

DIV. |  us. App. No. 11/139,330 DIV. DIV.
Filed: May 26, 2005
Abandoned Mar. 28, 2012 DIV. DIV.
DIV U.S. App. No. 12/283,354 U.S. App. No. 12/283,355
) Filed: Sept. 11, 2008 Filed: Sept. 11, 2008
Issued as U.S. Pat. No. 8,510,768 Issued as U.S. Pat. No. 8,296,791
U.S. App. No. 12/954,604 on Aug. 13,2013 on Oct. 23,2012
Filed Nov. 24, 2010
Abandoned Apr. 9, 2013
CON.
U.S. App. No. 13/914,870 CON. U.S. App. No. 16/660,615
Filed: Jun. 11,2013 Filed: Oct. 22,2019
Abandoned Feb. 18, 2014 Issued as U.S. Pat. No. 10,719,848
onlJul. 21,2020
CON.
U.S. App. No. 14/175.811 DIV. U.S. App. No. 16/403,204 CON. U.S. App. No. 16/660,624
Filed: Feb.7. 2014 Filed: May3,2019 Filed: Oct. 22, 2019
Abandor.]ed M'a ’12 2019 Issued as U.S. Pat. No. 10,572,896 Issued as U.S. Pat. No. 10,719,849
yis on Feb. 25,2020 onlJul. 21,2020
CON. U.S. App. No. 16/660,633
i Filed: Oct. 22,2019
Issued as U.S. Pat. No. 10,963,911
on Mar. 30, 2021
CON.
U.S. App. No. 18/076,327
Filed: Oct. 22,2019 U.S. App. No. 18/741,696 U.S. App. No. 18/892,291
Issued as U.S. Pat. No. 12,040,883 CON Filed: Jun. 12,2024 CON. Filed: Sep. 20,2024
CON. onJuL. 16,2024
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Exhibit B

Prior and Concurrent Proceedings in the Family

Anonymous Media Research Holdings, LLC v. Samsung Electronics Co., Ltd. and Samsung
Electronics America, Inc., No. 2:23-cv-00439 (E.D. Tex.) (filed Sept. 22, 2023) (791, ‘768, ‘622,
896, ‘849 and 848 patents)

Anonymous Media Research Holdings, LLC v. Roku, Inc., No. 1:23-cv-01143 W.D. Tex.) (transferred
to N.D. Cal. on July 10, 2024) (*791, ‘768, ‘622, 896, ‘849 and ‘848 patents)

Anonymous Media Research Holdings, LLC v. Roku, Inc., No. 3:24-cv-04171 (N.D. Cal.) (transferred
in from W.D. Tex. on July 12, 2024) (791, “768, ‘622, 896, ‘849 and ‘848 patents)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01053 (P.T.A.B.) (filed July 15,
2024) (791 patent)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01054 (P.T.A.B.) (filed July 15,
2024) (°768 patent)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01055 (P.T.A.B.) (filed July 15,
2024) (‘622 patent)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01056 (P.T.A.B.) (filed July 15,
2024) (896 patent)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01057 (P.T.A.B.) (filed July 15,
2024) (°849 patent)

Roku, Inc. v. Anonymous Media Research Holdings, LLC, IPR2024-01058 (P.T.A.B.) (filed July 15,
2024) (°848 patent)

Samsung Electronics Co., Ltd. v. Anonymous Media Research Holdings, LLC, IPR2024-

01348 (P.T.A.B.) (filed August 26, 2024) (‘896 patent)

Samsung Electronics Co., Ltd. v. Anonymous Media Research Holdings, LLC, IPR2024-

01349 (P.T.A.B.) (filed August 26, 2024) (*849 patent)

Samsung Electronics Co., Ltd. v. Anonymous Media Research Holdings, LLC, IPR2024-

01350 (P.T.A.B.) (filed August 26, 2024) (*848 patent)

Ex parte reexamination Control No. 90/019,375 (filed January 16, 2024) (‘768 patent) (intent to issue
ex parte reexam certificate issued Oct. 30, 2024)

Ex parte reexamination Control No. 90/019,616 (filed August 8, 2024) (‘622 patent)
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Exhibit C

Declaration of Michael Mauriel
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DECLARSTION OF MICHARL MAURIELUNDER s LR Baaz

T, Michael Mausiel, hereby declare and state

{ am a vegistered patent attoriey and pastuer at Maschofl Brenman Gilmore

dsen & Mauriel LLE {represent Anonymows Media Research Holdings, LLO
{“Agspiic::m{"} in prosecuting several pending patest applications in the United States

Patent and Trademark Office Mthe {ﬁ.Sf'?fé{tﬁ?”_ft,

$-s
s
e
7

i eheds peeparation and filing of a provisional application {118, Provisional App. Mo
&0/574,8361 {("Provisiomal} that numerous other patest applications of relevance here claim
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