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I. INTRODUCTION

Patent Owner Feit Electric Company (“Feit Electric’) submits this
Contingent Motion to Amend claims 11-14 of U.S. Patent No. 8,604,678 (the “’678
patent”). In the event any of those claims are found to be unpatentable, Feit
Electric respectfully requests amendment of such claims. The 678 patent is
directed to light emitting devices utilizing a wavelength conversion component
containing a light diffusion layer. This Motion proposes contingent substitute
claims that further patentably distinguish the references underlying the grounds for
challenging claims 11-14 of the 678 patent proposed by Petitioners.

On June 23, 2025, the Board instituted IPR2025-00260 and consolidated the
proceeding with IPR2024-01357 (which challenges claims 1-3, 6, 7, 9, 10, 16-21,
25, 26, and 29 of the 678 patent). Paper 25. On June 25, 2025, Patent Owner
submitted a contingent motion to amend claims 1-3, 6, 7, 9, 10, 16-21, 25, 26, and
29 based on the grounds presented in [PR2024-01357. Paper 27. The instant
motion to amend supplements Patent Owner’s June 25, 2025 Motion to Amend to
address those additional claims challenged in IPR2025-00260.

II. STATEMENT OF REQUESTED RELIEF

Feit Electric requests preliminary guidance from the Board concerning this

Contingent Motion in accordance with 37 C.F.R. §§ 42.121(a)(1)(i1) and 42.121(e).
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To the extent the Board finds any of original claims 11-14 (the “challenged
claims”) unpatentable in this proceeding, Feit Electric requests that the Board
consider this Contingent Motion and grant entry of the corresponding substitute
claims. The substitute claims are proposed on a contingent basis and should only
be entered as to any corresponding original claims found to be unpatentable. The

proposed amendments are detailed in the claim listing at Appendix A (see 37

C.FR. § 42.121(b)), and a table of the proposed amendments is shown below:

Original ’678 Contingent
Patent Claim Substitute
Claim
11 46
12 47
13 48
14 49

III. THE SUBSTITUTE CLAIMS MEET ALL STATUTORY AND
REGULATORY REQUIREMENTS OF 35 U.S.C. § 316 AND 37 C.F.R.
§ 42.121
As explained below, the proposed contingent amendments meet the statutory

and regulatory requirements set forth in 35 U.S.C. § 316(d) and 37 C.F.R.

§42.121.
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A. Patent Owner Submits a Reasonable Number of Substitute

Claims
(35 U.S.C. § 316(d)(1)(B) and 37 C.E.R. § 42.121(a)(3))

Feit Electric proposes one contingent substitute claim for each challenged
claim. Because Feit Electric proposes no more than one substitute claim for each
original challenged claim, this is a reasonable number. See Lectrosonics, Inc. v.
Zaxcom, Inc., IPR2018-01129, -01130, Paper 15 at 4-5 (Feb. 25, 2019) (“There is a
rebuttable presumption that a reasonable number of substitute claims per
challenged claim is one (1) substitute claim.”); 37 C.F.R. § 42.121(a)(3); see also
35 U.S.C. § 316(d)(1)(B).

B. The Amendments are Responsive to the Grounds of

Unpatentability
(37 C.F.R. § 42.121(a)(2)(i))

The substitute claims are responsive to one or more grounds of
unpatentability at issue in this proceeding because Petitioner has asserted that the
prior art discloses the elements of independent claims 11-14 (see IPR2025-00260
Petition at 1), which this Motion seeks to amend. The proposed substitute claims
narrow the challenged claims by incorporating additional limitations that are not

disclosed in the prior art.
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C.  The Substitute Claims Have Written Description Support and Do
Not Introduce New Matter

(35 U.S.C. § 316(d)(3) and 37 C.F.R. §§ 42.121(a)(2)(ii) and
42.121(b))

The originally filed disclosure of the 678 patent supports each proposed
substitute claim. See 37 C.F.R. § 42.121(b)(1)-(2). The *678 patent issued from
U.S. App. No. 13/273,212, filed on October 13, 2011 (Exhibit 1004), which is a
continuation-in-part of U.S. App. No. 13/253,031, filed on October 4, 2011 and
which claims priority to U.S. Provisional App. No. 61/427,411, filed on December
21, 2010 (Exhibit 2027) and U.S. Provisional App. No. 61/390,091, filed on
October 5, 2010 (Exhibit 2028). Patent Owner respectfully submits that the
proposed substitute claims 46-49 are entitled to at least the priority date of October
13, 2011. Supporting citations for the new claim limitations (found in substitute
claims 46-49) are provided below!. Support for all remaining limitations is found

in the original claims.

Claim Element Support

46[pre] The component of claim 30, Original Claim 11, inter alia

! The remaining claim limitations of claims 46-49, which are found in original
claims 11-14, respectively, are also included for reference purposes.
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Claim Element

Support

46[a] wherein the light scattering material has an
average particle size that is selected such that the
light scattering material will scatter the excitation
light relatively more than the light scattering
material will scatter light generated by the at least
one photoluminescence material, and

Original Claim 11, inter alia

46[b] wherein the wavelength conversion
component comprises a three-dimensional
elongated shape.

U.S. Patent No. 8,604,678

e FIGs. 23A, 23B
e 23:59-24:5

47|pre] The component of claim 46,

Original Claim 12, inter alia

47|a] wherein the light scattering material scatters
the excitation light at least twice as much as light
generated by the at least one photoluminescence
material.

Original Claim 12, inter alia

48[pre] The component of claim 46,

Original Claim 13, inter alia

48[a] wherein the excitation light comprises blue
light, and

Original Claim 13, inter alia
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Claim Element Support

48|b] wherein the final visible emission product | U.S. Patent No. 8,604,678
comprises a luminous flux above 250 lumens.

FIGs. 1,9
4:65-67
5:30-32
6:55-61
7:14-26
20:27-51

U.S. App. No. 61/427,411

FIGs. 1,9
4 10027]

4 [0035]
4 [0038]
1 [0064]

49[pre] The component of claim 48, Original Claim 14, inter alia

49[a] wherein the light scattering material has an | Original Claim 14, inter alia
average particle size that is less than about
150 nm.

D. The Amendments Do Not Enlarge the Scope of the Claims
(35 U.S.C. § 316(d)(3) and 37 C.F.R. § 42.121(a)(2)(ii))

The proposed amended claims do not broaden the claim scope. Every
limitation of each original claim is present in the corresponding proposed substitute
claim. These amendments are non-broadening because they add novel and
nonobvious features that further distinguish over the prior art underlying the

grounds advanced in this proceeding. See Lectrosonics, Paper 15 at 7.
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Furthermore, because the substitute independent claim is narrower than the original
independent claim, the dependent claims are necessarily narrower than the

corresponding original dependent claims.

E. Patentability of Substitute Claims

“A Patent Owner does not bear the burden of persuasion to demonstrate the
patentability of substitute claims presented in a motion to amend.” Lectrosonics,
Paper 15 at 4. Rather, “the burden of persuasion ordinarily will lie with the
petitioner to show that any proposed substitute claims are unpatentable by a
preponderance of the evidence.” Id. Here, the additional claim elements of
proposed amended claims 46-49 are not taught by the prior art combinations used
by Petitioner to challenge the original claims, and no prior art of record known to
Patent Owner anticipates or renders obvious proposed substitute claims 46-49.

1. Patentability of Substitute Dependent Claims 46 and 48

In this contingent motion, Patent Owner proposes amended claim 46 which
mirrors original claim 11 with the additional limitation that “the wavelength
conversion component comprises a three-dimensional elongated shape” and
dependent claim 48, which mirrors original claim 13 with the additional limitation
that “wherein the final visible emission product comprises a luminous flux above

250 lumens.”
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The IPR2025-00260 Petition, which contains the only grounds challenging
claims 11-14 of the *678 Patent, lists five prior art references: Basin-2007 (Pub.
No. US2009/0057699; EX1005), Basin-2005 (Pub. No. US2007/0045761;
EX1006), Stokes (Patent No. 6,791,259, EX1008), Shimizu (Patent No. 6,069,440,
EX1010), and Krummacher (Pub. No. US2008/0079015; EX1007). IPR2025-
00260, Paper No. 1 at 20.

None of the references cited in the Petition disclose the added limitation of a
wavelength conversion component having a three-dimensional elongated shape.
Petitioners rely on Basin-2007 and Krummacher for disclosure of the wavelength
conversion component. See IPR2025-00260 Pet. at 29-32, 48-53. Neither of these
references teach three-dimensional elongated wavelength conversion components.
Basin-2007 is directed to semiconductor LEDs at the chip level that are used in
flash bulbs and each of the figures in Basin-2007 show either cross sections of the
LED chip, charted properties of the Basin-2007 light characteristics, or the
camera/flash bulb. See EX1005, q91-3; see generally id. at FIGs. 1-8.
Krummacher is similar in that it focuses on the “optoelectric component™ level (see
EX1007 at Abst., §2) and all figures show cross sections of the LED-chip level

component (see EX1007 at FIGs. 1-3). No reference is made to the claimed shape

of the alleged wavelength conversion component.
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Furthermore, none of the references cited in the Petition disclose the added
limitation of a luminous flux above 250 lumens. Petitioners’ expert, Professor
Doolittle confirmed that none of the prior art references cited in the IPR2025-
00260 Petition disclose a device emitting a specific amount of luminous flux or a
luminous flux above 250 lumens. EX2038 at 25:4-27:3. While Professor Doolittle
suggested that there may be references to luminous intensity in the cited art, he
confirmed that luminous flux is not the same as luminous intensity. EX2038 at
28:3-25. Disclosure of luminous intensity does not teach luminous flux—more
information is needed. EX2038 at 28:22-25.

Because none of the cited references disclosed or suggested the new features
of proposed amended claim 46, that claim is patentable over the prior art presented

in the Petition.

2. Patentability of Substitute Dependent Claims 47 and 49

Dependent claims 47 and 49 are identical to original dependent claims 12
and 14, respectively, except that they correct dependencies based on this contingent
motion. As such, each amended claim is patentable for the same reasons as

original dependent claims 12 and 14.
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IV. CONCLUSION

For the reasons set forth herein, Patent Owner asserts that the proposed

amended claims meet all statutory requirements and respectfully requests that the

Board allow proposed amended claims 46-49 in the event that it finds any of the

corresponding original claims to be unpatentable.

Date: July 25, 2025

Respectfully submitted,

/Charles M. McMahon/

Charles M. McMahon

USPTO Reg. No. 44,926

Thomas DaMario

USPTO Reg. No. 77,142

BENESCH FRIEDLANDER
COPLAN & ARONOFF LLP

71 South Wacker Drive, Suite 1600

Chicago, IL 60606

Tel: (312) 312-4949

Fax: (312) 767-9192

Email: FeitElectriclPR@beneschlaw.com
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APPENDIX A

Proposed Amended Claim 46 (Substitute for Original Claim 11)

46. The component of claim [[1]]30, wherein the light scattering material
has an average particle size that is selected such that the light scattering material will
scatter the excitation light relatively more than the light scattering material will
scatter light generated by the at least one photoluminescence material, and

wherein the wavelength conversion component comprises a three-

dimensional elongated shape.

Proposed Amended Claim 47 (Substitute for Original Claim 12)

47.  The component of claim [[11]]46, wherein the light scattering material
scatters the excitation light at least twice as much as light generated by the at least

one photoluminescence material.

Proposed Amended Claim 48 (Substitute for Original Claim 13)

48. The component of claim [[11]]46, wherein the excitation light
comprises blue light, and

wherein the final visible emission product comprises a luminous flux above

250 lumens.

Al
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Proposed Amended Claim 49 (Substitute for Original Claim 14)

49.  The component of claim [[13]]48, wherein the light scattering material

has an average particle size that is less than about 150 nm.

A2
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