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I. INTRODUCTION 

During the January 30, 2026 conference call, the Board authorized Patent 

Owner Feit Electric Company, Inc. (“Feit Electric”) to file this motion (and the 

supporting new evidence) to terminate these consolidated proceedings, 

IPR2024-01357 and IPR2025-00260, based on the Petition’s failure to disclose the 

contradictory claim construction positions that all four Petitioners took in parallel 

district court proceedings.  In the wake of two recent decisions from the Director, 

failure to disclose these contradictions in the Petitions requires termination. 

Both of the consolidated Petitions violated the Director’s two recent 

decisions regarding the requirement that a petitioner explain any inconsistent claim 

construction positions to the Board.  See Revvo Techs., Inc. v. Cerebrum Sensor 

Techs., Inc., IPR2025-00632, Paper 20 at 3–5 (Director Nov. 3, 2025) 

(precedential) (“Revvo Techs.”) (explaining the Office’s approach to addressing a 

petitioner’s different claim construction positions in two forums); Tesla, Inc., v. 

Intellectual Ventures II LLC, IPR2025-00340, Paper 18 (Director Nov. 5, 2025) 

(informative) (“Tesla”) (same).  In Revvo Technologies and Tesla, the Director 

granted Director Review and vacated the decisions to institute because the 

petitioner argued inconsistent claim constructions before the Board and the district 

court.  Id.   
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Here, all four Petitioners did the same thing.  Petitioners urged the Board to 

interpret all claim terms according to their plain and ordinary meaning to a person 

of ordinary skill in the art.  In direct contradiction, Petitioners argued in their 

respective district court proceedings that certain limitations of the ’678 Patent are 

indefinite because a person of ordinary skill in the art could not discern their 

meaning.  Petitioners chose not to inform the Board of these contradictory 

positions in their Petitions, and this failure independently justifies vacatur of the 

institution Decisions, and termination of the consolidated IPRs.1 

II. STATEMENT OF FACTS 

A. The Petitions and Consolidated Proceedings 

After being sued by Feit Electric for patent infringement, Petitioners 

LEDVANCE and Savant Technologies LLC (“Savant”) filed IPR2024-01357 on 

August 26, 2024.  In that Petition, LEDVANCE and Savant challenged claims 1-3, 

6-7, 9-10, 16-21, 25-26, 29 of the ’678 Patent.  IPR2024-01357, Paper 1.  On 

December 17, 2024, Feit Electric filed its Patent Owner Preliminary Response, 

 
1 Feit Electric sought Director Review on this issue in the wake of Revvo 

Technologies and Tesla, but the Director denied the request on procedural grounds 

as it was outside the 10-day period for review of the institution decision.  Paper 47, 

EX3100. 
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including a request for discretionary denial of institution based on pending patent 

infringement litigation involving the same parties in district court.  

IPR2024-01357, Paper 13 at 26-35.  On March 5, 2025, the Board instituted 

IPR2024-01357.  Paper 17. 

Petitioners Savant, Elong International USA Inc. (“Elong”), and Xiamen 

Longstar Lighting Co. Ltd. (“Xiamen Longstar”) filed IPR2025-00260 on 

December 9, 2024.  In that petition, Savant, Elong, and Xiamen Longstar 

challenged claims 11-14 of the ’678 Patent.  IPR2025-00260, Paper 1.  On April 

24, 2025, Feit Electric filed a Request for Discretionary Denial based on pending 

patent litigation involving the same parties in district court.  IPR2025-00260, Paper 

13.  On June 12, 2025, the Director denied Feit Electric’s Request for 

Discretionary Denial.  IPR2025-00260, Paper 16.  On June 23, 2025, the Board 

instituted IPR2025-00260 and consolidated it with IPR2024-01357.  

IPR2025-00260, Paper 17. 

B. Petitioners’ Inconsistent Claim Construction Positions Before the 
Board and the District Courts, and the Board’s Reliance on 
Petitioners’ Positions 

In their IPR2024-01357 Petition, filed on August 26, 2024, LEDVANCE and 

Savant argued that “[c]laims should be understood according to their ordinary and 

customary meaning as understood by a POSA at the time of the invention 

considering the language of the claims, the specification, and the prosecution 
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history of record.”  IPR2024-01357, Paper 1 at 18-19.  On this basis, LEDVANCE 

and Savant submitted that “no construction should be necessary to institute this 

petition.”  Id. at 19.  Similarly, in their IPR2025-00260 Petition, filed on December 

9, 2024, Savant, Elong, and Xiamen Longstar made the same assertion.  

IPR2025-00260, Paper 1 at 20-21.  Neither Petition made any specific claim 

construction argument concerning the claim limitations “improves an off state 

white appearance” or “improves the OFF state white appearance” (collectively, the 

“OFF state white appearance” limitations).  On the contrary, by urging the Board to 

adopt their plain and ordinary meaning, both Petitions asserted that these terms 

would be understood by a person of ordinary skill in the art and should be 

interpreted according to their plain and ordinary meaning.  IPR2024-01357, 

Paper 1 at 18-19; IPR2025-00260, Paper 1 at 20-21. 

The Board relied on Petitioners’ submissions in both proceedings.  In its 

Decision instituting IPR2024-01357, issued on March 5, 2025, the Board did not 

construe the “OFF state white appearance” limitations.  IPR2024-01357, Paper 17 

at 17-20.  Nor did the Board construe those limitations in its Decision to institute 

IPR2025-00260, which issued on June 23, 2025.  IPR2025-00260, Paper 17. 

In the meantime, between filing the Petitions and institution, all four 

Petitioners made the opposite argument to the district courts.  On January 23, 2025, 

LEDVANCE argued to the Eastern District of Kentucky that the “OFF state white 
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appearance” limitations are indefinite under 35 U.S.C. § 112 because they “fail[] to 

inform, with reasonable certainty, those skilled in the art about the scope of the 

invention.”  EX2051 at 6-13.  Similarly, on March 13, 2025, Savant made the same 

argument to the Northern District of Ohio, asserting that the “OFF state white 

appearance” limitations cannot be construed because they are indefinite.  EX2054 

at 3-7.  And on April 16, 2025, Elong and Xiamen Longstar made the same 

indefiniteness arguments to the Northern District of Texas.2  EX2053 at 2-7.   

None of the Petitioners informed the Board in either Petition that they would 

argue indefiniteness in district court, nor did they even attempt to explain how their 

 
2 Post-institution in these proceedings, the Northern District of Texas Court 

subsequently issued a claim construction order finding that the disputed claim 

terms are not indefinite.  See EX1044 at 31.  However, Petitioners’ indefiniteness 

arguments in the other two district courts remain pending and have not been 

withdrawn.  As explained in Section III.B, the fact that one of three district courts 

has since rejected Petitioners’ indefiniteness arguments does not affect the current 

motion because Petitioners were required to alert the Board to the conflicting claim 

construction positions in the Petition.  They did not, and the Director has since 

determined that gamesmanship of this type is fatal to institution. 
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diametrically opposed invalidity arguments to the Board and the district courts 

could be reconciled or justified. 

III. ARGUMENT 

All four Petitioners took contradictory claim construction positions in 

parallel district court proceedings yet chose not to explain these contradictions to 

the Board in their Petitions.  Petitioners’ failure to explain their contradictions in 

the Petitions warrant vacatur of the institution Decisions and termination of the 

consolidated inter partes review.  See Revvo Techs., Paper 20 at 3–5 (Director Nov. 

3, 2025) (precedential) (explaining the Office’s approach to addressing a 

petitioner’s different claim construction positions in two forums); Tesla, Paper 18 

(PTAB Nov. 5, 2025) (“Tesla”) (informative) (same).   

A. The Director’s Recent Decisions in Revvo Technologies and Tesla 
Require Petitioners to Identify and Explain Any Inconsistent 
Claim Construction Positions in the Petition 

In his recent Revvo Technologies decision, the Director noted that, “although 

the Board’s rules ‘do not necessarily prohibit petitioners from taking inconsistent 

claim construction positions before the Board and a district court,’ when a 

petitioner takes alternative positions before the Board and a district court, that 

petitioner should, at a minimum, explain why alternative positions are warranted.”  

Revvo Techs., Paper 20 at 3-4 (quoting Cambridge Mobile Telematics, Inc. v. Sfara, 

Inc., IPR2024-00952, Paper 12 at 8-9 (PTAB Dec. 13, 2024)).  Building on this 
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new precedential requirement in Revvo Technologies, the Director in Tesla vacated 

institution and terminated the proceeding because the petitioner had failed to notify 

the Board that it was arguing indefiniteness to the district court.  Tesla, Paper 18 at 

3-4.  The Director explicitly rejected the petitioner’s statement that “it cannot raise 

indefiniteness challenges in an inter partes review” as an insufficient explanation. 

Id. at 3.  Rather, the Director noted that this statement amounts to an improper 

assertion that a petitioner “should be permitted to raise inconsistent invalidity 

challenges in the two forums.”  Id.  The PTAB has since followed this guidance 

and denied institution where Petitioners failed to explain their contradictory 

positions in the petition. See, e.g., Orca Security Ltd. v. Wiz, Inc., IPR2025-01086, 

Paper 13 at 8 (PTAB Dec. 15, 2025) (“[T]he fact that Petitioner cannot raise its 

indefiniteness challenge in an inter partes review is not a sufficient reason to allow 

Petitioner to take inconsistent claim construction positions before the Board and 

the district court.”).   

In other cases, the Board has granted institution to petitioners who took 

contradictory positions, but only after petitioners have abandoned indefiniteness 

and their disparate claim constructions in district court litigation.  See Samsung 

Electronics Co., Ltd. v. Wilus Institute Of Standards And Technology Inc., 

IPR2025–00988, Paper 14 at 6 (PTAB Jan. 5, 2026); Samsung Electronics Co., 



IPR2024-01357 
U.S. Patent No. 8,604,678 
 

 8 

Ltd. v. Wilus Institute Of Standards And Technology Inc., IPR2025–00933, Paper 

14 at 6 (PTAB Dec. 31, 2025).  Such is not the case here, as explained below.   

B. Petitioners Told the Board to Adopt the Plain and Ordinary 
Meaning While Telling the District Courts That There 
Is No Plain and Ordinary Meaning 

Here, all four Petitioners have taken exactly the same improper approach 

that the Director prohibited in Revvo Technologies and Tesla.  As explained above 

in Section II.B, each of the Petitioners urged the Board to adopt the plain and 

ordinary meaning for all claim terms while arguing to three different district courts 

that the “OFF state white appearance” limitations are indefinite and therefore have 

no plain and ordinary meaning.  These are exactly the same circumstances that led 

the Director in Tesla to vacate institution and terminate the inter partes review.  

Tesla, Paper 18 at 3-4.  Feit Electric respectfully submits that the Director should 

reach the same conclusion here. 

Moreover, none of the Petitioners have abandoned the contradictory claim 

construction positions that they took in the district court litigations, and they 

should not be allowed to belatedly do so in response to this motion.  Indeed, the 

Director has rejected such untimely recantations.  See TikTok, Inc. v. Shopsee, Inc., 

IPR2025-01485, Paper 13 at 2–3 (Director Jan. 16, 2025) (“Petitioner has 

stipulated that it will continue to pursue different constructions and abandon the 

inconsistent construction in district court if the IPR is instituted.  This is not in 
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keeping with our precedent, and I decline to modify it to permit this approach . . . 

Petitioner’s stipulation not to continue to advance different claim construction 

positions lacks similar benefits.  At best, it replaces one argument in district court 

for another argument at the Board.  Accordingly, the Petition is denied under 35 

U.S.C. § 314(a).”).3 

To be clear, it is not enough that Petitioners may now belatedly try to explain 

why their contradictory positions were justified.  The time for offering any such 

explanations was in the Petition.  See Am. Airlines, Inc. v. Intellectual Ventures I 

 
3 Here, the district court in the Elong case has decided that the claims are not 

indefinite, and Petitioners now know that their indefiniteness arguments have been 

rejected in one of the three district courts.  See EX1044 at 31.  Allowing Petitioners 

to recant an argument only now, after they know if failed, would promote the same 

gamesmanship that Tesla and Revvo Technologies sought to avoid.  As the Director 

recently clarified, in a follow-up to his precedential decision in Revvo 

Technologies, “[m]y precedential decision does not provide for conditional future 

outcomes, and while petitioner would no doubt like to ‘wait and see,’ we cannot 

and will not.  The appropriate course of action under these circumstances is to deny 

institution.”  Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., Paper 36 at 4 

(Director Jan. 26, 2026).  That is the appropriate course of action here too. 
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LLC, IPR2025-01055, Paper 11 at 13 (PTAB Nov. 21, 2025).  As the panel in 

American Airlines explained, 

Under 37 C.F.R. § 42.104(b)(3), petitioners must clearly articulate in 

the petition “[h]ow the challenged claim is to be construed.” If, 

according to Petitioner, many limitations in claim 1 (and other claims) 

are indefinite, then how does Petitioner propose that the Board 

construe such limitations to assess Petitioner’s invalidity challenges—

Petitioner is silent. Indeed, Petitioner provides no explanation for its 

different claim construction positions in the two forums. This alone 

favors denial of institution. 

Id. (emphasis in original, citing Revvo Technologies, Paper 20 and Tesla, Paper 18).  

Any belated attempt to justify for what should have been disclosed in the Petition 

is too little too late and must be rejected.   

IV. CONCLUSION 

All four Petitioners played games with the Board, urging the plain and 

ordinary meaning here while arguing indefiniteness in three different district 

courts.  This gamesmanship stands in direct violation of the Director’s recent 

decisions, and it should not be tolerated.  The Tesla decision is most squarely 

applicable, and the Director terminated that proceeding as a result.  Consistent with 

Tesla, Feit Electric urges the Board to vacate both Decisions to institute and 

terminate of the consolidated proceedings in IPR2024-01357 and IPR2025-00260.   



IPR2024-01357 
U.S. Patent No. 8,604,678 
 

 11 

Date: February 6, 2026 Respectfully submitted, 
 
/Charles M. McMahon/ 

 Charles M. McMahon 
USPTO Reg. No. 44,926 
Thomas DaMario 
USPTO Reg. No. 77,142 
BENESCH FRIEDLANDER  
  COPLAN & ARONOFF LLP 
71 South Wacker Drive, Suite 1600 
Chicago, IL 60606 
Tel: (312) 312-4949 
Fax: (312) 767-9192 
Email: FeitElectricIPR@beneschlaw.com 
 

 



 

 

CERTIFICATE OF PAGE COUNT 

I, the undersigned, do hereby certify that the foregoing Patent Owner’s 

Motion to Terminate for Failure to Disclose Contradictory Claim Construction 

Positions Taken in District Court contains under 10 pages, as specified by the 

Board during the January 30, 2026 conference call. 

 

 /Charles M. McMahon/ 
 Charles M. McMahon 

 
  



 

 

CERTIFICATE OF SERVICE 

I hereby certify that on February 6, 2026, a true and correct copy of the 

foregoing was served by electronic mail upon the following counsel of record for 

Petitioners: 

David C. Radulescu, Ph.D., david@radip.com,  
Etai Lahav, etai@radip.com 
Andrew S. Brown, andy@radip.com 
Savant_IPR_Service@radip.com 

 

 

 /Charles M. McMahon/ 
 Charles M. McMahon 

 


