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Minimal Substantive Challenge to Petitioner’s 

Invalidity Grounds by Patent Owner

• IPR2024-01378 (‘477 Patent)

• No dispute that prior art discloses all limitations of claims 1-10 of the ‘477 
Patent

• No dispute that prior art renders claims obvious 

• Invalidity Grounds 1-5:

1. §102: Svihra (claim 1)

2. §103: Svihra + Mann / DiLorenzo / Gerber / Bourget 
(claim 1)

3. §103: Svihra + Mann / DiLorenzo / Gerber / Bourget 
+ POSITA (claims 2-10)

4. §103: Amarenco + Mann / DiLorenzo / Gerber / Bourget 
(claim 1)

5. §103: Amarenco + Mann / DiLorenzo / Gerber / Bourget 
+ POSITA (claims 2-10)

• IPR2024-01375 (‘742 Patent)

• Limited substantive dispute

• Invalidity Grounds 1-2:

1. §103: Svihra + Mann + Ponsford + POSITA (claims 1-13)

2. §103: Amarenco + Mann + Ponsford + POSITA (claims 1-13)

2

See IPR2024-

01375, Paper 2 at 

2-3, Paper 15 at 1.
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See IPR2024-

01378, Paper 2 at 

3-4, Paper 15 at 1.
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Limited Issues in Dispute Across IPRs

• IPR2024-01375 (‘742 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication

• Ponsford is a printed 

publication

• Prior art discloses 

“directly” targeting and 

stimulating PTN branches

• IPR2024-01378 (‘477 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication

3
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The Journal Articles Are Prior Art Printed 

Publications

• It has long been recognized that the touchstone as to whether 
an asserted reference qualifies as prior art is public 
accessibility. In re Hall, 781 F.2d 897, 899 (Fed. Cir. 1986)

• See IPR2024-01375, Paper 7 at 12; see also IPR2024-01378, Paper 7 at 12.

• Petitioner establishes public accessibility by demonstrating 
that a reference was “disseminated or otherwise made 
available to the extent that persons interested and 
ordinarily skilled in the subject matter or art, exercising 
reasonable diligence, can locate it.” Jazz Pharms., Inc. v. 
Amneal Pharms., LLC, 895 F.3d 1347, 1355–56 (Fed. Cir. 2018)

• See IPR2024-01375, Paper 15 at 3; see also IPR2024-01378, Paper 15 at 4.

• “When there is an established publisher there is a presumption of 
public accessibility as of the publication date.” Vidstream LLC v. 
Twitter, Inc., 981 F.3d 1060, 1065-66 (Fed. Cir. 2020)

• See IPR2024-01375, Paper 15 at 3; see also IPR2024-01378, Paper 15 at 4.
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Svihra (Ex.1004) Is a Prior Art Printed 

Publication

• “Hallmarks” of printed 
publication

• Attorney declaration 
(Ex.1053)

• Wingeier declaration 
(Ex.1003)

• Institution Decision

• Corroborating references:

• Sherif (Ex.1091)

• Slovak (Ex.1092)

• Garcia (Ex.1093)

5

Ex.1004 at 480 (see IPR2024-01375, Paper 15 

at 5-6; IPR2024-01378, Paper 15 at 6-7).
See IPR2024-01375, Paper 2 at 22, Paper 15 at 5-6, 10, 15; 

IPR2024-01378, Paper 2 at 15, Paper 15 at 6-7, 10-11,  16-17.
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Svihra Includes “Hallmarks” of Publicly 

Accessible Printed Publication

6

• Journal name (Bratisl Lek 
Listy)

• International medical 
journal Bratislava 
Medical Journal 

• Published by Faculty 
of Medicine at 
Comenius University 
in Slovakia

• Publication year (2002)

• Volume (103)

• Number/edition (12)

• Page numbers (480-83)

• “Received May 30, 2002”

• “Accepted December 9, 
2002”

See IPR2024-01375, Paper 15 at 5-6; 

IPR2024-01378, Paper 15 at 6-7.

Ex.1004 at 480 (see IPR2024-01375, Paper 15 at 

5-6; IPR2024-01378, Paper 15 at 6-7).
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Ex.1004 at 480 (see IPR2024-01375, Paper 15 at 

5-6; IPR2024-01378, Paper 15 at 6-7).

Ex.1004 at 480 (see IPR2024-01375, Paper 15 at 

5-6; IPR2024-01378, Paper 15 at 6-7).

Ex.1101, 6 of 59



Svihra Was Published and Publicly 

Accessible

• Svihra (Ex.1004) was properly authenticated

• No objections to authenticity or hearsay by Patent Owner

• Dr. Wingeier confirmed Svihra was published and accessible

7

See IPR2024-01375, 

Paper 15 at 10 (citing 

Ex.1053 at ¶ 6); 

IPR2024-01378, Paper 

15 at 10 (same).

See IPR2024-01375, 

Paper 15 at 10 (citing 

Ex.1003 at ¶ 43); see 

also IPR2024-01378, 

Paper 15 at 10 (citing 

Ex.1003 at ¶ 44).

See IPR2024-01375, 

Paper 21 at 5; IPR2024-

01378, Paper 21 at 5.
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Corroborating Evidence is Permissible in 

Petitioner’s Reply

[S]ome limited opportunities exist for the petitioner to 

present new evidence later, including: (1) in a reply to a 

patent owner preliminary response; (2) in a reply to the 

patent owner response; and (3) in a motion to file 

supplemental information. 37 C.F.R. §§ 42.108(c), 42.23, 

42.123. As to the first two opportunities, the evidence must 

be responsive to the prior briefing. . . .

For example, if the patent owner challenges a 

reference’s status as a printed publication, a petitioner 

may submit a supporting declaration with its reply to 

further support its argument that a reference qualifies as a 

printed publication. See 37 C.F.R. §§ 42.2 (affidavit), 42.23. 

8

Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 29 at 

14-15 (PTAB December 20, 2019) (precedential) (emphasis added)

See IPR2024-01375, Paper 21 at 3; IPR2024-01378, Paper 21 at 3.

Petitioner Avation Medical, Inc., IPR Nos. 2024-01375, 2024-01378 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEEx.1101, 8 of 59



Non-Contemporaneous Evidence Can 

Corroborate Public Availability

Although Exhibit 1053, published in 2017, is not 
contemporaneous evidence of the 2007 publication of 
McCloskey, it nonetheless is evidence helping to 
corroborate that McCloskey was, in fact, published in 2007. 
More importantly, additional corroborative evidence exists in 
the record. In particular, another of the three references cited 
above, i.e., Ex. 1060, was published relatively shortly after 
McCloskey, in December 2008, and references McCloskey 
as being published in the same page range (pages 761–767) 
of the same volume (45) of the same periodical (Biochemical 
Genetics) as appears on McCloskey itself. Compare Ex. 1060, 
13 (“Biochem. Genet 2007;45:761–767”), with Ex. 1004, 1 
(“Biochem Genet (2007) 45:761–767”). This evidence is the 
figurative nail in the coffin for Patent Owner’s argument that 
McCloskey is not a prior art printed publication.

9

Parse Biosciences, Inc. v. 10X Genomics, Inc., IPR2023-00958, Paper 

48 at 19-20 (PTAB February 3, 2025) (emphasis added)

See IPR2024-01375, Paper 15 at 16; IPR2024-01378, Paper 15 at 18.
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Corroborating Evidence Confirms Svihra 

Was Published and Publicly Accessible 

• Sherif (Ex.1091)

• Slovak (Ex.1092)

• Garcia (Ex.1093)

10

See IPR2024-01375, Paper 15 at 15 (citing Ex.1091 at 135 (ref. 5), Ex.1092 at 100 

(ref. 17), Ex.1093 at 1340 (ref. 25)); IPR2024-01378, Paper 15 at 16-17 (same).
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The Board Found Svihra Is a Publicly 

Accessible Printed Publication

11

Paper IPR2024-01375, Paper 7 at 13; see 

also IPR2024-01378, Paper 7 at 13.

Petitioner Avation Medical, Inc., IPR Nos. 2024-01375, 2024-01378 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEEx.1101, 11 of 59



Amarenco (Ex.1005) Is a Prior Art 

Printed Publication

• “Hallmarks” of printed publication

• Attorney declaration (Ex.1053)

• Wingeier declaration (Ex.1003)

• Institution Decision

• ‘742 Patent “References Cited”

• Related ‘943 Patent “References 
Cited”

• Amarenco II (Ex.1094)

• Corroborating references:

• Queralto (Ex.1016)

• Sherif (Ex.1091)

• Slovak (Ex.1092)

• Garcia (Ex.1093)

• Guo (Ex.1095)

12
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Ex.1005 at 2210 (see IPR2024-01375, Paper 15 

at 6-7; IPR2024-01378, Paper 15 at 7-8).

See IPR2024-01375, Paper 2 at 44, Paper 15 at 6-7, 10, 15-16; 

IPR2024-01378, Paper 2 at 43, Paper 15 at 7-8, 10-11, 17-18.
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Amarenco Includes “Hallmarks” of Publicly 

Accessible Printed Publication

13

• Journal name (The Journal 
of Urology)

• Publication date (June 
2003)

• Volume (169)

• Page numbers (2210-15)

• Copyright information 
(“Copyright © 2003 by 
American Urological 
Association”)

• Digital Object Identifier 
(“DOI”)

• “Accepted for publication 
January 17, 2003”
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See IPR2024-01375, Paper 15 at 6-7; 

IPR2024-01378, Paper 15 at 7-8.

Ex.1005 at 2210 (see IPR2024-01375, Paper 15 

at 6-7; IPR2024-01378, Paper 15 at 7-8).
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Amarenco Was Published and Publicly 

Accessible

• Amarenco (Ex.1005) was properly authenticated

• No objections to authenticity or hearsay by Patent Owner

• Dr. Wingeier confirmed Amarenco was published and accessible
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See IPR2024-01375, 

Paper 15 at 10 (citing 

Ex.1053 at ¶ 7); 

IPR2024-01378, Paper 

15 at 10 (same).

See IPR2024-01375, 

Paper 15 at 10 (citing 

Ex.1003 at ¶ 44); see 

also IPR2024-01378, 

Paper 15 at 10 (citing 

Ex.1003 at ¶ 45).

See IPR2024-01375, 

Paper 21 at 5; IPR2024-

01378, Paper 21 at 5.
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The Board Found Amarenco Includes 

Hallmarks of a Printed Publication

15
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Paper IPR2024-01375, Paper 7 at 13; see 

also IPR2024-01378, Paper 7 at 13.
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The ‘742 Patent and Related ‘943 Patent 

Confirm Amarenco Was Published and 

Publicly Accessible 

16

See IPR2024-01375, Paper 15 at 15-16 (citing Ex.1001 at [56]; Ex.1087 at [56]); 

IPR2024-01378, Paper 15 at 17-18 (citing Ex.1087 at [56]; Ex.1098 at [56].
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Amarenco II Confirms Amarenco Was 

Published and Publicly Accessible 
• Cover and copyright pages of Amarenco II confirm journal, volume/edition, 

and publication in June 2003

• Table of contents of Amarenco II confirms Amarenco appeared in vol. 169, 

no. 6 of the Journal of Urology beginning on page 2210

17

See IPR2024-01375, Paper 15 at 15 (citing Ex.1094 at 1-4); IPR2024-01378, Paper 15 at 17 (same).

See IPR2024-01375, Paper 15 at 15 (citing Ex.1094 at 4-6); IPR2024-01378, Paper 15 at 17 (same).
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Amarenco Is Identical to Amarenco II

• Amarenco (Ex.1005) • Amarenco II (Ex.1094)

18

See IPR2024-01375, Paper 15 at 15 (citing Ex.1094 at 9-14, 

Ex.1005 at 2210-15); IPR2024-01378, Paper 15 at 17 (same).

Petitioner Avation Medical, Inc., IPR Nos. 2024-01375, 2024-01378 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEEx.1101, 18 of 59



Corroborating Evidence Confirms Amarenco 

Was Published and Publicly Accessible 

• Queralto (Ex.1016)

• Sherif (Ex. 1091)

• Slovak (Ex.1092)

• Guo (Ex.1095)

• Garcia (Ex.1093)

19

See IPR2024-01375, Paper 15 at 15 (citing Ex.1016 at 672 (ref. 5), Ex. 1091 at 135 (ref. 29), Ex.1092 at 100 

(ref. 37), Ex.1093 at 1340 (ref. 5), Ex. 1095 at 856 (ref. 11)); IPR2024-01378, Paper 15 at 17 (same).
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Ponsford (Ex.1085) Is a Prior Art Printed 

Publication

• “Hallmarks” of printed 

publication

• Attorney declaration 

(Ex.1053)

• Institution Decision

• Corroborating references:

• Krämer (Ex.1099)

• Galloway (Ex.1100)

20

Ex.1085 at 188 (see IPR2024-01375, 

Paper 15 at 7-8).

See IPR2024-01375, Paper 2 at 22; 

Paper 15 at 7-8, 10, 16.
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Ponsford Includes “Hallmarks” of Publicly 

Accessible Printed Publication

21

• Journal name 
(Journal of 
Neurology)

• Publication year 
(1988)

• Volume (51)

• Page numbers (188-
91)

• “Received 24 May 
1987”

• “Accepted 14 August 
1987”

See IPR2024-01375, Paper 15 at 7-8.

Ex.1085 at 188 (see IPR2024-01375, Paper 

15 at 7-8).
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Ex.1085 at 188 (see IPR2024-01375, Paper 

15 at 7-8).
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Ponsford Was Published and Publicly 

Accessible

• Ponsford (Ex.1085) was properly 

authenticated

• No objections to authenticity or hearsay by 

Patent Owner

22

See IPR2024-01375, Paper 15 at 10 (citing Ex.1053 at ¶ 44).

See IPR2024-01375, Paper 21 at 5.
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The Board Found Ponsford Includes 

Hallmarks of a Printed Publication

23
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Paper IPR2024-01375, Paper 7 at 13.
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Corroborating Evidence Confirms Ponsford 

Was Published and Publicly Accessible 

• Krämer (Ex.1099)

• Galloway (Ex.1100)

24

See IPR2024-01375, Paper 15 at 16 (citing Ex.1099 at 

320 (ref.23), Ex.1100 at 9 (ref. 33).
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Exemplary Evidence Demonstrating Other “Journal 

Articles” Are Prior Art Printed Publications

• Hermens (Ex.1028)

• Hallmarks of printed publication - published in volume 10 of the Journal of Electromyography and 

Kinesiology on pages 361-74 in 2000 

• Copyright information “© Elsevier Science Ltd.”

• Properly authenticated; no objections to authenticity or hearsay by Patent Owner

• Hasan (Ex.1030)

• Hallmarks of printed publication - published in volume 155(6) of The Journal of Urology on pages 2005-

11 in June 1996 

• “ISSN: 0022-5347” and “Accession: 00076734-199606000-00055”

• Properly authenticated; no objections to authenticity or hearsay by Patent Owner

• Corroborating evidence 

• Slovak (Ex.1092) at 100 (reference 12)

• Guo (Ex.1095) at 856 (reference 24)

• Hof (Ex.1042)

• Hallmarks of printed publication - published in volume 3 of Human Movement Science on pages 119-

153 in 1984

• Copyright information “© 1984, Elsevier Science Publishers B.V.”

• Properly authenticated; no objections to authenticity or hearsay by Patent Owner

• Noordhout (Ex.1043)

• Hallmarks of printed publication - published in volume 51 of Journal of Neurology, Neurosurgery, and 

Psychiatry on pages 174-81 in 1988

• “Received 1 May 1987 and in revised form 20 July 1987” and “Accepted 27 July 1987”

• Properly authenticated; no objections to authenticity or hearsay by Patent Owner

25

See IPR2024-01375, 

Paper 15 at 8-10 (citing 

Ex.1028 at 361), 10 

(citing Ex.1053 at ¶ 22), 

Paper 21 at 5; IPR2024-

01378, Paper 15 at 8-

10, Paper 21 at 5.

See IPR2024-01375, 

Paper 15 at 8-10 (citing 

Ex.1030 at 1), 10 (citing 

Ex.1053 at ¶ 24), 16 

(citing Ex.1092 at 100 

(ref. 12), Ex.1095 at 856 

(ref. 24)), Paper 21 at 5; 

IPR2024-01378, Paper 

15 at 8-10, Paper 21 at 

5.

See IPR2024-01375, 

Paper 15 at 8-10 (citing 

Ex.1042 at 119), 10 

(citing Ex.1053 at ¶35), 

Paper 21 at 5; IPR2024-

01378, Paper 15 at 8-

10, Paper 21 at 5.

See IPR2024-01375, 

Paper 15 at 8-10 (citing 

Ex.1043 at 174), 10 

(citing Ex.1053 at ¶36); 

Paper 21 at 5; IPR2024-

01378, Paper 15 at 8-

10, Paper 21 at 5.
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All “Journal Articles” Are Prior Art Printed Publications

26

Printed Publication Hallmarks?UseExhibit

"Background, state of the artEx.1008

"Background, state of the artEx.1009

"Background, state of the artEx.1010

"Background, state of the artEx.1011

"Background, state of the artEx.1012

"Background, state of the artEx.1013

"Background, state of the artEx.1014

"Background, state of the artEx.1015

"Background, state of the artEx.1016

"Background, state of the artEx.1017

"State of the art, knowledge of POSAEx.1024

"State of the art, knowledge of POSAEx.1027

"State of the art, knowledge of POSAEx.1035

"State of the art, knowledge of POSAEx.1037

"State of the art, knowledge of POSAEx.1038

"State of the art, knowledge of POSAEx.1039

"Background, state of the art, knowledge of POSA Ex.1041

"State of the art, knowledge of POSAEx.1064

"State of the art, knowledge of POSAEx.1065

"Background, state of the artEx. 1088

See IPR2024-01375, Paper 15 at 2, 8-10; IPR2024-01378, Paper 15 at 2, 8-10, 16n.3.
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Limited Issues in Dispute Across IPRs

• IPR2024-01375 (‘742 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication

• Ponsford is a printed 

publication

• Prior art discloses 

“directly” targeting and 

stimulating PTN branches

• IPR2024-01378 (‘477 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication

27
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Claims 1-13 of the ‘742 Patent Are 

Unpatentable

28

See IPR2024-01375 Paper 2 at 22-44 (citing Ex.1004, Ex.1084, 

Ex.1085), 44-63 (citing Ex.1005, Ex.1084, Ex.1085).
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Invalidity Grounds (IPR2024-01375)

1. §103: Svihra + Mann + Ponsford 

+ POSITA (claims 1-13)

2. §103: Amarenco + Mann + 

Ponsford + POSITA (claims 1-13

29

See IPR2024-01375, Paper 2 at 2-3.
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No Dispute that Svihra Discloses 

Essentially All Elements

30

See IPR2024-01375, Paper 2 at 22-32 (citing 

Ex.1004 at 480).
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No Dispute that Amarenco Discloses 

Essentially All Elements

31

See IPR2024-01375, Paper 2 at 44-52 (citing 

Ex.1005 at 2210).
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The ‘742 Patent Does Not Specifically Define 

“Directly” Targeting / Stimulating a Nerve

32
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Ex.1003 at ¶ 89 (see IPR2024-01375, Paper 2 at 30-31); see also 

Ex.1003 at ¶ 148 (see IPR2024-01375, Paper 2 at 51).
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The Prior Art Discloses Treating OAB/Incontinence 

by Stimulating the PTN and Branches

33
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IPR2024-01375, Paper 2 at 24-25 (citing Ex.1084 at 11:50-12:7; 

Ex.1080 at [0029]), Paper 15 at 20-21.
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The Prior Art Teaches that Conditions Treatable Via 

Electrostimulation of the PTN Can Also Be Treated 

by Stimulating PTN Branches 

34
Petitioner Avation Medical, Inc., IPR Nos. 2024-01375, 2024-01378 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2024-01375, Paper 2 at 25 (citing Ex.1081 at 

2:53-60), Paper 15 at 19-20.
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The Prior Art Teaches that Directly Targeting / 

Stimulating PTN Branches Causes Signals to Travel 

Upstream to the Spinal Cord 

35
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IPR2024-01375, Paper 2 at 25 (citing Ex.1003 at ¶ 80).
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The Prior Art Teaches How to Directly Target / 

Stimulate PTN Branches

36
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IPR2024-01375, Paper 2 at 25 (citing Ex.1085 at 188).
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Dr. Wingeier Confirms Obviousness of Directly 

Targeting / Stimulating PTN Branches 

37
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IPR2024-01375, Paper 2 at 27-28 (citing Ex.1003 at ¶ 84).

IPR2024-01375, Paper 2 at 48 (citing Ex.1003 at ¶ 143).
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Limited Issues in Dispute Across IPRs

• IPR2024-01375 (‘742 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication

• Ponsford is a printed 

publication

• Prior art discloses 

“directly” targeting and 

stimulating PTN branches

• IPR2024-01378 (‘477 Patent)

• Prior art status of Journal 

Articles

• Svihra is a printed 

publication

• Amarenco is a printed 

publication
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Claims 1-10 of the ‘477 Patent Are 

Unpatentable

39

See IPR2024-01378, Paper 2 at 14-43 (citing 

Ex.1004), 43-62 (citing Ex.1005).
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Invalidity Grounds (IPR2024-01378)

1. §102: Svihra (claim 1)

2. §103: Svihra + Mann / DiLorenzo / Gerber / Bourget 

(claim 1)

3. §103: Svihra + Mann / DiLorenzo / Gerber / Bourget 

+ POSITA (claims 2-10)

4. §103: Amarenco + Mann / DiLorenzo / Gerber / 

Bourget 

(claim 1)

5. §103: Amarenco + Mann / DiLorenzo / Gerber / 

Bourget 

+ POSITA (claims 2-10)
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Grounds 1-3: Svihra (Ex.1004) 

Invalidates the Challenged Claims

41

Ex.1004 at 480; see IPR2024-01378, Paper 2 at 14-43.
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Svihra Discloses All Elements

42

See IPR2024-01378, Paper 2 at 14-43 (citing Ex.1004 at 480).
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Dr. Wingeier Confirms Svihra Discloses All 

Elements

43

See IPR2024-01378, Ex.1003 at ¶ 243.
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Petitioner’s Svihra Grounds 1-3 and Board’s 

Findings on Institution Are Undisputed by Patent 

Owner

44
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See IPR2024-01378, Paper 7 at 31.
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Grounds 4-5: Amarenco (Ex.1005) 

Invalidates the Challenged Claims

45

Ex.1005 at 2210; see IPR2024-01378, Paper 2 at 43-62.
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Amarenco Discloses All Elements

46

See IPR2024-01378, Paper 2 at 43-62 (citing 

Ex.1005 at 2210).
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Dr. Wingeier Confirms Amarenco Discloses 

All Elements

47
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See IPR2024-01378, Ex.1003 at ¶ 243.
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Petitioner’s Amarenco Grounds 4-5 and Board’s 

Findings on Institution Are Undisputed by Patent 

Owner
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Claims 1-13 of the ‘742 Patent and 

Claims 1-10 of the ‘477 Patent Are 

Unpatentable

• Svihra is a prior art printed publication

• Amarenco is a prior art printed publication

• Ponsford is a prior art printed publication

• The prior art discloses “directly” targeting and 

stimulating PTN branches

• The Board should find Petitioner has proven, 

by a preponderance of the evidence, that 

claims 1-13 of the ‘742 Patent and claims 1-10 

of the ‘477 Patent are unpatentable
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Back-Up Slides

50
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Patent Owner’s Motions to Exclude
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Rebuttal Evidence on Reply Is Permissible

• 37 C.F.R. § 42.23(b):

• “A reply may only respond to arguments raised in the corresponding 
opposition, patent owner preliminary response, patent owner response, or 
decision on institution. A sur-reply may only respond to arguments raised in the 
corresponding reply and may not be accompanied by new evidence other than 
deposition transcripts of the cross-examination of any reply witness.” See 37 
C.F.R. § 42.23(b).

See IPR2024-01375, Paper 21 at 2; IPR2024-01378, Paper 21 at 2.

• Consolidated Trial Practice Guide (Nov. 2019) at 73:

• “A party also may submit rebuttal evidence in support of its reply.”
See IPR2024-01375, Paper 21 at 2; IPR2024-01378, Paper 21 at 2.

• Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 29 at 14-15 (PTAB 
December 20, 2019) (precedential):

• “[S]ome limited opportunities exist for the petitioner to present new 
evidence later, including: (1) in a reply to a patent owner preliminary response; 
(2) in a reply to the patent owner response; and (3) in a motion to file 
supplemental information. 37 C.F.R. §§ 42.108(c), 42.23, 42.123. As to the first 
two opportunities, the evidence must be responsive to the prior briefing. . . . 

For example, if the patent owner challenges a reference’s status as a printed 
publication, a petitioner may submit a supporting declaration with its reply 
to further support its argument that a reference qualifies as a printed 
publication. See 37 C.F.R. §§ 42.2 (affidavit), 42.23.”

See IPR2024-01375, Paper 21 at 3; IPR2024-01378, Paper 21 at 3.
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Petitioner’s Reply Evidence Properly 

Responded to Patent Owner Response

53

See IPR2024-01378, Paper 12 at 1.
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Reply Evidence Is Not 

Supplemental Information

• 37 C.F.R. § 42.123:

• Relates to filing of “supplemental information,” not reply 
evidence

See IPR2024-01375, Paper 21 at 5-6; IPR2024-01378, Paper 21 at 5-6.

• Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 
66 (PTAB October 5, 2021):

• Rejected patent owner’s contentions that because petitioner did 
not submit supplemental information, public accessibility 
evidence submitted with petitioner’s reply was untimely. Id. at 
24-26.

• Board found new evidence of public accessibility of reference 
submitted with petitioner’s reply constituted proper rebuttal 
evidence and was permissible under PTAB rules. Id. at 26, 32-
33. 

See IPR2024-01375, Paper 21 at 4, 6-7; IPR2024-01378, Paper 21 at 4, 6-7.
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Patent Owner Concedes Petitioner’s 

Reply Evidence Was Proper

55

See IPR2024-01375, Paper 22 at 3; see also IPR2024-01378, Paper 22 at 3.
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‘742 Patent Claims Appendix
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• Claim 1: 

• [1.p] A method of treating overactive bladder or incontinence, comprising:

• [1.a] non-invasively positioning a first portion of a patient's body relative to an electrical stimulator such that a branch 

of a posterior tibial nerve within the first portion of the body is directly targeted by the electrical stimulator;

• [1.b] passing a current through the electrical stimulator; and

• [1.c] delivering an electrical stimulus from the electrical stimulator to the branch of the posterior tibial nerve such that 

the branch directly receives the electrical stimulation to treat overactive bladder or incontinence. 

• Claim 2: The method of claim 1 wherein non-invasively positioning comprises positioning an electrode patch in 

communication with the electrical stimulator upon a foot of the patient.

• Claim 3: The method of claim 1 further comprising detecting a muscular response caused by an electrical conduction or 

stimulation of the branch of the posterior tibial nerve.

• Claim 4: The method of claim 1 wherein delivering the electrical stimulus comprises activating the electrical stimulator for a 

duration of about 30 minutes per week to treat the patient.

• Claim 5: The method of claim 1 further comprising displaying physiological parameters detected from the patient.

• Claim 6: The method of claim 1 further comprising detecting for a lack of presence of electrical conduction at a second 

portion of the patient's body distant from the first portion as an indicator of electrode migration from the first portion.

• Claim 7: The method of claim 6 wherein detecting for the presence of electrical conduction comprises detecting via an 

electrode patch positioned upon the second portion.

• Claim 8: The method of claim 1 further comprising detecting for a lack of presence of electrical conduction at a second 

portion of the patient's body distant from the first portion as an indicator of electrode malfunction from the first portion.

• Claim 9: The method of claim 8 wherein detecting for the presence of electrical conduction comprises detecting via an 

electrode patch positioned upon the second portion.

• Claim 10: The method of claim 1 further comprising detecting for a lack of presence of electrical conduction at a second 

portion of the patient's body distant from the first portion as an indicator of proper electrode placement upon the first 

portion.

• Claim 11: The method of claim 10 wherein detecting for the presence of electrical conduction comprises detecting via an 

electrode patch positioned upon the second portion.

• Claim 12: The method of claim 1 further comprising detecting for a lack of presence of electrical conduction through tissue 

at a second portion of the patient's body distant from the first portion as an indicator of electrode placement upon the first 

portion.

• Claim 13: The method of claim 12 wherein detecting for the presence of electrical conduction through tissue comprises 

detecting via an electrode patch positioned upon the second portion.
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‘477 Patent Claims Appendix
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• Claim 1: 

• [1.p] A method of performing electrical stimulation therapy, comprising:

• [1.a] non-invasively positioning a first portion of a patient's body relative to an electrical stimulator such that a 

posterior tibial nerve or branch thereof within the first portion of the body is in proximity to the electrical stimulator;

• [1.b] passing a current through the electrical stimulator;

• [1.c] delivering an electrical stimulus from the electrical stimulator to the posterior tibial nerve or branch thereof;

• [1.d] detecting electrical conduction through the posterior tibial nerve or branch thereof or detecting a muscular 

response caused by an electrical conduction through the posterior tibial nerve or branch thereof via at least one 

sensor positioned along a second portion of the body;

• [1.e] receiving a signal from the at least one sensor indicative of the detected electrical conduction or muscular 

response thereby providing feedback about the efficacy of the applied electrical stimulation therapy; and

• [1.f] adjusting the current via a controller in communication with the electrical stimulator based on the feedback.

• Claim 2: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat fecal incontinence.

• Claim 3: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat restless leg syndrome.

• Claim 4: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat premature ejaculation. 

• Claim 5: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat chronic pain.

• Claim 6: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat osteoarthritis or arthritis.

• Claim 7: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof 

responsible for neuropathic pain to treat neuropathic pain.

• Claim 8: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat neuralgia. 

• Claim 9: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat atrophy.

• Claim 10: The method of claim 1, wherein the electrical stimulus is delivered to the posterior tibial nerve or branch thereof to 

treat paralysis. 
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