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The Board requested supplemental briefing on what effect the February 28,
2025 rescission of the June 21, 2022 Fintiv Memo has on the parties’ positions
regarding the exercise of discretion to deny institution under 35 U.S.C. § 314(a).
Paper 11. On March 24, 2025, Chief Judge Boalick issued additional Guidance on
the USPTO’s rescission of the Fintiv Memo (“March 24th Guidance”). The Fintiv
analysis outcome remains unchanged: it strongly favors denying institution due to
the advanced stage of the parallel district court proceeding, in which trial will
begin in less than six months on September 22, 2025.

As explained in the POPR, Fintiv factors 2-6 either favor or strongly favor
denying institution, and factor 1 is neutral. See POPR, 26-33. That analysis
remains fully applicable. Notably, the scheduled trial date is more than seven
months prior to the projected FWD deadline. POPR, 27. That has not changed.
Indeed, the parallel district court litigation continues to move forward on schedule,
as the Court conducted a Claim Construction Hearing on March 19, 2025, which
back in January the POPR noted was to occur on that date. POPR, 29. Under the
Fintiv Memo, a holistic weighing of the Fintiv factors strongly favored denial of
institution. POPR, 26-33. As relevant here, the now rescinded Fintiv Memo
included instructions related to the dispositive impact on the Fintiv analysis of a
Sotera stipulation (factor 4) or of a determination of compelling merits (factor 6).

As confirmed in the March 24th Guidance, under current Board precedent and
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Office policy, neither a Sotera stipulation nor a finding of compelling merits 1s
dispositive in making the Fintiv assessment. March 24th Guidance, 2-3.

Here, however, these changes resulting from the rescission of the Fintiv
Memo do not affect the result of the Fintiv analysis. Petitioner did not file a Sotera
stipulation. POPR, 31. Even if Petitioner did file a Sotera stipulation, in view of
the rescission of the June 21, 2022 Fintiv Memo, the Fintiv factors would still
favor denial. Nor has Petitioner made a showing of compelling merits. POPR, 13-
26, 32-33. Indeed, under both the now rescinded Fintiv Memo and current Board
precedent, a holistic weighing of the Fintiv factors strongly favors denying
institution. As such, the Board should exercise its discretion to deny the Petition in
view of the Fintiv factor analysis and most notably the significantly advanced
parallel litigation.
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