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Without question, inter partes review (“IPR”) of U.S. Patent No. 8,271,892 

(the “’892 Patent”) would have been denied under current standards of Director 

review. With this in mind, and pursuant to 37 C.F.R. § 42.71(d), Patent Owner 

iCharts LLC (“Patent Owner” or “iCharts”) respectfully requests Director Review 

of the Final Written Decision (“FWD”), entered May 7, 2026 (Paper 36), which 

determined that claims 1–16 of the ’892 Patent are unpatentable. 

I. INTRODUCTION 

The instant IPR proceeding exemplifies all the ways in which IPR institution 

decisions have been misapplied under previous administrations. Filed in the months 

immediately preceding the adoption and enactment of the Director’s new policies 

designed to improve efficient utilization of PTAB limited resources, see USPTO, 

Interim Processes for PTAB Workload Management (March 26, 2025), and 

instituted before those policies were fully implemented, it violates not only the spirit 

but also the letter of those policies. First, the ’892 Patent was issued more than 12 

years prior to institution, was embodied in a commercial product on the market for 

over 16 years prior to institution, and Petitioner knew about it for over 8 years prior 

to institution. Indeed, Petitioner waited until the eleventh hour to file its Petition 

even after being sued for patent infringement, in a clear effort to avoid having to 

defend its willful infringement in District Court. Second, the PTAB’s limited 

resources and erroneous legal analysis resulted in an uneven application of the law: 
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for example, the Board applied a too strict of a standard to the patentee’s evidence 

of earlier invention (demonstrated through evidence that is routinely admitted in 

district court proceedings, but was improperly excluded by the Board) than to scant 

evidence presented by the Petitioner as prior art. Whether through genuine error or 

misguided superseded policy, the Board’s clearly erroneous decision demonstrates 

why a District Court is a better forum for adjudicating patent validity requiring a fact 

intensive determination of priority. See Magnolia Medical Technologies, Inc. v. 

Kurin, Inc., IPR2026-00097, Paper 17 at 6 (Director May 14, 2026) (precedential). 

Thus, the FWD should be vacated and institution reversed. 

II. LEGAL STANDARD 

“Requests for Director Review of a Board’s decision on institution under 35 

U.S.C. §§ 135, 314, or 324, or decisions granting rehearing of such a decision, shall 

be limited to decisions presenting (a) an abuse of discretion, (b) important issues of 

law or policy, (c) erroneous findings of material fact, or (d) erroneous conclusions 

of law.” USPTO, Director Review Process at 2.B, Availability of Director Review: 

Proceedings under part 42 of 37 C.F.R. (section last modified March 18, 2025). All 

bases for review are present here.  

III.  BACKGROUND   

The ’892 Patent, directed to systems and methods for creating, sharing, and 

embedding interactive charts, claims priority to a September 5, 2008, provisional 
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application. EX1013; EX1071 at 61:1–3. The ’892 Patent technology was 

functioning and accessible on an iCharts website by September 8, 2008 (EX2200 

¶32), and officially launched on September 9, 2008 (EX1071 at 61:5–7). 

Relevant here, Patent Owner brought suit against Petitioner, Tableau 

Software, LLC (“Petitioner”), in District Court, alleging infringement of three 

patents—the ’892 Patent, 8,520,000 (the “’000 Patent”), and 9,712,595 (the “’595 

Patent”) (collectively, the “Asserted Patents”). See iCharts LLC v. Tableau Software, 

LLC, No. 3:24-cv-03157-WHA (N.D. Cal.) at Dkt. No. 1.1  

Prior to the underlying litigation, the Parties to this IPR were not strangers: 

Patent Owner’s predecessor sought to license the portfolio of Asserted Patents to 

Petitioner in 2017. See, e.g., iCharts, 3:24-cv-03157-WHA, at Dkt. No. 1 ¶¶32, 61–

62. Ultimately, Patent Owner’s predecessor successfully entered a business 

partnership with NetSuite, which incorporated the ’892 Patent’s inventions into its 

own products in 2013. Id. at Dkt. Nos. 1 ¶¶27–28; 45 at 2–3, 19–20; 45-28 ¶¶2–4. 

It was not until sixteen years after the website described in the ’892 Patent’s 

technology was launched, thirteen years after striking up the NetSuite business 

relationship, and twelve years after the patent issued that Petitioner filed three 

separate requests to review all Asserted Patents on September 26, 2024. The Board 

 
1 The underlying litigation is currently on appeal before the Federal Circuit. iCharts 
LLC v. Tableau Software, LLC, No. 25-01302 (Fed. Cir). 
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denied review of the ’595 and ’000 Patents, which are continuations-in-part of the 

’892 Patent, but granted review of the ’892 Patent (Paper 7) on May 14, 2026—

twenty-three days before iRhythm Tech. v. Welch Allyn, Inc., IPR2025-00363, Paper 

10 (Director June 6, 2025), which introduced the effect of settled expectations. 

Patent Owner requested Director Review of the institution decision on June 18, 2025 

(Paper 11), without the benefit of Dabico Airport Sols., Inc. v. AXA Power ApS, 

IPR2025-00408, Paper 21 (Director June 18, 2025) (informative), which issued on 

the same day and further clarified the settled expectations doctrine. On June 20, 

2025, the Director denied the request as untimely. 

IV. ARGUMENT  

The Board failed to consider settled expectations, inconsistently applied claim 

terms, ignored valid corroborating reduction to practice evidence, and reached a 

decision that epitomizes the shortcomings of the IPR process. For at least the reasons 

set forth below, this proceeding should be vacated.  

A. Settled Expectations: Institution Should Never Have Occurred  

The disputed patent is no spring chicken—it has a long history almost two 

decades old. Under current policies, the Board would have never instituted review 

of the ’892 Patent: there was a functioning, publicly accessible iCharts website 

launched in September 2008—sixteen years prior to Petitioner’s petition; the ’892 

Patent issued in 2012—twelve years prior to the petition; and the ’892 Patent 
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technology was the foundation of business partnerships, particularly with NetSuite, 

Inc., from before 2013—at least eleven years prior to Petitioner’s request. “Although 

there is no bright-line rule on when expectations become settled, in general, the 

longer the patent has been in force, the more settled expectations should be.” Dabico, 

IPR2025-00408, Paper 21 at 3. Expectations were more than settled in this case. 

Granting the petition as to the ’892 Patent is a prime example of how previous 

administrations’ policies resulted in wasting Board resources and presents an ideal 

opportunity to remedy anti-patent issues plaguing the PTAB’s prior decisions. 

To begin, there is ample evidence of a functioning, publicly accessible website 

that competed against Petitioner’s own website nearly two decades before the 

request for review. Seymour Duncker, co-inventor of the ’892 Patent and co-founder 

of iCharts Inc. (Patent Owner’s predecessor), testified to conception and diligent 

reduction to practice of the claimed features of ’892 Patent. See EX2200. “The 

iCharts website was up and functional by September 8[, 2008], and we launched it 

at TechCrunch on September 9[, 2008].” EX2200 ¶32 (citations omitted). Mr. 

Duncker’s testimony is corroborated by emails with his third-party development 

team. See, e.g., EX2164–2167. Mr. Duncker stated that “the iCharts team conceived 

of and reduced to practice the invention that eventually became the ’892 Patent prior 

to the filing of the ’892 Patent’s utility application on September 5, 2008. Each and 

every claim was conceived and reduced to practice prior to this application date.” 
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EX2200 ¶14. This places a fully functional product into the public’s hands sixteen 

years prior to Petitioner’s request for review.  

Not only was a functional product available in 2008, but the patent itself 

issued in 2012, and business relationships based on the functioning product yielded 

paying customers. EX1001; iCharts, No. 3:24-cv-03157-WHA, at Dkt. Nos. 1 ¶¶27–

28; 45 at 2–3, 19–20; and 45-28 ¶¶2–4. This far exceeds the “almost eight years” 

that “create[ed] settled expectations” in Dabico. IPR2025-00408, Paper 21 at 3. 

Even without the benefit of Mr. Duncker’s declaration at the time of the institution 

decision, the face of the patent argued against wasting the Board’s resources on a 

patent issued over a decade earlier. Unfortunately for Patent Owner, as discussed 

above, the doctrine of settled expectations was adopted less than a month after 

institution.  

iRhythm and Dabico altered the USPTO’s policy landscape. A victim of 

timing, this IPR was instituted prior to both and has been severely prejudiced by the 

lack of retroactive effect of the former Interim Acting Director Stewart’s decisions. 

This Director Review request is the first opportunity for Patent Owner to fully 

present its settled expectations argument, which stems from circumstances that the 

shift in USPTO policies explicitly seeks to avoid. Consequently, this IPR, and its 

result, exemplifies the problems plaguing the PTAB’s prior operation. But Patent 

Owner’s request for Director Review provides an opportunity for a remedy. Patent 
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Owner urges the Director to review and vacate the proceedings based on settled 

expectations, which can be considered while reviewing a FWD. See Magnolia, 

IPR2026-00097, Paper 17 at 8–9 (citing Dabico, IPR2025-00408, Paper 21 (absent 

persuasive reasoning from a petitioner, it is not an appropriate use of resources to 

review a patent in which a patent owner has developed settled expectations)).  

B. Improper and Inconsistent Interpretation for Same Limitations 

The FWD violates a fundamental tenet of patent law: claim limitations must 

be interpreted consistently. See CommScope Technologies LLC v. Dali Wireless Inc., 

10 F.4th 1289, 1299 (Fed Cir. 2021).   

1. Limitation “chart templates” Interpreted Inconsistently 

Claim 1 recites the limitation “chart template module configured to store chart 

templates.” FWD 5. The Board rejected Patent Owner’s argument that components 

disclosed in Becerra are not chart templates. FWD 21–22. Patent Owner argued that 

being allowed to pick a preset chart type is not a chart template. FWD 21. The Board, 

however, sided with Petitioner, finding that Becerra discloses preexisting 

components that a user may use to configure a canvas to make up a control panel, 

and that Becerra’s components are preset templates that allow a user to create an 

interactive chart that has a given look and feel. FWD 22. 

The Board then swung 180 degrees in its interpretation of “chart templates” 

when evaluating Patent Owner’s conception evidence. With respect to the ’728 
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provisional application relied upon for priority, the Board stated that the “Personal 

chart gallery” refers to a collection of charts, not chart templates. FWD 54. In direct 

contrast to its findings on Becerra, the Board stated that “chart types are not the same 

as chart templates….” FWD 58. The Board stated that Patent Owner’s conception 

documents disclose that iCharts works for different chart types, but that the concept 

of chart templates is not in Patent Owner’s cited evidence. FWD 58. The Board’s 

inconsistent positions on “chart template” simply cannot be reconciled. 

The Board therefore committed a material, fundamental error in interpreting 

“chart templates” as mere chart types for Becerra, but interpreting “chart templates” 

in an opposite and inconsistent manner, requiring more than chart types in rejecting 

Patent Owner’s priority and conception evidence. Allowing such an erroneous legal 

conclusion to stand would undermine the public’s confidence in Board proceedings. 

2. Limitation “module” Interpreted Inconsistently 

The Board likewise committed the error of inconsistent claim interpretation 

when focusing on the “module” limitations of claim 1—e.g., the “data module” and 

the “chart template module.” The Board stated that there is no disclosure of any 

claimed module in the ’728 provisional application, and that documents cited by 

Patent Owner as conception evidence “do not mention any module in terms of 

specific software or hardware that corresponds to each of the specifically claimed 

modules.” FWD 55, 57. The Board further opined that there is nothing to link the 
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“Web Service” and iCharts Studio disclosed in the conception documents to the 

various modules with express functions recited in the claims. FWD 57. 

In contrast to this unduly rigid interpretation of “modules” when examining 

Patent Owner’s conception and priority evidence, the Board then applied an 

inconsistent and too liberal of an interpretation of modules when looking at Becerra. 

Despite Patent Owner’s argument that there is no disclosure in Becerra that the Excel 

spreadsheet or the Excel spreadsheet’s numeric values and formulas are stored in a 

data module, the Board relied on Becerra’s data cells in a spreadsheet to satisfy the 

data module limitation. FWD 19–20. The Board’s conclusion simply does not 

withstand scrutiny: a person of skill in the computer arts would both readily 

understand that the website (including screenshots of the actual website in operation) 

described in the provisional application is a far more detailed disclosure of software 

modules than Becerra’s Excel spreadsheet (which clearly and admittedly is not a 

website). Once again, the Board’s conclusions are so far-fetched as to undermine the 

public’s confidence in the operation of the PTAB.  

The FWD should not stand in view of such inconsistency. 

C. Improper Analysis of Conception, Reduction to Practice, and 
Diligence Evidence Infected the Invalidation Analysis 

The Board refused to consider evidence that would have been admissible in 

any District Court of the United States—emails with their attachments and metadata 
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preserved. Given the Board’s ability to accept only paper copies (to the exclusion of 

electronic evidence), hard copies of emails indicating the date they were sent, 

identification of attachments with file names, and screenshots of the associated 

metadata were presented as Exhibits but were not good enough here. In District 

Court, it would be undeniable when a particular email was sent or whether a 

particular document is an attachment to that email; both can be produced in litigation 

with metadata intact, which is exactly what happened in the District Court. But here, 

the Board inexplicably ignored the hard copy emails, the dates appearing on the 

emails, file names of the attachments, and Mr. Duncker’s sworn testimony that 

attached metadata support for the exhibits. EX2200 ¶37. In light of these exceptional 

procedural errors, the Director should review the FWD and vacate the proceeding. 

The Board paid mere lip service to the “rule of reason” standard governing 

corroboration of evidence (FWD 57), but failed to apply it in reviewing the actual 

corroborating evidence. Incredibly, the Board faulted Patent Owner and Mr. 

Duncker for providing too much detail of corroboration, stating it was not the 

Board’s job “to sift through hundreds of documents, thousands of pages.” FWD 57. 

This is a gross overstatement. Mr. Duncker’s declaration provides a neatly organized 

chart that clearly indicates which limitations are being addressed and cites directly 

to supporting documents. See EX2200 pp.8–64. Furthermore, it is precisely the 

Board’s job to address the issues before it. The Board set an impossibly high standard 
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for patent owners. Providing enough evidence to cover each limitation should not 

automatically elicit the Board’s lamentations; this is a warped, anti-patent 

perspective that benefits no one. 

Turning to the evidence itself that Mr. Duncker presented in support of 

conception and diligence, the Board explained that “Mr. Duncker’s testimony, 

without adequate corroboration, is entitled to little weight,” and concluded that 

Patent Owner had failed to provide independent support of the evidence outside the 

inventor’s own testimony. FWD 59–61. The Board thus arrived at its erroneous 

conclusion by misapplying Apator Miitors ApS v. Kamstrup A/S, 887 F.3d 1293 

(Fed. Cir. 2018), and by completely ignoring corroborating emails that support Mr. 

Duncker’s testimony. The dated emails are corroborating evidence, and their 

contents and meaning are readily understandable to a POSITA.  

Apator itself contradicts the Board’s reasoning: “[the patent owner’s] 

unwitnessed emails and drawings, alone, cannot corroborate his testimony of 

conception.” Apator, 887 F.3d at 1297. This is not the case here. Mr. Duncker’s 

emails and other corroborating evidence were neither unwitnessed nor alone. There 

are multiple emails exchanged with third parties where their contents and meaning 

are readily understandable to a POSITA. See, e.g., 2024, 2029, 2034, 2036, 2049, 

2059, 2113, 2122, 2159, 2165, 2180. And when the Board states, for example, 

“[t]here is thus no corroborating evidence as to the origins or date of [EX2007],” 
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(FWD 61), it is simply untrue. Mr. Duncker testified under penalty of perjury that 

certain evidence was accompanied by metadata, which  the Federal Circuit has 

consistently found to be adequate, independent corroborating evidence. See, e.g., 

Glob. Health Sols. LLC v. Selner, 148 F.4th 1363, 1374 (Fed. Cir. 2025). The Board 

inexplicably ignores this point, even though it cites to the very paragraph where 

metadata is mentioned. FWD 61 (citing EX2200 ¶37). Had the Board not ignored 

the last page of EX2007, it would have seen the corroborating metadata.  

Petitioner objected to a subset of Mr. Duncker’s evidence under FRE 602 

regarding metadata, claiming that Mr. Duncker lacked personal knowledge of certain 

facts associated with the documents, including the asserted dates. Paper 13. Patent 

Owner promptly supplemented the objected-to exhibits with an additional chart of 

metadata to solidify personal knowledge of the dates, and on the same day, served a 

declaration from David J. Mazza, the partner in charge of Patent Owner’s counsel’s 

eDiscovery practice, who personally collected the documents and associated emails. 

Petitioner did not move to exclude the emails and attachments relied upon. Not once 

did Petitioner argue the metadata was inaccurate, because it is not: the vast majority 

of the documents relied upon, metadata or not, were produced in the underlying 

litigation with either “to/from” information or metadata preserved.  

Yet, even after Patent Owner’s supplementation for the metadata documents, 

Petitioner continued to present false and misleading arguments about the lack of 
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corroborating evidence. For example, in apparent relation to EX2015, Petitioner 

stated that Patent Owner “has not filed any evidence, outside of inventor testimony 

to verify this date [of conception]. Nor has iCharts filed evidence to verify the dates 

listed on the other documents cited for corroboration.” Paper 17 at 26. The Board 

apparently fell for Petitioner’s antics. Essentially, Petitioner took advantage of the 

limitations of USPTO procedures to accept only paper submissions; conversely, 

District Courts routinely review metadata and Petitioner’s arguments would have 

fallen flat on their face. Statements like the above misled the Board, and the resulting 

errors in the evidentiary analysis require Director review.  

D. The Board’s Reasoning on the QlikView Product Manuals Goes 
Against Fairness, Efficiency, and Predictability 

The issues relating to the QlikView Manuals coupled with the strictures of 35 

U.S.C. § 311(b) and the rigidity of the PTAB procedural rules (including page limits) 

make it readily apparent that the PTAB is not the proper forum.  

The Petition included 10 grounds collectively involving 7 references, which 

crowded out the Patent Owner’s defense of prior conception, reduction to practice, 

and diligence. Patent Owner provided a reasonable summation given the large 

number of grounds, with detailed explanations provided in the declarations of Mr. 

Duncker and expert Dr. Jeffrey Miller. But the Board ruled that Patent Owner failed 

to meet its conception burden because it “offers a claim chart that includes various 
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screenshots from some of the documents that show conception, but provides little 

explanation of how each of those documents show conception of the claimed 

invention,” citing Parus Holdings Inc. v. Google LLC, 70 F.4th 1365, 1371 (Fed. 

Cir. 2023), to explain that “[o]ne cannot reasonably expect the Board to sift through 

hundreds of documents, thousands of pages, to find relevant facts.” FWD 57.  

This ruling is striking given that the Board had no problem sifting through a 

combined 272 pages of Petitioner’s Declarations of Christopher Schmandt (EX1003, 

EX1072). The fact that Board was unwilling to review Patent Owner’s evidence due 

to its breadth shows that the PTAB is not the proper forum. District Courts are not 

so constrained. As the Director has previously ruled, “[t]he breadth of a court’s 

scrutiny over patent validity is greater than the Office’s in an AIA review and courts 

are, and always have been, the primary forum for adjudicating private disputes.” 

Magnolia, IPR2026-00097, Paper 17 at 6. The Board’s invalidation of the ’892 

Patent without adequately reviewing all the conception, reduction to practice, and 

diligence evidence is fundamentally unfair and flies in the face of predictability.  

The other fatal flaw with the Board’s decision is a consequence of 35 U.S.C. 

§ 311(b). Petitioner’s relied-upon QlikView Manuals relate to a product sold by 

QlikTech International AB (FWD 48–50), but §311(b) forbids the Board from 

considering the actual product. Thus, the best evidence—the actual product—was 

not before the Board. A District Court is not so constrained.  
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Because the best evidence was not before the Board, the Board instead relied 

heavily on Mr. Schmandt’s declaration to interpret—incorrectly, in Patent Owner’s 

view—what the QlikView Manuals disclose. FWD 65–75. The IPR resulted in a 

battle of expert declarations without the actual product being before the Board. One 

example of the unfairness of this approach was the Board’s ruling that “[w]e agree 

with Petitioner that the Java Runtime Environment (‘JRE’) is a plug-in to an Internet 

browser which creates a ‘sand box’ for running applets written in Java inside the 

browser.” FWD  73. But Patent Owner’s expert testified that “the QlikView Manuals 

do not disclose sufficient details of how the QlikView Analyzer Java Client or the 

Qlik View Analyzer Java Objects Client operate” and added that “Petitioner appears 

to speculate that the use of Java results in a chart that is self-contained and 

independent, but the Petitioner and its expert do not provide support for this 

speculation.” EX2201 ¶52. Full discovery in District Court will get to the bottom of 

the actual operation of the QlikView product. The FWD forecloses that 

investigation, thereby undermining fairness, efficiency, and predictability. 

V. CONCLUSION 

Based on the above, Patent Owner requests a finding that institution should 

have been denied, and the Director should vacate this proceeding.  
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Dated: June 8, 2026 

Respectfully submitted, 
 
/Lester J. Vincent/    

 Lester J. Vincent (Reg. No. 31,460) 
 
Lead Counsel for Patent Owner 
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