
From: Trials
To: Bernstein, Ph.D., David P.; Trials
Cc: Bregman, Dion M.; Metco-KleinTools-IPRs; Jim Glass; Michael Labas; Brianne Straka;

josephmilowic@quinnemanuel.com
Subject: RE: IPR2024-01401/ Request for Additional Pre-Institution Briefing
Date: Tuesday, March 11, 2025 9:30:01 AM

Counsel:
 
The Board grants Patent Owner’s request for authorization to file an additional
five-page brief on application of the Fintiv factors in light of the recent recission of
the June 2022 Memorandum.  Patent Owner must file its brief on or before March
18, 2025. 
 
Petitioner is authorized to file a responsive five-page brief on or before a week
after Patent Owner’s filing.  The issues in both briefs are limited to the Fintiv
factors. 
 
Regards,
 
Andrew Kellogg,
Deputy Chief Clerk, Trials
Patent Trial and Appeal Board
USPTO
andrew.kellogg@uspto.gov
(571) 272-5366
 
 
From: Bernstein, Ph.D., David P. <david.p.bernstein@morganlewis.com> 
Sent: Monday, March 10, 2025 11:34 PM
To: Trials <Trials@USPTO.GOV>
Cc: Bregman, Dion M. <dion.bregman@morganlewis.com>; Metco-KleinTools-IPRs <Metco-
KleinTools-IPRs@morganlewis.com>; Jim Glass <jimglass@quinnemanuel.com>; Michael Labas
<michaellabas@quinnemanuel.com>; Brianne Straka <briannestraka@quinnemanuel.com>;
josephmilowic@quinnemanuel.com
Subject: IPR2024-01401/ Request for Additional Pre-Institution Briefing
 
CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

 
Your Honors,
 
Patent Owner respectfully requests authorization to submit a pre-institution brief addressing the
impact of the USPTO’s February 28, 2025, rescission of the June 2022 Memorandum on
discretionary denial. This unexpected policy change directly affects the application of the Fintiv
factors in this case, particularly given the parallel ITC proceeding involving the ‘952 patent, which
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already concluded its trial in early February. 
 
In particular, Patent Owner requests permission to submit a five-page brief within one week of
authorization, and does not oppose Petitioner filing a sur-reply of equal length, due one week after
Patent Owner’s submission. 
 
Patent Owner has conferred with Petitioner’s counsel, who does not oppose this request.
 
Should the Board wish to hold a conference call to discuss, both parties are available at the following
times:
 
Friday, March 14, 12:00-2:00 PM ET
Monday, March 17, 3:30-4:00 PM ET
 
Respectfully submitted,
David
Patent Owner, Back-up Counsel
 
David P. Bernstein Ph.D.
Morgan, Lewis & Bockius LLP
1301 Second Avenue, Suite 3000 | Seattle, WA 98101
Direct: +1.206.274.0080 | Main: +1.206.274.6400 | Fax: +1.206.274.6401

1400 Page Mill Road | Palo Alto, CA 94304-1124
Direct: | Main: +1.650.843.4000 | Fax: +1.650.843.4001
david.p.bernstein@morganlewis.com | www.morganlewis.com

CONFIDENTIALITY AND PRIVACY NOTICE: This email is from a law firm and may
contain information that is confidential, privileged, and/or attorney work product. This email
may also contain personal data, which we process in accordance with applicable data
protection laws and our Privacy Policies and Notices. If you are not the intended recipient, you
may not review, copy, or distribute this message. If you have received this email in error,
please contact the sender immediately and delete all copies from your system.
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