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Harbor Island’s Presentation

1

IPR2024-01404: U.S. 9,147,609

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Problem to be Solved in the Art

2

Large Vias Create Multiple Issues

Ex. 1001 (’609 Patent), 2:55-67

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Solution to the Problems

3

Build Many Small Vias With Pinched Off Region

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Solution to the Problems

4

Use Hollow Center To Decrease Thermal Stress

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Ex. 1001 (’609 Patent), 4:60-5:2



Challenged Claims

5

Use Hollow Center To Decrease Thermal Stress

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Petitioner Takes Inconsistent Claim Construction Positions

6

Petition at 8. Petition at 20.

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Proper Construction of Functional Limitations

7

Functional Limitations Cannot Be Ignored

Petition at 20.

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Proper Construction of Functional Limitations

8

Functional Limitations Cannot Be Ignored

K-2 Corp. v. Salomon S.A., 191 F.3d 1356, 1363-64 (Fed. Cir. 1999)

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

K–2’s primary argument is that the functional language in the claim following this limitation—“for
substantially preventing movement therebetween at least in a horizontal plane”—dictates the meaning
of “permanently affixed.” That is, K–2 suggests that the inclusion of this functional language converts the
meaning of “permanently affixed” to mean “affixed to prevent movement in at least a horizontal plane.”
We cannot accept this reading of the claim. The functional language is, of course, an additional
limitation in the claim. See, e.g., Wright Medical Technology, Inc. v. Osteonics Corp., 122 F.3d 1440,
1443–44, 43 USPQ2d 1837, 1840 (Fed.Cir.1997) (functional language analyzed as a claim
limitation). This limitation requires that the attachment between the bootie and the base “substantially
prevent[ ]” movement of the bootie (and presumably, the user's foot when inserted in the bootie) in a
horizontal plane. In other words, the functional language requires that the attachment prevent the
bootie from sliding around on top of the base; it demands a structural rigidity in the horizontal dimension
to the connection between the bootie and the base.



Proper Construction of Functional Limitations

9

Not All Hollow Centers Reduce Thermal Stress

Berg Decl., ¶ 44.

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Proper Construction of Functional Limitations

10

Hollow Centers Can Increase Thermal Stress

Berg Decl., ¶ 49.

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Proper Construction of Functional Limitations

11

Birner Shows That Hollow Centers Must Be Specifically 
Designed to Decrease Thermal Stress

Birner, Ex. 1022, ¶ ¶ 37 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

POR at 10-11



Proper Construction of Functional Limitations

12

Hollow Centers Must Be Designed to Decrease Thermal Stress

Birner, Ex. 1022, ¶ 38 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

POR at 10-11



Proper Construction of Functional Limitations

13

Kinoshita Shows That Hollow Centers Can Increase 
Thermal Stress

Berg Decl., ¶ 50

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE
POR at 11-12



Proper Construction of Functional Limitations

14

Kinoshita Shows That Hollow Centers Can Increase 
Thermal Stress

Kinoshita, Ex. 2008, at 107 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Proper Construction of Functional Limitations

15

Kinoshita, Ex. 2008, at 107 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



The Prior Art: Cooney

16

Ex. 1002 (Thompson Decl.) ¶ 123

Ex. 1004, FIG. 6

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Dr. Thompson’s Analysis of Cooney’s Void



The Prior Art: Cooney

17

Ex. 1002 (Thompson Decl.) ¶ 124

Ex. 1004, FIG. 6

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Dr. Thompson’s Analysis of Cooney’s Void



The Knowledge of a POSITA

18

Pogge and Edelstein Disclose Specific Voids That 
Decrease Thermal Stress

Thompson Decl., ¶¶ 125-131 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



The Prior Art: Cooney

19

Pogge and Edelstein Disclose Specific Voids That 
Decrease Thermal Stress

Ex. 2007, Thompson Dep., 30:15-31:11

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



The Prior Art: Cooney

20

Cooney Does Not Disclose A Void That Decreases 
Thermal Stress

POR at 22.

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Birner

21

Birner Shows That Hollow Centers Must Be Specifically 
Designed to Decrease Thermal Stress

Birner, Ex. 1022, ¶  37, Fig. 7d 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

POR at 23-24.



Birner

22

Hollow Centers Must Be Designed to Decrease Thermal Stress

Birner, Ex. 1022, ¶ 38 

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE



Kinoshita

23DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Kinoshita, Ex. 2008, at 107 
POR at 24-25



The Prior Art: Cooney

24

Cooney’s Disclosure is Insufficient

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Berg Decl., ¶ 68.
POR at 26-27.



The Prior Art: Cooney

25

Cooney’s Void Increases Thermal Stress

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Berg Decl., ¶ 71.
POR at 28-29.



The Prior Art: Cooney

26

The POSITA Would Understand Voids To Be Different 
From Hollow Centers

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Berg Decl., ¶ 72.
POR at 30-31.



Dr. Thompson’s Supplemental Opinion

27

Attempts To Explain Away Birner

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Supp. Thompson Decl., ¶ 10.



Dr. Thompson’s Supplemental Opinion

28

Thompson Admits That Void Size Impacts Thermal Stress

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Supp. Thompson Decl., ¶ 13.



Dr. Thompson’s Supplemental Opinion

29

Birner Teaches Voids Must Be Designed To Reduce Thermal Stress

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Birner, ¶ 38.



Dr. Thompson’s Supplemental Opinion

30

Kinoshita’s Stress is Transferred To The Substrate

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Supp. Thompson Decl., ¶ 16.

Ex. 1002 (Thompson Decl.) ¶ 123

Ex. 1004, FIG. 6

Sur-Reply at 5-6.



Dr. Thompson’s Supplemental Opinion

31

Kinoshita Figure 7 Supports Patent Owner’s Position

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Supp. Thompson Decl., ¶ 18.

Sur-Reply at 6-7.



Dr. Thompson’s Supplemental Opinion

32

Kinoshita Figure 7 Supports Patent Owner’s Position

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Sur-Reply, Paper 22, at 8



Dr. Thompson’s Supplemental Opinion

33

Untimely Analysis of Cooney Is Wrong and Does Not Account for 
Torpedo Shape

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Supp. Thompson Decl., ¶ 31
Sur-Reply at 15-17



Dr. Thompson’s Supplemental Opinion

34

Use of Relative Linewidths Improper

DEMONSTRATIVE  EXHIBIT  – NOT  EVIDENCE

Sur-Reply at 16
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