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In the District Court, Petitioner argued that the “claims, specification, and file
history fail to inform a POSITA with reasonable certainty, what qualifies as ‘in’ a
corner.” Ex. 1038, 9 47. However, in this proceeding, Petitioner had no difficulty
concluding that its prior art references disclosed the claimed anchor via “disposed in
a corner.” Petitioner seeks to excuse its inconsistent positions by arguing that it is
merely “the outer boundary” of the term that is indefinite, and that the outer
boundary is not relevant. Paper 28, 1. In other words, the Board need merely agree
with Petitioner that its prior art has a via in the corner and not trouble itself with
determining where that corner starts and ends.

Indeed, Petitioner’s argument is based entirely on its unsupported premise that
all its cited prior art has anchor vias indisputably in corners. Reply, 1-4. But, as
shown in Patent Owner’s Response, the outer boundary of the term is highly relevant
to whether its primary reference—Conn—anticipates the claims. The Board should
disregard Petitioner’s self-serving explanation for its inconsistent positions.

Petitioner’s arguments as to Conn demonstrate its gamesmanship. Petitioner
argued that the corner limitation is met by: 1) drawing rectangles on Conn’s Fig. 2
and 1i) stating that, since Conn’s rivets were within those arbitrarily drawn areas,
they must be in the corner. POR, 33-36. But, as Patent Owner explained, the proper

construction of the term “disposed in a corner” is “located outside a round or ovoid
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geometrical shape inscribed within the edges of the semiconductor die.” POR, 18-

25. Conn’s rivets are located inside such a shape and thus not disposed in a corner.
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Fig.2

Corner Corner

POR, 37. Far from being irrelevant, the “outer boundary” of what is “disposed in
the corner” is potentially dispositive as to anticipation.

Petitioner’s explanation for the differences in its positions is thus insufficient.
Indeed, this case is drastically different from the example stated in Tesla, Inc. v.
Intell. Ventures Il LLC, IPR2025-00340, Paper 18 (Director Nov. 5, 2025). There,
the Director stated that simultaneously arguing indefiniteness in the District Court
while proposing plain meaning in the PTAB might be justified if the limitation at
issue “prescribed a range and only the outer bounds of the range were unclear.” /d.,
3-4. In other words, if the claim recited a range (such as “from 0 to substantially 3”)
and the prior art was indisputably in that range (e.g., if the prior art’s value was 1),

then the potential indefiniteness of “substantially 3 would not be an issue. This
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case, where the outer boundary of the corner is in dispute at least as to Conn, is
different.

Thus, by presenting a narrower claim construction to the District Court (i.e.,
indefiniteness, wherein infringement is impossible) and a broader construction to the
Board (not indefinite as to Petitioner’s art), Petitioner is running afoul of the rules
“designed to ensure that the Board correctly construes claim terms and to minimize
inconsistency in claim construction between forums.” Revvo Techs., Inc. v.
Cerebrum Sensor Techs., Inc., IPR2025-00632, Paper No. 20 at 4 (Director Nov. 3,
2025) (precedential).

Respectfully submitted,

Dated: December 12, 2025 By: /[Joseph M. Mercadante /
Joseph M. Mercadante (Reg. No. 64,077)
Lead Counsel for Patent Owner
FABRICANT LLP
411 Theodore Fremd Avenue,
Suite 206 South
Rye, New York 10580
Tel. 212-257-5797
Fax. 212-257-5796
Email: yjmercadante@fabricantllp.com
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