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Samsung’s Petition uses Applicant Admitted Prior Art (AAPA) as a basis for 

Ground 2B.  Under the Federal Circuit’s recent Qualcomm decisions,1 the Board 

should find that Ground (directed only to Claims 8 and 18) to violate 35 U.S.C. 

§ 311(b) and decline to consider it. 

35 U.S.C. § 311(b) states that a “petitioner in an inter partes review may 

request to cancel as unpatentable 1 or more claims of a patent . . . only on the basis 

of prior art consisting of patents or printed publications.”  35 U.S.C. § 311(b).  The 

Federal Circuit has made clear that AAPA is neither a patent nor a printed 

publication.  E.g., Qualcomm I, 24 F.4th at 1373-75. Thus, it is error for the Board 

to consider a Ground that is based on AAPA.  Qualcomm II, 134 F.4th at 1368. 

Petitioner’s chart setting out its Grounds makes clear that Ground 2B is based 

on AAPA within the meaning of the statute.  

 
1 Qualcomm, Inc. v. Apple Inc., 24 F.4th 1367 (Fed. Cir. 2022) (“Qualcomm I”) and 

Qualcomm, Inc. v. Apple Inc., 134 F.4th 1355 (Fed. Cir. 2025) (“Qualcomm II”). 
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Pet., 23.  Under Petitioner’s formulation above, Ground 2B’s basis is § 103 obvious 

over Conn in view of the knowledge of a POSA and AAPA.  A Petitioner’s 

identification of AAPA as part of the “basis” for a ground is dispositive.  Qualcomm 

II, 134 F.4th at 1368. The Board should therefore decline to consider Ground 2B. 

Petitioner argues that its use of “basis” above is “fundamentally different” 

from that in Qualcomm.  Paper No. 39, 3.  According to Petitioner, because it moves 

“basis” to its own column in the chart, the Ground is no longer based on AAPA.  Id. 

But the Petition uses the AAPA as a substantive basis for its theory. 

For example, the Petition explains that “AAPA discloses the three-layer 

backside metal stack in claim 8.”  Pet., 54.  The Petition repeatedly describes the 
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element as “the AAPA’s three-layer stack,” further evidencing that the AAPA is the 

basis of the Ground. Id., 54-55. 

Petitioner attempts to shoehorn its Petition into the holding from Shockwave 

Med., Inc. v. Cardiovascular Sys., Inc., 142 F.4th 1371 (Fed. Cir. 2025). Paper No. 

39 at 4-5.  There, the Federal Circuit noted that the Board’s use of “Reference/Basis” 

in its summary of the Institution Decision did not result in the Petition using AAPA 

as a basis. Shockwave, 142 F.4th at 1379.  As noted above, in this case, it is 

Petitioner, not the Board, that used “basis” in its table. 

Moreover, unlike in Shockwave, here Petitioner uses the AAPA as a basis and 

not to indicate the knowledge of a POSA.  Petitioner signals as much by splitting 

Ground 2 into two divisions: Ground 2A (Conn with the knowledge of a POSA) and 

Ground 2B (Conn with the knowledge of a POSA and AAPA).  Pet., 23.  If Petitioner 

were solely relying on the knowledge of a POSA, even as evidenced by the AAPA, 

there would be no need to divide the Ground, nor would Petitioner repeatedly refer 

to the “AAPA’s three-layer stack.”  E.g., Pet. at 54-55. 

Accordingly, the Board should decline to consider Ground 2B in rendering its 

Final Written Decision. 
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      Respectfully submitted, 

 
Dated: January 21, 2025  By: /Joseph M. Mercadante  / 

Joseph M. Mercadante (Reg. No. 64,077) 
Lead Counsel for Patent Owner 
FABRICANT LLP 
411 Theodore Fremd Avenue, 
Suite 206 South 
Rye, New York 10580 
Tel. 212-257-5797 
Fax. 212-257-5796 
Email: jmercadante@fabricantllp.com 
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