IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appl. Mo : 13/541,353

Applicant : Brian james PETERSEN, et al,
Filed thuly 3, 2012

TCALL 13652

Examiner :Glenn F.MYERS

Docket No. D 1904-363

Customer No. : (36449

Confirmation No. 13829

Commissioner for Patents
P, (. Box 1450
Alexandria, VA4 22313-1450

Sir:

1, Shawn Gerdeman, declare as follows:

1. Tam currently a Product Manager at Unverferth Manufacturing Company, Inc.
{“Unverferth™,

2. [ understand that the present application ¢laims priority 1o 1.8, Application Ne.
12/031,857, which issued as U.S, Patent No. 8,221,047 {the “*047 patent™). | understand that the
‘047 patent was filed on February 15, 2008 and claims priority to & provisional application,
Provisional Application No. 60/901,321, which was filed on February 15, 2007.

3. lunderstand that Par-Kan Co. (“Par-Kan™) alleged in a litipation involving the "047
petent, that the *047 patent is invelid s being publicly used, offered for sale or on sale prior to
the critical date of the 047 patent, which | understand i be February 15, 2006. This declaration
is intended to provide the United States Patent and Trademark Office with background

information relating o Par-Kan's allegstions.

Unverferth Exhibit 2034
Par-Kan v. Unverferth
IPR2024-01426
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4. In 2003, Unverferth was developing a prototype seed tender product. The
development work on this prototype seed tender product would form the basis for the *047 patent
and the present application.

5. Prior 1 the completion of & first prototype seed tender unit, Unverferth hoped to find
ane or more farmers who would be willing to test the prototype unit once it was complete. To
that end, [ asked tervitory managers at Unverferth to reach out (o Unverferth's existing dealers to
see if they could help find a farmer who could adequately test a seed tender prototype, once i
was created. | provided the temitory managers with a deseription of the seed tender prototype,
which was still under development. | also informed the territory managers thut the goal was to
provide a prototype unit to a farmer 1o test so that we could receive as much feedback ss possible
on the prototyps unit. 1 told the territory managers that the placement of the prototype unit
would be at no cost io the farmer and that the prototype units would be returned to Unverferth
after the testing was completed.

6. Unverferth's territory managers were able to locate two dealers, Fillmore
Equipment Co. (“Fillmore™} and Holland & Sons Inc. {(“Holland™}, which were able to assist
with the placement of prototype seed tender units with farmers. The dealers were also provided
with & description of the prototype units they would be receiving. On or around January 20,
2006, 1 provided data to the accounting system at Unverferth to ensure that when the prototype
units were completed, the prototype units would be shipped to the dealers so the units could be

placed with farmers for testing. | provided the accounting sysiem with the dealer information
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snd shipping information so that Unverferth could properly track the delivery of the prototype
units once they were shipped to the dealers,

7. Unverferth completed production of a first prototype seed tender unit in February of
2006, By April of 2006, at least two prototype seed tender units were completed. On or ground
April 13, 2008, s prototype seed tender unit was shipped from Unverferth to Fillmore. Similarly,
on or around April 19, 2006, 2 prototype seed tender unit was shipped from Unverferth to
Holland. After Fillmore snd Holland received the prowtypes seed tender units, the seed tender
units were delivered to two farmers for testing. The farmers tested the units from spproximately
April to June of 2006 during the spring planting season. Since the deslers (and farmaers) did not
receive the prototype seed tender units until April of 2006, they obviously did not use the
profotype seed tender units on or before the critieal date of February 15, 2006.

§.  Shonly after the shipment of these two prototype seed tender units in April 2006,
invoices were created 10 track the delivery of the seed tender units to the dealers. On April 17,
2006, an invoice was generated to track the shipment of the prototype seed tender unit to
Fillmore. This invoice is sttached to my declaration as Exhibit A. On April 20, 2006, an invoice
was generated to rack the shipment of the prototype seed tender unit 1o Holland. This invoice is
sttached to my declaration as Exhibit B,

9. Both of the invoices list an “order date” of January 20, 2006, This January 20, 2006
“order date” reflects the daie when, as discussed sbove in Parsgraph 6, [ provided data to the
secounting system at Unverferth to be able to track the shipment of the prototype units to
Fillmors and Holland, At no time prior to Janusry 20, 2006, or February 15, 2006, did either

Fillmore or Holland place an order for the seed tender unit, which was just a prototype and not
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for sale. The April 2006 invoices also list a price for the seed tender unit. A price, however, was
not discussed with either Fillmore or Holland prior 1o the placement of the prototype seed tender
unit with them. Rather, the price was automatically generated and populated in the invoice at the
tirne the invoice was created (i.e., on or around April 17, 2006 and April 20, 2006) by the
accounting system. Therefore, Exhibit A and Exhibit B do not reflect an offer for sale or sale of
a seed tender unit prior o the February 15, 20046 critical date, snd there were no offers for sale or
sales of the seed tender unit prior to that date,

1. After the invoices were sent io Fillmore and Holiand in April 2006, the dealers
called Unverferth’s territory managers and asked why they received the involces. Unverferth’s
territory managers instructed the dealers that the invoices were for tracking purposes only,
Unverferth’s territory managers further instructed the dealers not 1o pay the invoices, since these
transactions were merely for testing purposes and were not sales of units.

11, While the units wers being tested by the two farmers, [ slong with other Unverferth
employess went to the farm locations to observe the testing of the prototype seed tender units. In
both instances, the seed tender prototype units were not operating properly. Based on these
observations, Unverferth redesigned various aspects of future seed tender produsts,

12, After the testing of the seed tender prototype units was completed, the seed tender
prototyps units were returned to Unverferth. To memorialize the retumn of these seed tender
units, 1 along with Unverferth's acoounting department arranged for the creation of credit
memos. These credit memos were crested to remove the charges from the initial invoives, which
wese in Unverferth's sccounting system. The charges from the initial invoices remained in

Unverferth’s sccounting system because the dealers never paid for the prototype seed tender
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units. A credit memo for the retumn of the seed tender prototype unit from Fillmore was created
o June 7, 2006 and is attached as Exhibit €. A credit memo for the return of the seed tender
prototyps unit from Holland was created on July 27, 2006 and is attached as Exhibit D.

13. As set forth above, Unverferth did not sell or offer to sell seed tender units 1o
Fillmore and/or Holland at any time prior to the February 15, 2006 critical dste. Further,
Fillmore and/or Holland did not use & sesd tender unit prior to the February 15, 2006 critical
date, nor was the seed tender otherwise publicly demonstrated prior 1o that date. Rather,
Unverferth placed two seed tender prototype units with Fillmore and Holland for experimental

testing in April of 2006,

. 14 Tunderstand that Par-Kan hss alieged that Unverferth’s redemark application for
the trademerk “Seed Runner” is evidence of an invalidating prior use, offer for sale and/or sale of
the invention claimed in the *047 pstent. As explained in detsil below, Unverferth did not use
the “Seed Runner” brand name anywhere or in commerce prior 2o the February 15, 2006 critical
date.

135, Unverferth markets and sells s loading and unloading seed tender under the brand
name “Seed Runner.,” On February 28, 2013, Unverferth filed for 8 trademark for the mark
“Sesd Runner.” In its wadewark application, Unverferth mistakenly Hsted the “First Use
Anywhere Date” as “At least as early as 0270172006, Alse, in the rademark application,
Unverferth mistakenly listed the “First Use in Commerce Date” as “At least as early as

(2/0172006.”
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16. In November of 2013, Unverferth became aware thet the “First Use Anywhere Date”
and “First Use in Commerce Date” in its initial “Seed Runner” trademark application were
incorrect. Accordingly, on November 25, 2013, Unverferth submitted a Request for Certifieate
of Correction of its Trademark Application ("Request™. A copy of the Request is atiached as
Exhibit E. In the Request, Unverferth’s Advertising Manager, Jerold Ecklund, explained that
“[tlhe previous dates recited when the application was filed were incorrect.” The Request further
suught the amendment of the First Use: and First Use in Commerce dates to February 13, 2006.

17. 1 have been informed that Mr. Ecklund provided the initial February 1, 2006 date in
error, because he misremembered the date of the National Farm Machinery Show in Louisville
Kentucky in 2006, Unverferth’s first use and first use in commerce of the “Seed Runner”
trademark was at the National Farm Machinery Show in Louisville, Kentucky. The first day of
the show was February 15, 2006, not February 1, 2006. Accordingly, the trademark “Seed

" Runner” was not used in commerce, or anywhere, prior to February 15, 2006,

I hereby declare that all statements made herein of my own kmowledge are true and that all
statemnents made on information and belief are believed 10 be true, and further that these
statermnenis are made with the knowledge that willful false statements and the ke so made are
punishable by fine or imprisonment or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any

patent issued thereon,
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Unverferth
Hanufecturing Company, Inc.
P.0. Bex 337
Kaiids, Ohio 45833
Ph# (BOOY 284-4380
cuntomerscctgBunvarferth.com

RAMUIFACTURING CO IHE

Ship to: Bill to:

PILLHMORE BQUIPMENT CO FILLHORE EQ CO-HOLLAND
40%8 LINCOLN RD £0%8 LINCOLE RD
HOLLAND, MI 49433 HOLLAND, MI 4£3423

&' CONVEYOR/ROLL-TARP
TRALLER 3ANLE W/BRAKES
b KIDEL 3500

Serial #: APROTOY i 3
24453F5 BCALE PACXAGE COMPLETE 1.00% 1.00f EA

TOTAL AMOUNT DUE

Special Cherges will be
Billed on 1202250

: L . i
i ¥ Totgl Payment Received By:

06-10-2006

Deduct Cash Discount OF

Payable in U.8. mds
%+ Please Complets Bafors Raturning or Register On-Lins at “denler.nverferth.com ¥V

PLEASE RETURN THIS STUB WITHR = =em=====co-- CONSUMER REGISTRATION ----w-ww-e-
YOUR PAYMENT TO ENSURE PROFER owner ame ||| || _[_f i fof oo o L ]
APPLICATION ON YOUR ACCOUNT agdress ||| ([ f bl T
O O A U O O O O

N e I B I O O N

UNVERFERTH MANUFACTURING CO INC O T O

PO BOX 713142 Rewsit oate| | |/] | _1/] i_l il

COLUMBUS COH 43271-3142 ; 1202249 c;:;ﬂg?égéﬁg.%

T Total R o
1f total payment received by: 06-10-200§
oo RERIEE iy Pt e

Enter Amount Paid §

Payable 15 0.5, Funds.
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. Unverferth

L Henufecturing Compeny, inc.
P.0. Box 357

Kalida, Chio 45833

Ph# {300} 264-4580

GRVERFERTH MARUFACTURING €O INC
PO BOK 713142
COLUHBUS O 43271-3142

Y@ tcustomerscctglunverferth.com

Ship to:

HOLLAND & S0NE INC
208 BLOODY GULCH RD
DIXOMW, IL §1021

»

Bill to:
EOLLAND & SONS INC-DIXON
308 BLOODY GOULCE RD

DIXON, IL 61021

6% CONVEYOR/ROLL-TARP
TRAILER 3AMLE W/BRAKES
MODEL 3500

Serial #: A4ETS0100

ViK# 1N9BC1o2264175203

TOTAL AMOUNT DUE

Special Charges will be
Billed on 1203773

PLEASE RETURN THIS STUB WITH

UNVERFERTH MANUFACTURING CO INC
PO BOX 713142
COLUMBUS OH 43271-3142

YOUR PAYMEWT TO ENSURE PROPER owner wame || | {1 3 4L A1 f it T i
APPLICATION ON YOUR ACCOUNT pgdress | L 1P b bt
i (R O T T T O O T O O O O
cicysstizipl | I O R O O J FOR JOC UL T O O OR
REMIT TO pone (111 0 it - 1lLll
| i

Ty Plea:m C‘mlata Beforn mtming.arnegister Cm-Line at desler.unverferth,com #¥¢

Reteit Date|

i 3 A 0B
U Tetet Palment Received 8y:
OE-10-2006
Daduct Cash Biscount Of

P&y&bie :I.n U.8. Funds

CONSUMER REGISTRATION

L71

. e us temer 08 - 486
wumber 1203772 nmLm&smas INC-BIKON
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Unverferth
Manufacturing Company, Inc.
P.0. Box 357
Kalida, Ohio 43853
Ph# (BOD) 264-4580
customersccrglunarferth.con

UNVERFERTH MANUFACTURTHG CO 1MO
1p0 god 7i3142
COLUREUS O A3271-3142

Bhip to: Bill te:

FILLMORE BQUIPKENT CO FILLMORE BQ CO-BOLLAWD
4088 LINCOLN RD 4058 LINCOLY RD
EOLLAND, I 49423 EOLLAND, BI 45423

i ; : : ahip. L Payment Dus Bete . {
----- - roesnerees Ao rrerienmcens S i o = - -

HEED TEMDER UM 350 UNITS
6" COMVEYOR/ROLL-TARP
w3 § TRAILER 3AXLE W/BRAKES
HODEL 3500

serfal #: APROTOY

** RETURN CD: &
24463FS HCALE PACKAGE COMPLETE : 0.00f  -1.00
** RETURM CD: &

TOTAL CREDIT

w&% Merchandfse Credit Only **%
=% jot for Cash Refund **¥

PLEASRE BRETUARN THIZ STUB WITH e iy

YOUR PAYMENT TO ENSURE PROPER owner wame || || 011 f ol fod ot
APPLICATION ON YOUR ACCOUNY AT PSR U U T U T O O T T O U O O O I
R O O O O O O O T O O O O
RENIT TO: L SVVETZ37 N U O T T O A A O O O
UNVERFERTH MANUFACTURING CO INC prone (LTI L -
PO BOX 713142 Retait vate| _|_{/]_[_ 1 1 O O
LUMBUS OH 43271-3142 | T ‘Cuatomer 05-104
co W 1215534 FILLRORE EQ m.
BT S

‘Jf tot t pnymnt meiwﬁw 07~10~ 2905

Entax mg Qaﬂ.d $
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Unverferth
Manufacturing Cospany, Inc.
#.0. Box 337
Kalids, Ohio 43853
Phe (BOD) 264-4580

customeracctginverforth.con | pucpuie 08 10-3006 i

JURVERFERTY MANUFACTURING CO INC
1P0 SOX 713142
jCoLiMBUS O 43271-3142

Ship to: Bill te:

HOLLAND & SONE INC HOLLAND & SONS INC-DIXON
$08 BLOODY GULCH RD $08 BLOODY GULCE RD
DIXOW, IL 61021 DIXON, IL §1021

AHD 1203773 _ -
1 85T350001 WEED TEMDER UM 350 BUSHEL : 0.00} -1.00}
bl 3 &% CONVEYOR/ROLL-TARP
TRAILER 3JA¥LE U/BRAKES
HOBEL 3500

Serial #: A46TS0I0O
*s RETURN (D: &
FAEIGHT

TOTAL CREDIT

% Merchandise Credit Only *%%
#¥% ot for Cash Refund ¥3%

. PN T Freight “Special | R Bayment Recelved ﬁy‘
; Charges ; 0B~10w 26&6
Deduct Cash Discount Uf:

' Ea}mble in 9.8, Funds

Twes Please cl Batfors aatums.ng or Registar Oa-Line ot dealer unverZerth.com v e

PLEASE HETURN THIS STUB WITH swwssnoo-o CONSUMER REGISTRATION --------- -
YOUR PAYMENT TO EMSURE PROPER owner weme |} 1 TP VT D ATt L
APPLICATION 0N YOUR ACCOUNT Wrmii;]i!%iililltiilfi
S0 U N DUOY U0 T G N U OO O U8 OO O O O O o]
i..i_,l.,.,}wi,,i...E_,i_i_.i_,i,i,_L;l,E__i_l_l_i,i..iwi
REMIT TO: mw’sm%pi_i__ L O O U O O O O O O
UNVERFERTH MANUFACTURING CO INC U 0 O O ¢
PO BOX 713142 reweit ot _| /) 171 _i_1_|_|
COLUMBUS OH 43271-3142 ' customar UB-486

Nunber ;221?30 HOLLAND & SOMS ENC-DIXON

Bnter Amount ?aid g :
i - Paysble Th .5, Furds §
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BTG ourn 287 TRey <8OV
OME N3 (55 DS80S

Section 7 Request Form

The table below presents the data 2s entered,

1 The mark consists of standard characters, without clsim to say particular font
i style, size or color.

. Unverferth Manufachuring Co, Inc

B0, Box 357

| Katids

| Ohio

| Unverferth Manufacturing Co, Ine

1601 S. Broad St.

I P.O. Box 357

en —

Tom

Unverferth Ex. 2034 - Page 16
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The Qndmigm& is requesting & centificate of correction due 1o owner error. The formal signed
request is submitted herewith under "Miscsllaneous Statement.”

s

P

EQUIPMENT, NAMELY, A COMBINATION SEED STORAGE AND DELIVERY SYSTEM
COMPRISED OF UNLOADING CONVEYOR(S), UNDERCARRIAGE AND SEED HOPPER/BIN

PRODUCT USED FOR DISPENSING FIELD CROP SEED INTO FIELD CROP SEEDING

‘| Section i{a}

1| At lenst as early as 02/01/2006

Unverferth Ex. 2034 - Page 17

EQUIPMENT, NAMELY, A COMBINATION SEED STORAGE AND DRLIVERY SYSTEM
COMPRISED OF UNLOADING CONVEYOR(S), UNDERCARRIAGE AND SEED HOPPER/BIN
Rutabulvwossstulaosist Tomron 10
1 At least s early as 02/15/2006
At least as early 85 02/15/2008
VICES SECTION (012)(current)
1012
AGRICULTURAL MACHINERY, NAMELY, A WHEELED TRAILER FOR TRANSPORTING
FIELD CROP SEED TO THE FIELD
UM-PK0001003



ubmitted herewith is the formal Request for Cemﬁcate of Correction signed

't by an officer of the registration's owner accompanied by a declaration under 37

NAME®)

| hitp://igate:8080/PDF/SECT07/2013/11/25/20131125163443801845-4435437. |
_1001_001/M-6412422252-150422591 _,_1994-383statement.pdf

IUTICRS: TI6\ UTI6\858\631185863185wmill 0002.JPG

| GEORGE R. REPPER
-+ i ROTHWELL, FIGG, ERNST & MANBECK, PC
1 607 14TH ST NW STE 860
i WASHINGTON
-1 District of Columbia (DC)
- i} United States (USX)
1 20005-2005

| ROTHWELL, FIGG, ERNST & MANBECK, PC

1 1994-383
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- | 607 14TH ST NW STE 800

| WASHINGTON

Drigtrict of Columbia

| /Lo M. Loughlin/

| Leo M. Loughlin

: Attorney of record, BC bar member

11352013

1 /Leo M. Loughtin/

1€ | Les M. Loughlin

Attorney of record

11252013

YES

NG

] Mon Nov 25 16:34:43 EST 2013

1 USPTOSTR-64.124.22.252-2

0131§25163443801845-44354
37-500eb208425de244a8 1 204
b6eTSaeleT5h001 8255448
£731344e6b3cT7e-DA-GRE 1~

20131125150422591403
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