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BECLARATION OF SHAWN GERDEMAN

Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

i, Shawn Gerdeman, declare as follows:

1. Tam currently a Product Manager at Unverferth Manufacturing Company, Inc.

{“Unverferth™).

2. [understand that the present application claims priority to U.S, Application No.

12/031,867, which issued as U.S. Patent No. 8,221,047 {the “*047 patent”). | understand that the

‘047 patent was filed on February 15, 2008 and claims priority to a provisional application,

Provisional Application No. 60/901,321, which was filed on February 15, 2007.

3. understand that Par-Kan Co. (“Par-Kan”) alleged in a litigation involving the "047

patent, that the *047 patent is invalid as being publicly used, offered for sale or on sale prior to

the critical date ofthe "047 patent, which I understand to be February 15, 2006. This declaration

is intended to provide the United States Patent and Trademark Office with background

information relating to Per-Kan’s allegations.
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4. In 2003, Unverferth was developing a prototype seed tender product. The

development work on this prototype seed tender product would form the basis for the *047 patent

and the present application.

5. Prior to the completion of& first prototype seed tender unit, Unverferth hoped to find

ane or more farmers who would be willing to test the prototype unit once it was complete. To

that end, { asked territory managers at Unverferth to reach out to Unverferth's existing dealers to

see if they could help find a farmer who could adequately test a seed tender prototype, once it

was created. 1 provided the territory managers with a description ofthe seed tender prototype,

which was still under development. I also informed the territory managers that the goal was to

provide a prototype unit to a farmer to test so that we could receive as much feedback as possible

on the prototype unit. 1 told the territory managers that the placement ofthe prototype unit

would be at no cost io the farmer and that the prototype units would be returned to Unverferth

after the testing was completed.

6. Unverferth’s territory managers were able to locate two dealers, Fillmore

Equipment Co. (“Fillmore”) and Holland & Sons Inc. (“Holland™), which were able to assist

with the piscement ofprototype seed tender units with farmers, The dealers were also provided

with a description ofthe prototype units they would be receiving. On or around January 20,

2006, 1 provided data to the accounting system at Unverferth to ensure that when the prototype

units were completed, the prototype units would be shipped to the dealers so the units could be

placed with farmers for testing. 1 provided the accounting system with the dealer information
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and shipping information so that Unverferth could properly track the delivery of the prototype

units once they were shipped to the dealers,

7. Unverferth completed production ofa first prototype seed tender unit in February of

2006. By April of2006, at least two prototype seed tender units were completed. On or sround

April 13, 2008, a prototype seed tender unit was shipped from Unverferth to Fillmore. Similarly,

on or around April 19, 2006, a prototype seed tender unit was shipped from Unverferth to

Holland. After Fillmore snd Holland received the prowtype seed tender units, the seed tender

units were delivered to two farmers for testing. The farmers tested the units from approximately

April to June of 2006 during the spring planting season. Since the dealers (and farmers) did not

receive the prototype seed tender units until April of2008, they obviously did not use the

prototype seed tender units on or before the critical date ofFebruary 15, 2006.

8. Shortly afer the shipment ofthese two prototype seed tender units in April 2006,

invoices were created to track the delivery ofthe seed tender units to the dealers. On April 17,

2006, an invoice was generated to track the shipment of the prototype seed tender unit to

Fillmore. This invoice is attached to my declaration as Exhibit A. On April 20, 20086, an invoice

was generated to Wack the shipment ofthe prototype seed tender unit to Holland. This invoice is

sttached to my declaration as Exhibit B.

9. Both ofthe mvoices list an “order date” ofJanuary 20, 2006. This January 20, 2006

“order date” reflects the date when, as discussed above in Paragraph 6, | provided data to the

secounting system at Unverferth to be able to track the shipment of the prototype units to

Fillmore and Holland. At no time prior to January 20, 2006, or February 15, 2006, did either

Fillmore or Holland place an order for the seed tender unit, which was just a prototype and not
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for sale. The April 2006 invoices also list a price for the seed tender unit. A price, however, was

not discussed with either Fillmore or Holland prior to the placement ofthe prototype seed tender

unit with them. Rather, the price was automatically generated and populated in the invoice at the

time the invoice was created (i.e, on or around April 17, 2006 and April 20, 2006) by the

accounting system. Therefore, Exhibit A and Exhibit B do not reflect an offer for sale or sale of

a seed tender unit prior to the February 15, 2006 critical date, and there were no offers for sale or

sales ofthe seed tender unit prior to that date,

10. After the invoices were sent to Fillmore and Holland in April 2006, the dealers

called Unverferth’s territory managers and asked why they received the invoices. Unverferth's

territory managers instructed the dealers that the invoices were for tracking purposes only.

Unverferth’s territory mansgers further instructed the dealers not to pay the invoices, since these

transactions were merely for testing purposes and were not sales of units.

11. While the units were being tested by the two farmers, | slong with other Unverferth

employees went to the farm locations to observe the testing of the prototype seed tender units. In

both instances, the seed tender prototype units were not operating properly. Based on these

observations, Unverferth redesigned various aspects of future seed tender products,

12. After the testing of the seed tender prototype units was completed, the seed tender

prototype units were returned to Unverferth. To memorialize the return of these seed tender

units, I along with Unverferth’s accounting department arranged for the creation ofcredit

memos. These credit memos were crested to remove the charges from the initial invoices, which

were in Unverferth’s accounting system. The charges from the initial invoices remained in

Unverferth’s accounting system because the dealers never paid for the prototype seed tender
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units. A credit memo for the return ofthe seed tender prototype unit from Fillmore was created

on June 7, 2006 and is attached as Exhibit C. A credit memo for the return ofthe seed tender

prototype unit from Holland was created on July 27, 2006 and is attached as Exhibit D.

13. As set forth above, Unverferth did not sell or offer to sell seed tender units to

Fillmore and/or Holland at any time prior to the February 15, 2006 critical date. Further,

Fillmore and/or Holland did not use a seed tender unit prior to the February 15, 2006 critical

date, nor was the seed tender otherwise publicly demonstrated prior to that date. Rather,

Unverferth placed two seed tender prototype units with Fillmore and Holland for experimental

testing in April of2006,

UNVERFERTH'S SEED RUNNER TRADEMARK APPLICATION

. 14. Tunderstand that Par-Kan hss slieged that Unverferth’s wademark application for

the trademark “Seed Runner” is evidence ofan invalidating prior use, offer for sale and/or sale of

the invention claimed in the ‘047 patent. As explained in detail below, Unverferth did not use

the “Seed Runner” brand name anywhere or in commeree prior to the February 15, 2006 critical

date.

135. Unverferth markets and sells a loading and unloading seed tender under the brand

name “Seed Runner.” On February 28, 2013, Unverferth filed for 3 trademark for the mark

“Seed Runner.” [In its uademark application, Unverferth mistakenly listed the “First Use

Anywhere Date” as “At least as early as 02/01/2006." Also, in the wademark application,

Unverferth mistakenly listed the “First Use in Commerce Date” as “At least as early as

02/01/2006.”
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16. In November of2013, Unverferth became aware that the “First Use Anywhere Date”

and “First Use in Commerce Date” in its initial “Seed Runner” trademark application were

incorrect. Accordingly, on November 25, 2013, Unverferth submitted a Request for Certificate

of Correction of its Trademark Application (“Request™). A copy ofthe Request is attached as

Exhibit E. In the Request, Unverferth’s Advertising Manager, Jerald Ecklund, explained that

“filhe previous dates recited when the application was filed were incorrect.” The Request further

sought the amendment of the First Use and First Use in Commerce dates to February 15, 2006.

17. 1 have been informed that Mr. Ecklund provided the initial February 1, 2006 date in

error, because he misremembered the date ofthe National Farm Machinery Show in Louisville

Kentucky in 2006. Unverferth’s first use and first use in commerce of the “Seed Runner”

trademark was at the National Farm Machinery Show in Louisville, Kentucky. The first day of

the show was February 15, 2006, not February 1, 2006. Accordingly, the trademark “Seed

" Runner” was not used in commerce, or anywhere, prior to February 15, 2006.

I hereby declare that all statements made herein ofmy own knowledge are true and that all

statements made on information and belief are believed 10 be true, and further that these

statements are made with the knowledge that willful false statements and the like so made are

punishable by fine or imprisonment or both, under Section 1001 ofTitle 18 of the United States

Code and that such willful false statements may jeopardize the validity ofthe application or any

patent issued thereon,

918/14
Shawn Gerdeman Date

&
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UNVERFERTH MANUFACTURING CO INC
PO BOX 713142   COLUMBUS OF 43271-3142

 

bus pate: 06-10-2006

 

   

 

 

 

  

Bill to:
FILLMORE EQUIPMENT CO FILLMORE EQ CO-EOLLAND
4096 LINCOLN RD 4098 LINCOLW RD
HOLLAND, MI 49423 HOLLAND, MI 42423

feo Tburchase order order pate [Shipeer Ship bate Iter Jha vie sete |
6.104 11815, 35477 01-20-061733290 04-13-06 1020 | 08-10-300

&" CONVEYOR/ROLL-TARP

TRAILER AXLE W/BRAKES

- MODEL 3500 -
serial #: APROTQY

2446378 BCALE PACKAGE COMPLETE 1.00 1.00{ EA

TOTAL AMOUNT DUE

Special Charges will be

Billed on 1202250

        ; : 0s.
“IF Total Payment Received By: -

1 06-10-2006
| Deduct Cash Discount Of:     

 

  lt service charge of 2% monthly (24% per snoum) is charged on sli past due sccounts. Payable in U.S, Funds
*%+ please Complete Before Returning or Register On-Line atdealer.unverferth.com www

-- CONSUMER REGISTRATION -

      

 

PLEASE RETURN TEIS STUB WITE
YOUR PAYMENT TO ENSURE PROPER

APPLICATION ON YOUR ACCOUNT

REMIT TO:
UNVEBRFERTH MANUFACTURING CO INC

PO BOX 713142

COLUMBUS OH 43271-3142
 

Cu
FILLMORE EQ €O-HOLLAYD
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Unverferth
. Manufacturing Company, Inc.

5 P.O. Box 357
Kalida, Ohio 43853
Phi (800) 264-4580

 

    
  

 

{MUERFERTH MANUFACTURING CO
PO BOX 713142
COLUMBUS OH 43271-3142

 

   Dus Date; 08-10-2006
 

 Ship to: Bill to:
HOLLAND & SONS INC HOLLAND & SONS INC-DIXON
908 BLOODY GULCH RD 308 BLOODY GULCE RD
DIXON, IL 61021 DIXON, II 61021

  

     6% CONVEYOR/ROLL-TARP

TRAILER SAXLE W/BRAKES

—- MODEL 3500

Serial #: A46750100

VINK TNOBC19226A175203

TOTAL AMOUNT DUE

Special Charges will be

Billed on 1203773

  

    

    
  

  
Trade

Discount   
 

£08:
“HF Totel Payment Received By:

08-10-3006    

     
  

    

 

Deduct Cash Discount Of:

 A service charge of 24 mnthly (24% per sum)is charged on all pest due accounts, PaYeble in U.8. Funds
wee please Completes Before Returning or Register On-Line at dealer.unverferth.com #+

PLEASE RETURN THIS STUB WITH

YOUR PAYMENT TO ENSURE PROPER

APPLICATION ON YOUR ACCOUNT

 
 

CONSUMER REGISTRATION -~-

REMIT TO:
cteysstzip]|

UNVERFERTH MANUFACTURING CO INC Phone a.
PO BOX 713142 Retail date]|_|/]|}
COLUMBUS OH 43271-3142  Customer 08-488

umber 1203772 oie 2 sons iNc-Dixow

 

 Bater Amount Paid §
soni Bi
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Unverferth
Manufacturing Company, Inc.

P.0. Box 357
Kalida, Ohio 43853
Phi (800) 264-4580

 

UNVERFERTH MANUFACTURING CO INC
PG BOX 713142
COLURBUS O# 43271-3142

 

customerscctglunverferth.com  

 

 Due pate: 07-30-2008
 

 

Ship to:
FILLMORE EQUIPMENT CO
40988 LINCOLN RD
HOLLAND, MI 45423

Bill to:
FILLMORE BQ CO-HOLLAND
4038 LINCOLN RD
HOLLAND, MI 45423

 

Order. r Order Date

99. 3547 ~20-
 

 
Custoger
k6-104

ED TENDER UM 350 UNITS
6" CONVEYOR/ROLL-TARP

TRAILER 3AXLE W/BRAKES
MODEL 3500

Serial #: APROTO!
** RETURN CD: 6

SCALE PACKAGE COMPLETE

** RETURN CO: 6

BST350001

24463FS

TOTAL CREDIT

  Jn service ch

*¥% Merchandise Credit Only **¥

*¥% jot for Cash Refund **%

  

   

of 2% monthly (26% per annum is charged on all past due accounts,

lepers Dus Bateshipper Ship Date
97-30-200606-07-06
 

vere loninyia
  

0.00, ~1.00

0.00] 1.00;

      TTPe eee ye
fy -

Deduct Cash Discount Of: 10-2006
 

   

 Payable in U.S. Funds

we% Please Complete Before Returning or Register On-Line st deédler.unverferth.com #¥¥

PLEASE RETURN THIS STUB WITH

YOUR PAYMENT TO ENSURE PROPER

APPLICATION ON YOUR ACCOUNT

RENIT TO:
UNVERFERTH MANUFACTURING CO INC

PO BOX 713142

COLUMBUS OH 43271-3142

CONSUMERREGISTRATION   

  

   

 

citysst/zip]_

Ge
[I

 

Phone

Retail Date VW i
 

  Banter Amount Paid § _—
- one Payblbls in U.3, Fults
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Unverferth
A Manufacturing Company, Inc.

§ 7.0. Box 357
Kalida, Ohio 45853
Ph#t (800) 264-4380

ives
PO SOX 713142
COLUMBUS OH 43271-3142

 

 

Dye Pats: 08-10-3006     
ship to: Bill to:
HOLLAND & SONS INC HOLLAND & SONS INC-DIXON
$08 BLOODY GULCE RD $08 BLOODY GULCE RD
DIZON, IL 61031 DIXON, IL £1021

      fterr Tpeyment ous pateShip via
      

     
    

RLERR INVOICES
AND 1203773

BST350001 ISEED TENDER UM 350 BUSHEL 0.00 ~1.00

&% CONVEYOR/ROLL-TARP
TRAILER 3AXLE U/BRAKES
HODEL 3500

Serial #: a46750100

*% RETURN CD: 4

FREIGHT

TOTAL CREDIT

w+% Merchandise Credit Only **%|

*¥% jot for Cash Refund *#%

     

 

    

 

  

 

    

 

     

3 FORAGE,

— Trade Freight Gross TF Total Payment Received By: -
Discount Charges Amount 3 08-10-2006

. Decict Cash Discount Of:

   

service charge of 2% monthly (24% per snwm) is charged on all pest dus accounts. Peyabls in U.3. Funds
2% Please Completes Before Returning or Register On-Line at dealsr.unverferth.com #a¢

PLEASE RETURN TEIS STUB WITH CONSUMER REGISTRATION
YOUR PAYMENT TO ENSURE PROPER owner Name |_| |_|
APPLICATION ON YOUR ACCOUNT

 
   
  

  

Address

REMIT TO: citysseraip] |

UNVERFPERTHE MANUFACTURING CO INC Phone
PO BOX 713142 retail pate|_| _[/]_
COLUMBUS OH 43271-3142   TastesUB4881221780 Soitu & sos me-ouan

   Enter Amount Paid §
A Payable {RU.E.
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BYC foun 567 (Rov <3QOH
I

Section 7 Request Form

 

  

.

‘The table below presents the data as entered.

 

  
4438437

 

 

 

  LAW OFFICE 106

 

 

i B5BE318S

 

 

 

 

 

 

| SEED RUNNER
 

The mask consists of standard characters, without claim to any particular font
style, size or color.
 

srrent)
 

Unverferth Manufachering Co, Inc
 

 

PC. Box 357
 

Kalida
 

Ohio
 

 

{45883
 

United States
 

SECTION (proposed)
   Unverferth Manufacturing Co, Ine
 

  ADDRESS
601 8. Broad St.
 

STREET P.O. Box 357
 

Kalida
  STATE Ohio
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The undersigned is requesting s certificate ofcorrection due to owner error. The formal signed
request is submitted herewith under “Miscellaneous Statement.”
 

GRSERVICES SECTION (bo  
 

 

     is

PRODUCT USEDFOR DISPENSING FIELD CROP SEED INTO FIELD CROP SEEDING
EQUIPMENT, NAMELY, & COMBINATION SEED STORAGE AND DELIVERY SYSTEM
COMPRISED OF UNLOADING CONVEYOR(S), UNDERCARRIAGEAND SEED HOPPER/BIN
 

Section {8}
 

Al leastasearlyas 02/01/2006
 

At leastasearlyas 02/01/2008

 

 

 

GOODS AND/OR SERVICESSECTION (087)(proposed)

 

 

007

 

 
 

IDENTIFICATION
 

PRODUCTUSED FOR DISPENSING FIELD CROP SEED INTO FIELD CROP SEEDING
EQUIPMENT, NAMELY, A COMBINATION SEED STORAGE AND DELIVERY SYSTEM
COMPRISED OF UNLOADING CONVEYOR(S), UNDERCARRIAGEAND SEED HOPPER/BIN
 

 

Section 1{a}

 

   
At leastas early as 02/15/2006
 

   At leastasearly as 02/15/2006
 

  
 

 

 

AGRICULTURAL MACHINERY, NAMELY, A WHEELEDTRAILER FORTRANSPORTING
FIELD CROP SEED TO THE FIELD  7  
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Section 1(a)
   

 

Atleastesearlyas02/01/2006
    

At least as early as 02/01/2006
 

 

VICESSECTION (912)(proposed)
 

TY)
 

 

 

AGRICULTURAL MACHINERY, NAMELY, A WHEELED TRAILERFORTRANSPORTING

 

FIELD CROP SEED TO THE FIELD

Section 1(a)
 

At leastasearlyas 02/15/2006
 

At feastscaryas02/15/2006
 

 

 

| Submitted herewith is the formal Request for Certificate ofCorrection signed
by an officer ofthe registration's owner accompanied by a declaration under 37
CFR Section 2.20.
 

ANEOUSF1

 

LENAME(S) |
 

hitp://tgate:8080/PDF/SECT07/2013/11/25/201311251634438018454435437- |
001_001/M-6412422252-150422591_,._1994-383statement.pdf
 

  

 S\ T16\] SRG31\BS 185xmli 0002.1PG

 

 

ORIGINALADDRESS

  
GEORGE R. REPPER
ROTHWELL, FIGG, ERNST & MANBECK, PC
607 14TH STNW STE 800
WASHINGTON
District ofColumbia (DC)
United States (USX)
20005-2005

  

 

 

NEW. CORRESPONDENCESECTION
GEORGE R. REPPER
 

ROTHWELL, FIGG, ERNST & MANBECK, PC
  1994-383 
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607 14TH ST NW STE 800
 

WASHINGTON
 

District ofColumbia
 

| 20005
 

United States
 

202-783-6048
 

202-783-5031
 

 

 

 

 

fLeo M. Loughlin/

 

Leo M. Loughlin
 

Attorney ofrecord, DCbar member

 

 

 

 

 

 

 

11/25/2013

Leo M., Loughlin/

SIGNATORVENAME | Leo M. Loughlin

ans Attorney ofrecord

DATESIGNED 11/252013

AUTHORIZED YES

   NG
 

 

FILING INFORMATION SECTION
 

SUBMIT DATE Mon Nov 25 16:34:43 EST 2013
  USPTO/STR-64.124.22.252-2

0131125163443801845-44354
37-500ab2084a5de244a812e4
b2060759216750918a55448s
4721344e6b13¢T7e-DA-681 1-
20131125150422591403

TEASSTAMP  
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