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This case concerns the second of two IPR petitions that Petitioner filed for
U.S. Patent No. 11,069,737 (*737 patent), collectively challenging all of its 55 claims.
At the time, Petitioner was operating under the guidance of former Director Vidal’s
2022 guidance memorandum, which had provided that “the PTAB no longer
discretionarily denies petitions based on applying Fintiv to a parallel ITC
proceeding.”! Patent Owner appears to have operated under the same guidance,
given that it did not raise any discretionary denial arguments in its preliminary
responses. Instead, Patent Owner raised only three limited merits arguments in the
short preliminary response that it submitted for this [PR. See POPR at 3—11. At the
same time, Patent Owner disclaimed 44 of the 55 claims of the *737 patent, tacitly
acknowledging the strength of the IPR petitions.

Patent Owner has now sought to raise arguments for discretionary denial
under Fintiv in light of parallel ITC litigation, asserting that institution of this [PR
would be “antithetical to the preservation of the efficiency and consistency of the
patent system.” Paper 14 at 5. Among other things, Patent Owner ignores the fact
that the ITC litigation involves only three claims of the 737 patent, whereas this
IPR would address the parties’ dispute as to all 11 claims that remain after Patent

Owner’s disclaimer.

I Memorandum from Katherine K. Vidal dated June 21, 2022, at 7.
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Nonetheless, in an effort to eliminate any remaining overlap, Petitioner is now
agreeing to narrow its challenges before the Board and ITC as follows:

e Petitioner is moving to terminate its first-ranked IPR petition, IPR2024-
01430. See EX-1032.

e Petitioner is moving to withdraw Ground A-3 from this IPR. See Ex-

1032.

e Petitioner is stipulating that if the Board institutes this IPR on the two
remaining applicable grounds, Petitioner will not assert invalidity in
parallel litigation using as primary or combination references any of the
references asserted in those grounds. See EX-1033.

As a result, there will be no overlap of the asserted references between the
IPR and the ITC proceeding. The Board need not address Grounds A-2, A-4, A-5,
A-6, and B-2 because all claims challenged in those grounds have been disclaimed.
The Board need not address Ground A-3 because Petitioner is moving to withdraw
it. For the references asserted in the remaining Grounds A-1 and B-1, Petitioner has
stipulated not to use those references as primary or combination references at the
ITC or in the parallel district court case that has been stayed. See EX-1033. Thus, by
stipulating at the ITC and limiting the IPR challenges to a narrowed version of

Petitioner’s second-ranked petition, Petitioner has taken significant steps to avoid
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any overlap of issues, and to ensure that this IPR is effectively a “true alternative”
to the ITC proceeding under the principles of Sotera.

The Board has instituted trials in similar situations. In IPR2020-00470, for
example, “Petitioner note[d] that it ‘has stipulated that if the Board institutes inter
partes review of the challenged claims of the *752 patent, [Petitioner] will not pursue
invalidity on the same grounds or even the same references in the parallel district
court proceeding.”” VMWare, Inc. v. Intellectual Ventures I LLC, IPR2020-00470,
Paper 13 at 20 (PTAB Aug. 18, 2020). The Board declined to exercise its discretion
to deny institution under Fintiv, finding that such a stipulation “mitigates any
concerns of duplicative efforts between the district court and the Board, as well as
concerns of potentially conflicting decisions.” Id.

Indeed, even before the 2022 guidance memorandum, the Board commonly
granted institution of IPRs with parallel ITC proceedings where, as here, there was
no overlap of the asserted references between the IPR and ITC proceedings. For
example, in Apple, Inc. v. Alivecor, Inc., IPR2021-00970, Paper 10 (PTAB Dec. 8,
2021), the Board granted institution, stressing that “the Petition includes materially
different grounds, arguments, and/or evidence than the ITC Investigation.” Id. at 18,
48. Similarly, in Philip Morris Prods, S.A. v. RAI Strategic Holdings, Inc., IPR2020-
01094, Paper 9 (PTAB Jan. 25, 2021), the Board granted institution, finding that the

Petitioner’s stipulation to base its “ITC prior art invalidity case on [product and
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system art] as the primary references ... has the same effect as the stipulation the
petitioner provided in Sotera.” Id. at 22, 35.

In addition to the lack of overlap between the references asserted in the IPR
and ITC proceedings, there is no overlap of any unpatentability issues for claims 3,
5, 6, 28, and 34-37. These claims remain at issue in the PTAB, whereas in the ITC
proceeding Patent Owner asserts only claims 2, 4, and 33. Moreover, there is a risk
that Patent Owner may subsequently attempt to assert these remaining claims in the
stayed district court case. Thus, the ITC litigation could not address the parties
dispute as to the vast majority (8 out of 11) of the challenged claims that remain after
Patent Owner’s disclaimer. The Board has granted institution in similar cases. See,
e.g., Volkswagen Group of America, Inc. v. Arigna Technololgy Ltd., IPR2021-
01321, Paper 10 at 8, 32 (PTAB Feb. 15, 2022) (declining to exercise discretion to
deny institution based on parallel ITC litigation where “only four of the nine
challenged claims in [the [PR] are also at issue in the ITC proceeding”; finding that
“the additional claims at issue here, but not in the ITC proceeding, weigh against
exercising our discretion to deny institution”).

Given the lack of overlap of grounds, arguments, and evidence, the Board
should institute trial, particularly where, as here, Petitioner is adapting to the
USPTO’s change in guidance by removing any overlap with the ITC proceeding,

leaving only discrete, non-overlapping arguments for the Board’s consideration.
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Petitioner has separated the grounds fully between the PTAB and the ITC, relying
only on primary and combination references in the ITC that are not asserted in the
IPR, and Petitioner has withdrawn grounds that it could have raised in both venues.

Applying the Fintiv factors, (1) there is no stay at the ITC, but the district
court case is stayed, which is neutral; (2) the ITC trial date is imminent, but the
district court case is stayed; (3) the parties have invested in the ITC proceeding, but
such investment covers only three claims of the *737 patent; (4) significantly,
Petitioner has eliminated the overlap in references cited, and this IPR covers many
more claims than the ITC matter; (5) Petitioner and Real Parties-in-Interest are
Respondents in the ITC matter; and (6) Petitioner has established a strong case on
the merits, causing Patent Owner to disclaim 44 of the 55 claims in the *737 patent.
Under a holistic assessment of these considerations, in a case where both parties
were operating under the 2022 guidance and Patent Owner did not raise Fintiv in its
preliminary response, Petitioner respectfully submits that this IPR presents an

appropriate case for institution and resolution before the Board.
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