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IPR2024-01433 (’948 Patent) – Ground

Ground Challenged 
Claims

35 U.S.C. § References

I 1-7, 10-11, 13, 
18-19, 23, 29, 

and 35-36

103 PCT Publication & 
Austin-Lane

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Summary of the Arguments
 The ’948 Patent’s Challenged Claims are patentable because the PCT 

publication is not prior art. 

 The ‘948 Patent properly claims priority to at the 2009 Parent (Ex. 1106), 
which discloses the following disputed limitations under 35 USC § 112:

 “Determining a notification method” / “generating notification data” 

 “Providing an Alert” 

 Providing an alert to “the at least one external device.”
  

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The priority benefit disqualifies the PCT publication as prior art 
since the PCT shares the same disclosure as the 2009 Parent 
and was filed on the same day.  
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Overview of the ‘948 Patent and its 
2009 Parent 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Overview of the ’948 Patent: 
The ‘948 Patent Family Relationship

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The 2009 Parent and the PCT publication share the same disclosure, 
were filed on the same day, and claim priority to the 2008 provisional. 

POR at 4

alleged as 
prior art
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Overview of the ’948 Patent: the ‘948 Patent and 
its Family Members Disclosures 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alerts: The ’948 Patent and 2009 Parent disclose alerts 
generically while also providing non-limiting alert examples.  For 
example, the 2009 Parent discloses non-limiting visual and auditory 
alert examples: 

 

POR at 4-5 (citing 2009 Parent at ¶ 
¶ 23, 39, claim 9;  ‘948 Patent at 
2:42-44, 9:39-43)

Ex. 1106 (“2009 Parent”) at ¶ 39
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Overview of the ’948 Patent: the ‘948 Patent and 
its Family Members Disclosures 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining a 
Notification Method: 
The ’948 Patent and 2009 
Parent disclose what user 
device(s) to send the alert 
to and how to send the 
alert.
 

 
POR at 5 (citing Ex. 1106 (“2009 Parent”) at ¶ 39))

 As a non-limiting example, the 
2009 Parent discloses 
determining the user’s active 
device(s) based on session 
data and determining the 
protocol (HTTP). 

 The 2009 Parent also discloses 
user preferences that 
determines, for example,  
whether the alert is visual or 
auditory.

Patent Owner, Cyandia, Inc. - Ex. 2031, p. 7



// 8

Overview of the ’948 Patent: the ‘948 Patent and 
its Family Members Disclosures 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Providing an Alert on at Least One External Device: 
The ’948 Patent and 2009 Parent disclose that alerts are provided to active 
devices determined from session data.

 

POR at 8-9  (citing 2009 Parent at ¶ 
¶ 21, 39, ‘948 Patent at 20:65-21:2, 
21:8-11)

2009 Parent at ¶ 39

2009 Parent at ¶ 21
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The 2009 Parent Discloses:
“Determining a Notification Method” and 

“Generating a Notification Alert ”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Claim Construction: 
“Determining a Notification Method”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Construction: 
 Both parties agree that “determining a 

notification method” requires: 
 determining which external devices to send 

the alert to (aspect 1) and 
 how to send the alert (aspect 2).

 The parties dispute whether this limitation also 
requires determining how the alert will be 
presented on the external device (aspect 3).   

POR at 20-23; Pet. at 53

‘948 Patent at Claim 1

Aspect 3 is 
not required.

Aspect 3 is 
required.
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Claim Construction: 
“Determining a Notification Method”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR at 23 (citing Ex. 2023 at ¶¶ 
534-535); Sur-Reply at 7 

Petitioner’s proposed construction is inconsistent with 
its District Court construction:
 Petitioner’s district court construction does not require determining how to 

present an alert on the external device. POR at 23 (citing Ex. 2023 at ¶¶ 534-535); Sur-Reply at 5 n.1.

 Institution should be vacated:
 Petitioner does not provide any explanation for why it has taken different 

claim construction positions between the PTAB and district court.  Revvo Techs., Inc. 
v. Cerebrum Sensor Techs., Inc., No. IPR2025-00632, Paper 20 at 4-5 (P.T.A.B. Nov. 3, 2025) (precedential); Tesla, Inc., v. Intellectual Ventures II LLC, IPR2025-00340, 
Paper 18 at 3-4 (vacating the decision granting institution when Petitioner did not explain why its different claim construction positions were warranted).

“determining a notification method” is “based on the 
user preferences” that “generate[s] an alert . . . through 
different channels, e.g., emails, SMS”. Ex. 2023 at ¶ 534 (emphasis added).

Pet. District 
Court Expert
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Claim Construction: 
“Determining a Notification Method”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR at 23 (citing Ex. 2022 
(“Schmandt Tr. 1”) at 26:5-27:1)

Petitioner’s overly-narrow 
construction imports 
limitations and excludes 
embodiments:
 How an alert is presented on 

an external device can alert 
can be “implicit in the 
protocol.” 

 Nothing in the specification 
indicates an intention to limit 
the term “determining a 
notification method” such that 
it excludes these 
embodiments. 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining What Devices to Send the Alert to (Aspect 1): 
The 2009 Parent discloses determining the user’s active device(s) based on 
session data.

 

POR at 8-9, 24-25

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

Petitioner does not dispute written 
description support for this aspect. 
See, generally Reply.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Send the Alert (Aspect 2): 
The 2009 Parent describes a non-limiting HTTP protocol example while also disclosing 
other channel applications that present alerts via diverse protocols.

 

POR at ; Sur-Reply at 9-11; Reply at 
3

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

Petitioner does not dispute 
that web services gateway 
uses the HTTP protocol. Reply at 3.

2009 Parent at ¶ 39

Petitioner asserts that the  
2009 Parent discloses only a 
predefined HTTP protocol. 
Reply at 3.

The 2009 Parent discloses presenting alerts via “an 
email application” and a “text application,” which use 
different communications protocols (e.g., SMS (text 
message), SMTP (email message)).  Sur-Reply at 10
(citing 2009 Parent, Claim 7, ¶[0022].)

However:
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
The 2009 Parent discloses defining user preferences that control how 
information, including alerts, are presented to the user. 

 

POR at 24 (citing 2009 Parent, ¶ 20, 21, 323. 

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
The 2009 Parent discloses that the user may define user preferences that 
determine whether to provide “a visual or auditory alert in the channel.” 

 

POR at 24-25 (citing 2009 Parent, ¶ 34, 39). 

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
Petitioner’s expert admitted that the 2009 Parent discloses “user preferences” that define 
how information, including alerts, behaves on a particular external device platform:

 

POR at 26 (citing Schmandt Tr. 1 at 
52:7-20, 101:18-102:13 ); Sur-Reply 
at 11 (citing Schmandt Tr. at 1 0:3-
51:20, 53:6-19, 101:18-102:13)

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

Schmandt Tr. 1 at 52:7-20 Schmandt Tr. 1 at 101:18-102:13.  
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
User preferences disclosed in the 2009 Parent Are Tethered to Alerts. 

 

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

In reply, Petitioner argues 
that:

 The “user preferences” disclosed 
in the 2009 Parent are “generic 
[],    untethered from the alerts;” 
and that

 The 2009 Parent “discloses only 
generic preferences without tying 
them in any way to the alert.” 

Sur-Reply at 12 (citing Reply at 14, 15). 

BUT

Determining How to Present an 
Alert
  Petitioner’s experts contradict 

SAP’s attorney argument:
 Mr. Schmandt confirmed that 

user preferences disclosed in 
the 2009 Parent define alert 
information; and

 Petitioner’s district court expert 
testified that a server 
determining a notification 
method based on user 
preferences was known in 
the art. 

Sur-Reply at 11 (citing Schmandt Tr. 
at  0:3-51:20, 53:6-19, 101:18-
102:13; Ex. 2023
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
The 2009 Parent also discloses channel applications that present alerts with 
different protocols. 

 

Sur-Reply at 10 (citing 2009 Parent 
at Claim 7,  ¶ 22) 

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

2009 Parent at Claim 7
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Determining How to Present an Alert (Aspect 3): 
It was well-known in the art to  “user preferences” determine alert types.

 

The 2009 Parent Discloses “Determining a 
Notification Method” Term Under Any Construction

Sur-Reply at 11 (citing Ex. 2023 at ¶ 
543)

Petitioner’s district court expert opines that 
generating an alert based on user preferences was 

known in the art.

Ex. 2023 at ¶ 543.

Patent Owner, Cyandia, Inc. - Ex. 2031, p. 20



// 21

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Because the 2009 Parent provides written description support for “determining a 
notification method,” it also provides support for “generating notification data:” 

Sur-Reply at 11 (citing Schmandt Tr. 
at 10:3-51:20, 53:6-19, 101:18-
102:13; Ex. 2023

The 2009 Parent Discloses “Generating Notification 
Data”
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The 2009 Parent Provides Written 
Description Support for the “Alert” And 
“Information” Terms

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Claim Construction: “Alert”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Construction: 
 Both parties agree that “alert” 

encompasses but does not 
require a particular alert type. 
 At institution, the also Board 

agreed that the “alert” may 
include “tactile, auditory, and 
visual information as 
possibilities but do not 
require any one type of 
information.” 

Sur-Reply 15-16 (citing POR at 11-
12); Reply at 19-20; Paper 13 at 15-
16

‘948 Patent at Claim 1
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Alerts: The 2009 Parent discloses several alert examples, 
including visual, auditory, text messages, and email messages:

 

The 2009 Parent Discloses an “Alert” 

Sur-Reply 10 (citing 2009 Parent at 
Claim 7, ¶ 22).

2009 Parent at ¶ 39.

Auditory and 
Visual Alerts

Email and 
Text Message 
Alerts
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The 2009 Parent Discloses an “Alert” 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

BUT
 “A claim can be broader than the embodiments disclosed 

therein.” PNC Bank, N.A. v. United Services Auto. Ass’n, No. IPR2021-01071, Paper 21 at 17 (P.T.A.B. Jan. 20, 2022). 
• The written description test does not require disclosing 

every embodiment within the scope of the claim. Falkner v. Inglis, 448 F.3d 
1357, 1366 (Fed. Cir. 2006); Hologic, Inc. v. Smith & Nephew, Inc., 884 F.3d 1357, 1361-63 (Fed. Cir. 2018) 

• Such as the case where the claim “encompasses but does not 
require” a particular embodiment. 3Shape A/S v. Align Tech., Inc., No. IPR2021-01120, Paper 15 at 19-20.   

Sur-Reply at 16-17; POR  at 12-15

Petitioner’s challenge rests on the 2009 Parent not 
expressly disclosing tactile alerts.  Reply at 18-19. 
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The 2009 Parent Discloses an “Alert” 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

BUT
 The existing knowledge in 

the art, the content of the 
existing art, and 
predictability of the 
technology show that the 
2009 Parent supports the 
generic “alert” term, which 
encompasses but does not 
require tactile alerts. Sur-Reply at 
18-21 (citing Ariad Pharms., Inc. v. Eli Lilly & Co., 598 F.3d 
1336, 1351 (Fed. Cir. 2010).

Sur-Reply at 18-21

Petitioner’s challenge rests on the 2009 Parent not 
expressly disclosing tactile alerts.  Reply at 18-19. 

Sur-Reply at 19
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The 2009 Parent Discloses an “Alert” 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
Sur-Reply at 19-20

 The content of the existing art included server-based 
tactile alerts presented on end user devices:
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The 2009 Parent Discloses “User-Centric Information” 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sur-Reply at 21

‘948 Patent at Claim 1
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The 2009 Parent Discloses Providing an 
Alert to “at Least One External Device”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR at 31-33 (Citing Ex. 2007 at 
616-17)

The 2009 Parent Discloses Providing an Alert to “At 
Least One External Device”

Providing an alert to the user’s 
active device(s)
 The Challenged Claims require 

providing an alert to external 
device(s) based on “session data.

 Session data signifies active 
device(s).  

 Therefore, providing an alert on 
“at least one external device” 
refers to user’s external device(s) 
that are active.

2007 at 616

2007 at 615

‘948 Patent at Claim 1

Session data signifies 
active devices
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POR at 8-9, 33-34

The 2009 Parent Discloses Providing an Alert to “At 
Least One External Device”

The 2009 Parent discloses providing an 
alert to “the active devices” of a user 
based on session data.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sur-Reply at 2-3

The 2009 Parent Discloses Providing an Alert to “At 
Least One External Device”

Petitioner in reply concedes written description 
support.  Petitioner does not dispute that the 
user’s active device(s) receive the alert(s). 

Sur-Reply at 2-3
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The 2009 Parent Provides Written 
Description Support for All Other Claim 
Limitations

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner, Cyandia, Inc. - Ex. 2031, p. 33



// 34

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

All Other Claim Limitations: The 2009 Parent provides written 
description support for all of the uncontested claim limitations. 

 

The 2009 Parent Provides Written Description 
Support for all Other Uncontested Limitations

POR at 37-43.

 Petitioner’s obviousness analysis 
affirms written description support 
because Petitioner relies on the 
PCT publication’s disclosure—
“substantively identical to the May 
2009 parent application, containing 
the same drawings and 
specification”–for these limitations. 
POR at 43 (citing Pet. at 32). 
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