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Pursuant to the Board’s October 17, 2025 e-mail, Petitioner submits this reply 

brief on the construction of “single sample volume.”  See EX3003.   

As PO’s supplemental brief confirms, PO has unambiguously abandoned any 

attempt to put a narrowing spin on the term “single sample volume.”  As shown in 

the table below, in a rather startling turnabout, PO originally asserted that “the 

claimed ‘single sample volume’ does not include a volume that is subsequently 

partitioned into droplets” but now asserts that “the term single ‘single sample 

volume’ by itself can include ‘volumes that are subsequently partitioned into 

droplets:’” 

PO’s position in Patent Owner’s 
Response 

(Paper 17 at 26) 

PO’s position in Supplemental Claim 
Construction Brief 

(Paper 29 at 5) 

“For example, the amendments clarify 
the claimed ‘single sample volume’ 
does not include a volume that is 
subsequently partitioned into droplets, 
but, consistent with the express claim 
language, is where the reaction occurs 
(e.g., a droplet or well).”  

“Indeed, PO agrees with Petitioner that 
the term ‘single sample volume’ by 
itself can include ‘volumes that are 
subsequently partitioned into droplets.’” 
(emphasis in original) 

While PO’s reversal is stark, PO ultimately had little choice but to abandon 

its attempt to narrow the interpretation of “single sample volume.”  This is because, 

as Petitioner explained in its supplemental brief, there is overwhelming evidence in 

the claim language, specification, and file history confirming that PO’s narrowed 

interpretation is without merit.  See Paper No. 25 at 4-8.  Bio-Rad had presented this 
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evidence—which is supported by expert witness testimony—many times before.  

See Paper No. 9 at 1-3; Paper No. 20 at 9-11; EX1043 ¶¶ 12-16.  And each time, PO 

ignored it.   

Now, in its supplemental brief, the only thing PO presents is attorney 

argument that “the term ‘separation’ in the ’921 Patent claims, specification, and 

prosecution history clearly relates to the ‘use of beads or a solid phase,’ not to 

forming droplets through a purported ‘separation’ process.”  Paper No. 29 at 9.  PO, 

however, ignores that the specification treats “separation” as a distinct concept from 

beads or a solid phase, stating “the invention could be used with separation, beads, 

or a solid phase, if desired.”  EX1001 at 36:4-6.  If “separation” were the same thing 

as the use of beads or a solid phase, the specification would not treat it as a distinct 

concept in this manner.   

Although Petitioner had presented its arguments based on the specification’s 

disclosure that “separation” need not be used in its pre-institution reply, see Paper 

No. 9 at 1-2, PO presented no rebuttal at all in its Patent Owner’s response, let alone 

responsive expert witness testimony.  The expert witness testimony of Petitioner’s 

expert, Dr. Carl Batt, on this point thus now stands unrebutted.  See EX1043 

¶¶ 14-15.  In any event, PO ultimately concedes that its arguments are unimportant 

because it “agrees ‘single sample volume’ is broad.”  Paper No. 29 at 9.   
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Rather than fully respond to PO’s arguments on the merits, PO spends its 

energy arguing about something the Board never asked the parties to brief.  

Specifically, PO argues that even if the term “single sample volume” is given its 

plain and ordinary meaning, the claims further recite a “wherein” clause requiring 

that “the analytes are amplified in the single sample volume.”  See id. at 1-2, 6-7.  

Ostensibly, PO raises this in its supplemental brief because it wants to argue that the 

“wherein” clause is not disclosed in Larson such that Larson does not anticipate for 

the purposes of Ground 1 of the Petition.  See id. at 1.  

As Petitioner has explained, however, Larson indeed discloses the claimed 

“wherein” clause in ¶¶ 79 and 193.  See Paper No. 20 at 23; EX1043 ¶ 34.  PO never 

meaningfully addresses this disclosure.  In its PO sur-reply, PO at most argues in 

passing that Petitioner’s reliance on ¶¶ 79 and 193 “misses the point of PO’s actual 

arguments, which is that Larson does not disclose detecting at least three targets in 

a droplet using fewer colors.”  Paper No. 27 at 20.  If anyone has missed the point, 

however, it is PO.  Indeed, as the Petition makes clear, Ground 1 does not rely upon 

a “droplet” as the claimed “single sample volume.”  See Petition at 29-32, 51.  So, 

with respect to Ground 1, whether Larson discloses “at least three targets in a 

droplet” is irrelevant, a point that Petitioner will further address at the oral argument 

on this matter.  
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Dated:  November 7, 2025 Respectfully submitted, 
 
/Derek C. Walter/ 

 Derek C. Walter 
Lead Counsel for Petitioner 
Reg. No. 74,656 
Jones Day 
555 California Street, 26th Floor 
San Francisco, CA 94104 
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