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Topics

2

1.  The ’921 Patent and challenged claims

2.  Caltech’s responses to Grounds

3.  Dr. Struhl’s testimony should be credited

4.  Caltech’s motion to strike

5.  Construction of “single sample volume”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

3

1.  The ’921 Patent and challenged claims are 
patentable.

2.  Caltech’s responses to Grounds

3.  Dr. Struhl’s testimony should be credited

4.  Caltech’s motion to strike

5.  Construction of “single sample volume”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Claim 1: 

The ’921 Patent and the Challenged Claims

4

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Paper 17 at 14-15; EX1001 at page 1, claim 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



M, F, and coding scheme

5Paper 17 at 8-10; EX1001 at table 3, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



All grounds are based on Bio-Rad’s theory that Larson teaches M≥3 and F≥2

6Paper 17 at 12; Paper 1 at 1, 24-29; Paper 20 at 14-15; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

_________
_________

__________________________
_____________________________

Bio-Rad:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The claim language regarding plural “components” supports M≥3 and F≥2

7Paper 27 at 11-12; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

“In accordance with common English usage, we 
presume a plural term refers to two or more items.”

Apple Inc. v. MPH Techs. Oy, 28 F.4th 254, 261
(Fed. Cir. 2022)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Struhl confirmed M≥3 and F≥2

8

EX1044 at 197:11-14; EX2018 at ¶47

Dr. Struhl:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Board relied on Bio-Rad’s M≥3 and F≥2 theory in Larson

9Paper 17 at 12-13; Paper 11 at 30-33; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Institution Decision:

***

_________

____________

_______________

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Detecting combinations of analytes in single sample volume

10Paper 17 at 8-10; EX1001 at table 3, table 4, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

TABLE 4 (excerpt)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Detecting combinations of analytes in single sample volume

11Paper 25 at 5; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Bio-Rad:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Construction of “single sample volume” = plain and ordinary meaning

12

The Board “need only construe terms that are in controversy, and only to 
the extent needed to resolve the controversy.”

- Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d, 1017 (Fed. Cir. 2017)

Paper 29 at 5-6; Paper 33 at 2-3

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Detecting combinations of analytes in single sample volume

13Paper 11 at 33 (citing Paper 9 at 1-2; citing Paper 10 at 3); Paper 30 at 1; Paper 33 at 1; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Institution Decision:

Caltech:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Claim 1 also requires that “the analytes are amplified in the single sample volume.”

14Paper 11 at 33 (citing Paper 9 at 1-2; citing Paper 10 at 3); Paper 30 at 1; Paper 33 at 1; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Institution Decision:

Caltech:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Larson discloses that the analytes are amplifies in a droplet

15

In Larson, the “single sample volume” must be a “droplet,” and 
Larson teaches diluting the sample such that there is only one 
target per droplet.

Paper 17 at 17 (citing EX1017, ¶¶44-45; EX2018, ¶55; EX2017, 100:9-21, 127:12-130:4, 136: 4-10)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

16Paper 17 at 30; Paper 29 at 7; EX2018 at ¶¶ 30, 37-49, 90-92; EX1001 at  36:58-67, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Struhl:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

17EX1002 at ¶42; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

18EX1002 at ¶42; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

19Paper 1 at 4-5; Paper 25 at 5; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Bio-Rad:

____________

__________________________

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

20

1.  The ’921 Patent and challenged claims

2. Bio-Rad failed to meet its burden of demonstrating 
unpatentability under any of its alleged grounds.

3.  Dr. Struhl’s testimony should be credited

4.  Caltech’s motion to strike

5.  Construction of “single sample volume”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Grounds in Petition

21

Claims 1-10, 13-19Alleged anticipation by Larson (US 2011/0250597) under pre-AIA 35 
U.S.C. § 102Ground 1

Claims 4, 6, 7, 14-19Alleged obviousness over Larson under pre-AIA 35 U.S.C. § 103Ground 2

Claims 1-10, 12, 19Alleged obviousness over Larson in view of Saxonov (US 2013/0040841) 
under pre-AIA 35 U.S.C. § 103 Ground 3

Claim 11
Alleged obviousness over Larson in view of Saxonov and Silverbrook (US 
2011/0312704) under pre-AIA 35 U.S.C. § 103 Ground 4

Paper 1 at 12, 13, 19, 21

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Ground 1: Bio-Rad’s Arguments are Factually and Legally Flawed

22

1.  Bio-Rad cannot meet its burden to show Larson anticipates claim 1:

Bio-Rad ignores claim 1’s plain language and the understanding of a POSA as established by Bio-
Rad’s own expert, in favor of non-binding extrinsic evidence (PO’s infringement contentions)

2.  Dr. Batt’s testimony regarding infringement contentions should not be credited:

Dr. Batt was unaware of, and did not apply, the correct legal standard to interpret the ’921 Patent 
claims in light of such non-binding extrinsic evidence

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

23EX1002 at ¶42; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting 

the presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as 

a value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F 
wavelength components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting 
the presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as 

a value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F 
wavelength components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting 
the presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as 

a value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F 
wavelength components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s theory replaces the claim language with non-binding extrinsic evidence

24

Bio-Rad’s Ground 1 anticipation theory for “the analytes are amplified in the single 
sample volume” is improperly based solely on PO’s infringement contentions:

Paper 1 at 31-32; Paper 17 at 33; EX1002

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Infringement contentions are of limited value

25

“We do not regard the infringement contentions in the District Court as a claim 
construction proposed by Patent Owner in the proceeding before us.”

- Intex Recreation Corp. v. Bestway (USA), Inc., No. IPR2019-00454, Paper 34 at 11 (PTAB June 22, 2020)

Extrinsic evidence “of what a party [allegedly] subjectively thought was a proper 
construction is of limited value.”

- Great W. Cas. Co. v. Intell. Ventures II LLC, IPR2025-01706, Paper 69 at 13 (PTAB Feb. 14, 2020)

Paper 17 at 25; Paper 29 at 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt did not know the proper legal standard for evaluating extrinsic evidence

26Paper 17 at 26; Paper 29 at 8; EX2017 at 47:8-49:11

Dr. Batt:

***

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Ground 2: Bio-Rad’s Arguments Lack Merit

27

1.  Dr. Batt agrees with Caltech that Larson’s goal is one target per droplet and that Larson teaches many 
problems associated with multiple occupancy.

2.  Dr. Batt did not properly analyze motivation to modify Larson in view of Larson’s admitted teachings 
on the difficulties of multiple occupancy.

3.  Bio-Rad should not be permitted to shift its theories and rely on new evidence after failing to meet its 
burden to establish obviousness in the Petition.

4.  Bio-Rad’s current representations to the Board about Larson’s teachings, for purposes of attacking 
the ’921 Patent, entirely contradict those it made in a in a different IPR for purposes of preserving 
Larson’s validity.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s theory: Larson FIG 9 and ¶121 teach M≥3, F≥2, and coding

28Paper 1 at 53-57; Paper 17 at 46-54; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Bio-Rad:

__________

______

______

_____

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s theory: Larson FIG 9 and ¶121 teach M≥3, F≥2, and coding

29Paper 1 at 53-57; Paper 17 at 46-54; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Bio-Rad:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Larson’s FIG 9 and ¶121 do not teach multiple occupancy

30Paper 17 at 50; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Caltech:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Larson’s FIG 9 and ¶121 do not teach multiple occupancy

31Paper 17 at 53-54; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Caltech:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Larson’s FIG 9 and ¶121 do not teach multiple occupancy

32Paper 27 at 14; EX2017 at 114:13-25; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Larson’s FIG 9 and ¶121 do not teach multiple occupancy

33Paper 27 at 14; Paper 17 at 53; EX2017 at 113:10-19; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s bigger problem: Larson’s “goal” is single-occupancy droplets

34

Paper 27 at 3-6; EX2017 at 129:13-130:4; id. at 106:6-22, 107:18-108:3, 127:6-11, 
127:6-11;  EX2025 at 39:12-19, 50:19-23 14; accord EX2018 at ¶¶76, 108-119

Dr. Batt

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt explains why Larson’s goal is single-occupancy droplets

35Paper 27 at 3-6; EX2017 at 182:4-183:18; accord EX2018 at ¶¶52, 55, 58, 105

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt explains how Larson achieves single-occupancy droplets

36Paper 27 at 5-6; EX2017 at 103:21-104:11, 168:21-169:23

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s representations in a different IPR concerning a patent related to 
(continuation of) Larson

37Paper 33 at 4-5; Dropworks, Inc. v. Bio-Rad Labs., Inc., IPR2021-00212, Paper 6 at 36 (PTAB Mar. 8, 2021)

Larson (US 2011/0250597)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad argued a key aspect of Larson’s disclosure is having one target per 
droplet

38Paper 33 at 4-5; Dropworks, Inc. v. Bio-Rad Labs., Inc., IPR2021-00212, Paper 6 at 36 (PTAB Mar. 8, 2021)

Bio-Rad:

_____________________

_____________________________________________

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad argued that in Larson’s disclosure, each droplet “must” contain “only 
one” target

39Paper 33 at 4-5; Dropworks, Inc. v. Bio-Rad Labs., Inc., IPR2021-00212, Paper 6 at 36 (PTAB Mar. 8, 2021)

Bio-Rad:

_____________________

____________________________________________________________

____________________________________________________________

____________________________________________________________

____________________________________________________________

_____________________________________________

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt’s reasons for modifying Larson should be rejected

40Paper 17 at 54-62; EX1002 at ¶338; EX2017 at 176:19-23, 221:4-8 

Dr. Batt:

Dr. Batt’s second, contradictory theory is to decrease 
dilution to increase multiple occupancy, which Larson 
teaches away from:

Dr. Batt’s first theory is to maintain dilution but acquire 
data from rare multi-analyte droplets, which wouldn’t 
affect cost:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt did not consider the drawbacks of modifying Larson

41Paper 27 at 14-15; EX2017 at 183:19-185:15

“The Board must weigh the benefits and drawbacks of the modification against each other, to determine 
whether there would be a motivation to combine.”

- Arctic Cat Inc. v. Polaris Indus., Inc., 795 Fed. App’x 827, 833 (Fed. Cir. 2019) (emphasis added)

Dr. Batt:

***

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The improperly raised new embodiment of Larson also fails

42Paper 27 at 11; EX2025 at 42:24-43:4

The Board should not consider FIG. 11a and ¶¶130-31 of Larson because 
Petitioner did not raise them in the Petition.  See Petitioner’s Motion to 
Strike (Paper 26).

Even if considered, Larson’s new embodiment does not teach 
unambiguously detecting at least three targets in a single sample volume 
using less colors channels:

• Petitioner alleges Larson’s disclosure of a “very small peak…at 
~0.9 V…corresponded to droplets occupied by both genes” 
teaches the “unambiguous detection of multiple analytes in a 
single droplet” but conceded this peak is “not visible on the scale 
of FIG. 11a.” Paper 20 at 15 (emphasis added).

• FIG. 11a uses only one channel to ostensibly detect two targets.  
EX2025, 42:24-43:6, 72:9-73:5.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Ground 3: Bio-Rad’s Arguments Lack Merit

43

1. Ground 3 is deficient for same reasons as Grounds 1 and 2: Larson does not disclose unambiguously 
detecting three targets in a single droplet using two color channels, and Saxonov does not cure this 
deficiency.

2. The disclosures of Saxonov relied on in the Petition are not prior art.

3. Petitioner improperly raised new arguments regarding Saxonov FIG. 4 and ¶¶20, 41.

4. There is no motivation to combine the new portions of Saxonov with Larson.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



The Board correctly found the Petitioned portions of Saxonov are not prior art

44

The disclosures of Saxonov relied on in the Petition are not prior art.

Petitioner’s Reply does not attempt establish otherwise.

Paper 11 at 26-29

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Even if the improperly raised portions of Saxonov are considered, Petitioner’s 
motivation to combine argument is deficient

45Paper 27 at 16-17; EX1043 at ¶¶30, 37

Dr. Batt:

While Petitioner asserts Larson and Saxonov disclose the same “exact” scheme, Petitioner does not explain why any similarities 
between Larson’s FIG. 11a and Saxonov’s FIG. 4 would have motivated a POSA to combine Larson and Saxonov.

- See Microsoft Corp. v. Enfish, LLC, 662 Fed. Appx. 981, 990 (Fed. Cir. 2016) (asserting references are similar is insufficient).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Petitioner has not established a motivation to combine Saxonov with Larson

46Paper 27 at 14-15; EX2025 at 70:22-79:5

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

47

1.  The ’921 Patent and challenged claims

2.  Caltech’s responses to Grounds

3.  Dr. Struhl’s testimony should be credited.

4.  Caltech’s motion to strike

5.  Construction of “single sample volume”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticism’s of Dr. Struhl’s testimony should be rejected

48

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticisms of Dr. Struhl’s testimony should be rejected

49

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Priority date:  Dr. Struhl’s declaration set forth the patent’s priority date (i.e., the “relevant timeframe”)

50
Paper 27 at 24-28; EX2001 at ¶¶ 14, 17, 22, 23   

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Struhl confirmed that he relied on the correct priority date

51
EX1044 at 193:23-195:4; Paper 27 at 24

Dr. Struhl: 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticism’s of Dr. Struhl’s testimony should be rejected

52

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Historical perspective: Dr. Struhl applied the correct legal analysis

53
Paper 27 at 24-28; EX2001 at ¶¶ 13, 16

As required, Dr. Struhl considered the thinking of a POSA guided by the prior art 
and then-accepted wisdom in the field. 
- In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000).  

Dr. Struhl: 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Batt did not do a historical perspective either

54

Paper 27 at 25-26; EX2025 at 19:6-18 

Dr. Batt: 

If Dr. Struhl’s testimony is discounted based on not doing a “historical perspective,” 
Dr. Batt’s should be as well because he also did not do one.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticism’s of Dr. Struhl’s testimony should be rejected

55

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Claim construction standard: Dr. Struhl used the correct standard

56
EX2018 at ¶¶20-21; Paper 27 at 26-27

Dr. Struhl: 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Struhl understood the claims (e.g., “components”)

57
EX2018 at ¶38; Paper 27 at 26-27; EX1044 at 97:16-22.

Dr. Struhl: 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticism’s of Dr. Struhl’s testimony should be rejected

58

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Struhl’s familiarity with the infringement contentions is unimportant

59

“We do not regard the infringement contentions in the District Court as a claim 
construction proposed by Patent Owner in the proceeding before us.”

- Intex Recreation Corp. v. Bestway (USA), Inc., No. IPR2019-00454, Paper 34 at 11 (PTAB June 22, 2020)

Extrinsic evidence “of what a party [allegedly] subjectively thought was a proper 
construction is of limited value.”

- Great W. Cas. Co. v. Intell. Ventures II LLC, IPR2025-01706, Paper 69 at 13 (PTAB Feb. 14, 2020)

Paper 17 at 25; Paper 29 at 8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Bio-Rad’s criticism’s of Dr. Struhl’s testimony should be rejected

60

1.  Priority date:  Dr. Struhl applied the correct concept of priority date, and refers to this as the “relevant timeframe.”

2.  “Historical perspective”:  Dr. Struhl performed at least the same analysis as Bio-Rad’s expert.

3.  Claim construction standard and understanding the claims: Dr. Struhl’s applied the correct standard.

4.  Familiarity with PO’s infringement contentions:  Dr. Struhl’s purported lack of familiarity PO’s the infringement contentions 
does not render his opinions unreliable.

5.  Familiarity with the Petition: Dr. Struhl reviewed the correct IPR Petition.

Paper 27 at 24-28 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Dr. Struhl was familiar with the Petition

61
EX1044 at 190:23-192:5; Paper 27 at 27

Dr. Struhl: 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

62

1.  The ’921 Patent and challenged claims

2.  Caltech’s responses to Grounds

3.  Dr. Struhl’s testimony should be credited

4.  Caltech’s motion to strike should be granted.

5.  Construction of “single sample volume”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Caltech’s motion to strike should be granted

63

1.  Larson, FIG. 11a and ¶¶130-31

2  Saxonov, FIG. 4 and ¶¶20, 41
Corresponding Saxonov Provisional, 5:19-6:3, 9:14-15, 10:18-11:13, 15:12-17:3

3.  Dr. Struhl’s testimony concerning the above, which was outside the scope of direct

Paper 26 at 1-4

Bio-Rad’s new arguments and evidence in its Reply should be stricken:

A “challenger [is] obliged to make an adequate case in its Petition and the 
Reply [is] limited to a true rebuttal role.” 
- Ariosa Diagnostics v. Verinata Health, Inc., 805 F.3d 1359, 1367 (Fed. Cir. 2015) (emphasis added).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Petitioner’s discussion of Larson FIG. 11a and ¶¶130-31 should be stricken

64

Petition: relies on Larson ¶¶121, 141 and FIG. 9C to argue Larson alone or combined with Saxonov 
teaches unambiguously detecting three analytes in a droplet using two colors.

POR: establishes FIG. 9C is directed to single-occupancy droplets and Petitioner’s rational for modifying 
Larson alone or in view of Saxonov is deficient.

Reply: relies for the first time on a completely different embodiment of Larson (¶¶130-31 and FIG. 11a) 
and new theory based on identifying two targets with one color.

Paper 26 at 1-9; Paper 1 at 53; Paper 17 at 27-29, 51-62; Paper 20 at 15-16.

Petitioner impermissibly relies on new portions of Larson to fill gaps identified in the 
PO Response:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Petitioner’s discussion of Saxonov FIG. 4 and ¶¶20, 41 should be stricken

65

Petition: cites Saxonov FIG. 4 only one time for proposition that Saxonov discloses using probes labeled with the 
same color at different intensities to distinguish among different polynucleotide analytes.

PO response: because the Board found Petitioner failed to establish the relied-upon portions of Saxonov qualify as 
prior art, PO’s Response did not discuss Saxonov FIG. 4 and ¶¶20, 41.

Reply: newly asserts that FIG. 4 is “substantively identical to the one disclosed in Figure 11a of Larson” as to provide 
an alleged motivation to combine Larson and Saxonov.

Paper 26 at 9-10; Paper 1 at 14; Paper 11; Paper 17 at 27, 40, 63; Paper 20 at 18-22

Petitioner impermissibly relies on new portions of Saxonov to argue a new 
“motivation to combine” theory for the first time in Reply:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Petitioner’s discussion of Dr. Struhl’s objectional testimony regarding the new 
embodiments of Larson and Saxonov should be stricken for the same reason

66

1.  Larson, FIG. 11a and ¶¶130-31

2  Saxonov, FIG. 4 and ¶¶20, 41
Corresponding Saxonov Provisional, 5:19-6:3, 9:14-15, 10:18-11:13, 15:12-17:3

3.  Dr. Struhl’s testimony concerning the above, which was outside the scope of direct

Paper 26 at 1-4

Bio-Rad’s new arguments and evidence in its Reply should be stricken:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

67

1.  The ’921 Patent and challenged claims

2.  Caltech’s responses to Grounds

3.  Dr. Struhl’s testimony should be credited

4.  Caltech’s motion to strike

5.  Construction of “single sample volume” is not 
necessary; but Larson only discloses a “droplet” as 
“single sample volume.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Detecting combinations of analytes in single sample volume

68Paper 11 at 33 (citing Paper 9 at 1-2; citing Paper 10 at 3); Paper 30 at 1; Paper 33 at 1; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Institution Decision:

Caltech:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

69Paper 17 at 30; Paper 29 at 7; EX2018 at ¶¶ 30, 37-49, 90-92; EX1001 at  36:58-67, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Struhl:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

70EX1002 at ¶42; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

71EX1002 at ¶42; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Dr. Batt:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Analytes are amplified in the same single sample volume where detected

72Paper 1 at 4-5; Paper 25 at 5; Paper 29 at 7; EX1001, claim 1

Claim 1: 
1. An assay that is capable of unambiguously detecting the 

presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

1. An assay that is capable of unambiguously detecting the 
presence or absence of each of at least M analytes,
wherein each of said at least M analytes is encoded as a 

value of one component of a fluorescent signal, thereby 
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength 
components, and

wherein said assay is capable of unambiguously 
detecting the presence or absence of each of said at least M 
analytes, in any combination of presence or absence, in a 
single sample volume, based on detection of said F 
wavelength components, when M is greater than F,
wherein the assay does not require the use of mass 
spectrometry or immobilization of said at least M analytes, 
and

wherein the analytes are amplified in the single sample 
volume.

Bio-Rad:

____________

__________________________

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Key Term: “the analytes are amplified in the single sample volume”

73

The Board “need only construe terms that are in controversy, and only to the extent 
needed to resolve the controversy.”

- Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d, 1017 (Fed. Cir. 2017)

Paper 29 at 5-6; Paper 33 at 2-3

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Topics

74

1.  The ’921 Patent and challenged claims are patentable.

2.  Bio-Rad failed to meet its burden of demonstrating unpatentability 
under any of its alleged grounds.

3.  Dr. Struhl’s testimony should be credited.

4.  Caltech’s motion to strike should be granted.

5.  Construction of “single sample volume” is not necessary; but Larson 
only discloses a “droplet” as “single sample volume.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



75

Questions?

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE




