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“single sample volume”

Claim Term Bio-Rad’s Proposed Plaintiffs’ Proposed

Construction Construction

(P 1 0 o . . .
single sample volume Plain and ordinary meaning The “claimed ‘single sample

volume’ does not include a
volume that is subsequently
partitioned into droplets, but,
consistent with the express claim
language, is where the reaction
occurs (e.g., a droplet or well).”
POR at 17.



PO’s Original Infringement Contentions

“Single sample volume” may include a volume that is “subsequently” partitioned

Petition at 30 EX1012 at 20
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PO’s Proposed Amended Infringement Contentions

PO belatedly sought to narrow claim scope

THE COURT: At page seven, Plaintiffs proposed renovi ng
all 1 nstances of "the detection is perforned in a single-
sanpl e volune that 1s subsequently partitioned into
mul ti ple droplets" and replacing such instances with "the
anal ytes are anplified in the single sanple vol une, such
as in a droplet or well." That's not del eting and | eavi ng
the -- one -- you know, the second alternative or the
first alternative in there. It’s changing it.

EX1045 at 10:5-13



Patent Owner’s Response

PO confirms that its proposed amendments sought to narrow claim scope

Reply at 9-10 POR at 26
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District Court Hearing On Motion To Amend Contentions

PO disavows narrowing construction of “single sample volume”

MR. SALEN: Your Honor, | don't know that the PTAB stated a claim
construction, but we certainly don't have any issue with arguing the
invalidity -- we don't take any point -- the Defendants argued in
their IPR briefing and -- in the petition, and also the PTAB

recogni zed that there are two different ways to read that claim And
we don't -- we're not trying to narrow a claimconstruction in the

| PR based on our infringenent contentions. Wiat we're saying —

THE COURT: Yeabh.

MR. SALEN: -- is that we don't have any evidence that one of those
two alternatives actually occurs in the products. Those to us are
different things. So we're not trying to narrow sonething -- we're

not trying to narrow construction. We're adjusting the way we're
readi ng that claim

Supp Claim Construction Br. at 3 EX1045 at 12:16-13:4




District Court Hearing On Motion To Amend Contentions

PO disavows narrowing construction in district court

THE COURT: kay. All right. Let ne just nove on and -- nake sure | get an answer to
t he question about the construction. So the construction that the PTAB assuned, you
woul d be fine adopting that for purposes of anything in the case? The two
enbodi nents are within the scope. So whether it's invalidity or sonething, | --
what we — what |'m wondering is, is there an Q2 Mcro problem here where you're
ultimately going to end up asking the jury to interpret it if you don't do
sonet hing i n advance?

MR. SALEN: | nean, we think plain and ordinary neaning is the right --

THE COURT: But that doesn't tell nme anything. What does plain and ordinary neani ng
mean?

MR. SALEN:. Yes, your Honor, is the answer. Yes. W don't have a problemw th the
reading of the claimthe way that the PTAB has done it. W're not trying to undo

sonet hing --

THE COURT: kay.

MR, SALEN. -- that's been done in invalidity. We're just trying to clarify how we're
reading the claimfor the infringenent based on the evidence that we've seen in the
case.

Supp Claim Construction Br. at 4 EX1045 at 19:23-20:19



District Court Hearing On Motion To Amend Contentions

PO waived any narrowing construction

THE COURT: ...Is that your plan? That you get this
amendnent, and then you go to the PTAB, and you say,
“Oh, our narrower interpretation and our narrower
i nfringenent theory has been bl essed, and we've been
al lowed to proceed, so we no | onger have this broader
interpretation.” |Is that the plan?

MR. SALEN. No, your Honor, our -- nothing has changed
fromhow we're arguing in the IPR and nothing wll
change how we' ve been arguing in the |IPR

Supp Claim Construction Br. at 10 EX1045 at 56:14-21
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PO’s Supplemental Claim Construction Brief

PO disavows narrowing construction

Supp Claim Construction Br. at 1 PO’s Resp CC Br. at 5
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PO’s Supplemental Claim Construction Brief

PO disavows narrowing construction

Supp Claim Construction Br. at 1 PO’s Resp CC Br. at 5
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Claim 1 of the 921 Patent

Claim language does not limit “sample volume”

1. An assay that is capable of unambiguously detecting the
presence or absence of each of at least M analytes,

wherein each of said at least M analytes is encoded as a
value of one component of a fluorescent signal, thereby
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength
components, and

wherein said assay is capable of unambiguously detecting

thna smmacnnan Awr alhonnman Af Aannlh AF canid at lanat NA

Petition at 23 EX1001 ('971 Patent) at Claim 1
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’921 Patent Specification

Confirms that volume can be “tube or a bottle”

Reply at 10 EX1001 ('971 Patent) at 38:63-65
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’921 Patent Specification

Confirms that separation need not be used

Reply at 10 EX1001 ('971 Patent) at 36:4-6
Supp Claim Construction Br. at 6 EX1001 ('971 Patent) at 36:2-3
Supp Claim Construction Br. at 6 EX1001 (‘971 Patent) at 1:56-57
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Dr. Batt

Confirms that separation need not be used

Petitioner’s Expert:
Carl Batt PhD

Supp Claim Construction Br. at 6 EX1043 Batt Decl. 9 14
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Bio-Rad’s Proposed Plaintiffs’ Proposed
Construction Construction

Claim Term

“F” Can be 1 or greater. Must be 2 or greater.

16



Claim 1 of the 921 Patent

Imposes no limits on minimum value of F

Petition at 23 EX1001 ('971 Patent) at Claim 1
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Confirms that “F could be 1”

Q OCkay. Now, is there anything in the claimlanguage
that places any further constraints on the val ue of
F?

A | don't think in the claimright here, there is no --
there is no nunber to put the Mand F.

Q OCkay. So you agree that in the claim as the claimis
witten F can take on a val ue of 1?

A. According to -- inthis claim F could be 1.
And then M coul d be 2?
A. Mcould be 2, yes.

PO’s Expert:
Kevin Struhl PhD

(@)

Reply at 8 EX1044, Struhl Depo. 85:9-22 (objections omitted)
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’921 Patent Specification

Teaches “single color coding scheme”

Petition at 23 EX1001 ('971 Patent) at Claim 1
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Agrees that specification’s single-color approach can be used for 921 patent claims

Q Okay. Now, is this idea, that's laid out in Colum 22
and in Paragraph 43, is that an approach that can be
used for the clained invention of the ‘921 patent?

A. Yes.
Q Do you know? It is?
A. Yes. | don't see why not. Way you wouldn't -- you

couldn't do that.

PO’s Expert: Reply at 8 EX1044, Struhl Depo. 68:15-23
Kevin Struhl PhD
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Agrees that specification’s approach can be used with just two analytes

Q Okay. We'll cone back to that, but |’mjust asking
about Columm 22, Lines 18 to 37. You could do that

wth two anal ytes, right?

A. You could put two different intensities in, yes.

Q You could put the first intensity, 1, and the second
intensity, 2, right?

A. Yeah, you could. You put the two intensities in
there, but this has to be done in the context of a
PO’s Expert: whol e bunch of analytes floating around in there.

Kevin Struhl PhD

Reply at 8 EX1044, Struhl Depo. 70:16-71:1
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Excluding preferred embodiments is “rarely, if ever correct”

“A claim construction that excludes a preferred embodiment...is rarely, if
ever correct and would require highly persuasive evidentiary support.”

Epos Techs. Ltd. v. Pegasus Techs. Ltd., 766 F.3d 1338, 1347 (Fed. Cir. 2014) (cleaned up)
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Grounds 1 and 2: Invalidity In View Of Larson
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PO’s Infringement Allegations

Relies upon several coding tables

Petition at 11-12 EX1012 at 11
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PO’s Sur-Reply

Relies upon district court infringement contentions for non-obviousness

Sur-reply at 23-24
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Larson

Discloses allegedly infringing approach

[0140] Another method of the invention involves perform-
ing higher-plex assays using multiple different probe colors
(i.e. fluorophores), however unlike the strategy above where
each target is identified by single type of probe with a unique
color and intensity, instead in this method a single target may
be identified by multiple probes that constitute a unique sig-
\ nature of both colors and intensities. For example, a single

\ . . . .
—— let might contain four different probes for measuring
\ nt taraonte fecaxr T'1T T and T2 Tixra nralhoc miaht
g \
Petition at 11-12 EX1012 at 11
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Larson

Teaches unambiguous detection of far more than just three targets
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Patent Owner’s Response

Relies upon theory that “single sample volume” is limited to a droplet

Reply at 17; Supp CCBr. at 1 POR at 27-28
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Patent Owner’s Sur-Reply

Relies upon theory that “single sample volume” is limited to a droplet

Sur-Reply at 19
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PO’s Original Infringement Contentions

Alleges that “single sample volume” may be a volume that is “subsequently” partitioned

Petition at 30 EX1012 at 20
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The Petition

Grounds 1 and 2 do not rely upon a droplet as the “single sample volume”

Petition at 29
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Claim 1 of the 921 Patent

Requires that analytes be “amplified in the single sample volume”

1. An assay that is capable of unambiguously detecting the
presence or absence of each of at least M analytes,

wherein each of said at least M analytes is encoded as a
value of one component of a fluorescent signal, thereby
generating a coding scheme,

wherein said fluorescent signal comprises F wavelength
components, and

wherein said assay is capable of unambiguously detecting

thna smmacnnan Awr alhonnman Af Aannlh AF canid at lanat NA

Petition at 30 EX1001 ('971 Patent) at Claim 1
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Larson

Explains that the droplets are collected and amplified en masse

Reply at 23 EX1017 Larson 9 79
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Larson

Explains that the droplets are collected and amplified en masse

Reply at 23 EX1017 Larson 9] 193
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Petitioner’s Expert

Confirms that droplets are collected for amplification

Petitioner’s Expert:
Carl Batt PhD

Supp Claim Construction Br. at 6 EX1043 Batt Decl. 1 14
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’921 Patent Claims 4 and 13

Claims 3 and 4 pertains to avoiding degeneracy

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 36



Larson

Discloses adjusting the intensity values from color labels to avoid potentially ambiguous results

Petition at 34; Reply at 14 EX1017 (Larson US 2011/0250597) 9 35

Petition at 34; Reply at 14 EX1017 Larson 9] 146
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Larson

Discloses adjusting the intensity values from color labels to avoid potentially ambiguous results
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Petitioner’s Expert

Confirms that optimization is functionally no different than eliminating analyte code

Petitioner’s Expert:
Carl Batt PhD

Petition at 46 EX1002 Batt Decl. 9 292
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Larson

Discloses allegedly infringing approach

[0140] Another method of the invention involves perform-
ing higher-plex assays using multiple different probe colors
(i.e. fluorophores), however unlike the strategy above where
each target is identified by single type of probe with a unique
color and intensity, instead in this method a single target may
be identified by multiple probes that constitute a unique sig-
\ nature of both colors and intensities. For example, a single

\ . . . .
~—— let might contain four different probes for measuring
\ nt taraonte fecaxr T'1T T and T2 Tixra nralhoc miaht
N~
Petition at 11-12 EX1012 at 11
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Ground 3: Obviousness In View Of Larson Alone

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 41



Claim 1 of the 921 Patent

Claims detection of more analytes than detection colors

Petition at 23 EX1001 ('971 Patent) at Claim 1
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Patent Owner’s Response

Inventiveness is allegedly using fewer fluorophores than targets

Petition at 11 Paper 17 at 8
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Dr. Batt’s Declaration

States UNDISPUTED competencies of a POSA known as early as 2002

Reply at 9-10 EX1002 9 69
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Confirms competencies of a POSA known as early as 2002

Q Okay. So let ne ask this question: At what point in
time would you have said that you woul d have
under st ood the conpetencies that are part of
Petitioner's definition of the | evel of ordinary
skill in the art?

A. | would say that | would be a Person of Odinary
Skill inthe Art in like 2002, 2003.

Q Gkay. That's when you woul d have understood the

conpetencies that are listed in Petitioner's --
PO’s Expert: P

Kevin Struhl PhD A. Yeah. W were doing it.

Reply at 11 EX1044, Struhl Depo. 38:5-15
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Would have understood competencies of POSA as of priority date

Q And then recall, we went through several bull et
points, the four bullet points --

A. Yes.

Q -- that M. Walter showed you about the understanding
of a person of the ordinary skill in the art?

A. Yes.

Q Did you have those four bullet points, would you have

”?
PO’s Expert: under st ood those concepts as of February 3, 2012~

Kevin Struhl PhD A. Yeah, because that's what | was judging it upon, and
| woul d have judged it on that.

Reply at 11 EX1044, Struhl Depo. 194:13-24
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Confirms multiplex PCR being done as early as 2002

Q ..&kay. So the techniques that are listed in Petitioner's definition
for the level of ordinary skill in the art, those are things that you
and your coworkers were doing in the lab in the 2002, 2003 tine
frame?

A. Yeah. It varies to exactly which things were done when. | couldn't
gi ve you an exact nunber, but we were about -- we were about as early
as it gets in doing PCR reactions for various purposes.

Q Ckay. Let's talk about sone of these things. One of the conpetencies
that's listed in the first bullet point, Petitioner's definition is
mul tiplex PCR and its application detecting and neasuring
pol ynucl eoti de anal ytes. Wen did you first start doing multiplex
PCR?

A. Qur first published paper that used it, | believe, was 2002. | think
the 2002 paper has it in there. 2003 paper definitely has it in
t here.

Q GCkay. And how many targets were you multiplexing in the sane reaction?

A I think either -- a few | think it was like three or five. Sone
nunber |ike that.

Reply at 12 EX1044, Struhl Depo. 38:22-39:17
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I”

Confirms multiplex PCR is “not magica

Q OCkay. And in 2000 -- so you said you were doing this in
2002, 20037

A. There are two papers. There are three papers | can think off
the top of ny headed that did this; 2002, 2003, 2005. Pau
Mason in ny lab is the guy who was doing all of it.

Q And when you went to 2000 -- when you were in 2005, how many
targets were you doi ng?

A Well, for multiplex PCR we were typically doing, |I'd say,
probably -- five was probably what we usually routinely did.
Maybe sonetines there m ght have been fewer but --

PO’s Expert: Reply at 12 EX1044, Struhl Depo. 40:8-19

Kevin Struhl PhD

Q OCkay. Now, you said if -- you had done five. If you wanted
to do seven, you woul d have done seven. Wiy are you
confident in 2005, you would have done five or seven?

A It's not magical .

Reply at 12 EX1044, Struhl Depo. 42:5-9

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 48



PO’s Expert:
Kevin Struhl PhD

Larson and Saxonov modulate intensities to distinguish targets

Q GCkay. And do you know when that idea of using different
intensities was first suggested?

A. Actually, | don't. | certainly both -- certainly the --
certainly all the relevant art here, |ike Larson and Saxonov
of the patent all do that, okay. That's when | first heard
about it. | didn't -- | hadn't heard about it until then.

Reply at 12 EX1044, Struhl Depo. 51:15-21

Q Now, when did people start to use nultiple colors or using

mul ti ple fluorophores to nodul ate the intensity; do you know

when?

A Al | knowis what |'ve read in these. | did not go, and do
a history of this. So it it's clear that the '921 patent and
t he Saxonov and Larson reference they do that at sone | evel,

and that's where | first heard about it. | don't know the
history of that. | don't know if there is a paper before
that saying you could do this, the other thing.

Reply at 12 EX1044, Struhl Depo. 52:9-18
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Patent Owner’s Response

Contends Larson is limited to single occupancy droplets

PO Response at 40-41
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 50



Larson

Teaches “limiting dilution” where droplets “frequently” have multiple molecules

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE Petition at 37 EX1017 Larson 91 6 51



Larson

Teaches that the invention is compatible with limiting dilution

Petition at 55 EX1017 Larson 9] 52
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Larson

Teaches that his invention accommodates “multiple occupancy”

[0141] Generally, without wishing to be constrained by
theory, the above three methods for higher-plex dPCR are
simplest to implement under conditions of terminal dilution,
that 1s when the probability of multiple different target mol-
ecules co-occupying the same droplet is very low compared
to the probability of any single target occupying a droplet.
With multiple occupancy arises the complexity of simulta-

Petition at 55 EX1017 Larson 9] 141
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Larson

Teaches detecting multiple targets in a single droplet

Reply at 16 EX1017 Larson 9 113

Reply at 16 EX1017 Larson 9] 108-112
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Larson

Teaches droplets with multiple targets

Petition at 52 EX1017 Larson 9] 129
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Confirms that Larson teaches how to analyze droplets with multiple targets

PO’s Expert:
Kevin Struhl PhD

Reply at 15 (citing EX1044 at 159:20-160:14, 160:14-161:14) EX2018 Struhl Decl. 9 61
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Confirms that Larson teaches analysis of droplets with multiple targets

Q You are discussing the situation where Larson
di scusses the termof "10 percent occupancy"

A. Right.

Q And this is the situation where 1 percent of the
droplets are two targets?

A. That’'s true.

Reply at 15 EX1044, Struhl Depo. 160:19-24

PO’s Expert:
Kevin Struhl PhD
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Larson

Teaches the detection of multiple targets within a single droplet

I:Reply at 15-16 EX1017 Larson, Fig. 11a
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Larson

Teaches the detection of multiple targets within a single droplet
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Reply at 15-16 EX1017 Larson, Fig. 11a
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PO’s Expert:
Kevin Struhl PhD

Provides no persuasive response to Figure 11

Q Ckay. |Is there any way in which the experinent to Figure 11

doesn't -- is there any elenent of Claim1l of the '921
patent that is not part of Figure 117

A. The patent, Larson patent, goes out of its way in nultiple

tinmes to avoid this, and it does say that you m ght be able
to detect a situation like this, but it goes specifically
out of its way to say that you generally can't do that. And
soit's -- it’s atotally different thing, and that's on top
of the fact that this is a pathetic experinment. | nean, |
can't believe they didn't do the control of the M whatever
it is by itself and saying that there is a band sonewhere or
a thing sonmewhere where you can't see it, what kind of stuff
is that? How do we know they didn't nmake it up? |'m not
accusi ng them of being di shonest, but that's not the point.

The point is that you have to provide evidence. There is no
evi dence here.

Reply at 16 EX1044, Struhl Depo. 154:6-155:1
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Patent Owner’s Response

Contends that Larson excludes multiple occupancy droplets

Reply at 17 POR at 19

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 61



Relies upon Larson’s disclosure regarding polymerase error

PO’s Expert:
Kevin Struhl PhD

EX2018 9] 64
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Larson

PO relies upon 9] 172 of Larson

homogeneous population of target. Since probes that hybrid-
ize to the wild-type of the target have a ditferent fluorophore
attached than probes that hybridize to a variant of the wild-
type of the target, methods of the invention can classify each
droplet as containing either a homogeneous population of
amplicons of the target or a homogeneous population of
amplicons of the variant of the target.

Reply at 17 EX1017 Larson 9 172
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Larson

PO omits context: 9] 172 of Larson is about polymerase error

Reply at 17 EX1017 Larson 919 171-72
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 64



Larson

Discloses that droplets with heterogeneous mixture of targets result from polymerase error

Reply at 17 EX1017 Larson 99 168-69
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Larson

Droplets excluded where polymerase error is an issue

Petition at 23; 29; Reply at 17 EX1017 Larson 9 15
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Larson

Droplets with “only the variant” are indicative of disease

Reply at 17 EX1017 Larson 9 18
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 67



PO’s Expert:
Kevin Struhl PhD

Has no understanding of why polymerase error is relevant

Q GCkay. And do you have any idea where the variant is going to

come fromin those droplets that have both the wild type and
t he variant?

A I'mnot sure what they are getting at, but they -- | think
they are getting at an error that happens during PCR |'m

not sure why that's rel evant to anyt hi ng.

Reply at 18 EX1044, Struhl Depo. 120:17-20 (objections omitted)
A. | want to just enphasize that last point. This is outside
the scope of ny testinony, and ny declaration, and outside
for a reason. | didn't think this was worth tal ki ng about,

that polynerase error rate is really I ow and even says it
what it is here. It's incredibly low. And so even if you had
an occasi onal bad dropl et somewhere, it wouldn't matter. And
never even dawned on ne why this is relevant to anything,

and why | didn't opine on it, and I'mnot going to sit here
and opine on it now.

Reply at 18 EX1044, Struhl Depo. 127:3-12
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Has no understanding of why polymerase error is relevant

Q | was asking sonething different. The section in
Par agraphs 168 to 173, you don't recall opining on
any of these paragraphs?

A Of the top of ny head, | don't renenber opining on
it. I meany, anything relating to polynerase error, |
don't renmenber, recall opining upon. And as | said, |
don't think it's very inportant, which is why I
didn't opine on it.

Reply at 18 EX1044, Struhl Depo. 127:20-128:3 (objections omitted)
PO’s Expert:

Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 69



PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Has no understanding of why polymerase error is relevant

And that's what Paragraph 15 is tal king about, a situation where the
pol ymer ase nakes an error and then introduces an error, correct?

It's about -- the paragraph, it's about polynerase errors, yes. | can
read it, yes.

And what happens, you get the error, and the error looks like it's a
mutant allele when it’s really just an error that was introduced from
a normal wild type; is that fair?

An error just neans when you copy something that you didn't copy it
faithfully. It's actually quite uncomon.

Ckay. But this is talking about -- it’s tal king about fal se positives,
right?

I nmust say, | don't really understand why this paragraph is here. |
nean, | don't know why there is such a big enphasis on this.

You don't understand why it's there?

| don't understand why they are making a big deal out of sonething
that is not a big deal.

Reply at 18 EX1044, Struhl Depo. 119:1-24 (objections omitted)
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Has no understanding of why polymerase error is relevant

Q GCkay. And then the patent goes on and tal ks about how
you can excl ude those droplets that have the nornal
and then the PCR error together; is that fair?

A It says it, but | didn't really pay attention; that's
why it's not on ny -- it's not in ny declaration
because | don't -- | didn't pay attention to that
because | don't really think it's nmuch of a problem

Reply at 18 EX1044, Struhl Depo. 121:1-9

PO’s Expert:
Kevin Struhl PhD
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Has no understanding of why polymerase error is relevant

Q Al right. Now, Paragraph 18, it states -- |['msorry
Paragraph 18. It states, "Generally, the presence of
droplets containing only the variant is indicative of
a di sease, such as cancer.” Do you see that?

A. Yes. That's sloppy. That's sl oppy Engli sh.

Q Gay. Now, why wouldn't the droplets that have both
the wild type, and the variant be indicative of

cancer ?
PQO’s Expert: A. | don't get what you are saying. They're a variant if
Kevin Struhl PhD it's areal allele. That's a real allele, okay. That
coul d be predictive of cancer. That has nothing to do
wWith this.
Reply at 18 EX1044, Struhl Depo. 122:25-123:16 (objections omitted)
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Petitioner’s Expert

PO mischaracterizes Dr. Batt’s testimony

Petitioner’s Expert:
Carl Batt PhD

PO Sur-reply at 5-6 EX1043 Batt Decl. 99 24-25
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Petitioner’s Expert

Figure 9 of Larson teaches unambiguous detection of all combinations of three targets

Petitioner’s Expert:
Carl Batt PhD —

Petition at 56-57 EX1002 Batt Decl. 9 336
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Larson

Figure 9 permits unambiguous detection of all combinations of targets

Petition at 55 EX1017 Larson 9] 121

EX1017, Fig. 9A
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Larson

Figure 9 permits unambiguous detection of all combinations of targets

Petition at 55 EX1017, Fig. 9C
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Petitioner’s Expert:
Carl Batt PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Dr. Batt

The testimony cited by PO does not support its position

Q You didn't account for any of the reasons why it m ght not

A

wor k, correct?

Ri ght, because the overwhelm ng thing is that
That’ s a reasonabl e expectation. Wth sonebody reading this
of ordinary skill in the art, they may say it m ght not

work, it mght work, but they are going to cone away from
this with a reasonabl e expectation of success.

it would work.

PO Sur Reply at 1 EX2017, Batt Depo. 185:6-15
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Dr. Batt

The testimony cited by PO does not support its position

Q And those are issues that Larson avoids by having only one

tenpl ate nol ecul e per droplet, that's what he says in
par agraph 100, correct?

A. So if you are | ooking at that phrase that says these issues
are avoided in droplet PCR, that is correct. And it says
there is only one. In other words, you can't exclude only
one a priori, but that would be your aspiration.

Petitioner’s Expert:

PO Sur Reply at 3
Carl Batt PhD

EX2017, Batt Depo. 129:13-22
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Dr. Batt

The testimony cited by PO does not support its position

Q And he didn't describe any of those droplets in the figures,
did he?

A. No, but he tal ks about — you know, he does tal k about
nmul ti pl e occupancy in various points of the patent and does

di scuss them And again, | will say on a statistical basis
t hose dropl ets exist.

PO Sur Reply at 3

anr ; EX2017, Batt Depo. 145:14-20
iti X :
Petitioner’s Expert

Carl Batt PhD
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Dr. Batt

PO takes Dr. Batt’s testimony out of context

Q when you have higher degrees of nultiplexing, and one reason

for that is you want to reduce cross reactivity that is
uni ntended; is that correct?

A. That is correct, yes. But it does gone on to say droplets
woul d be double resulting in at |east as high or higher than
the -- so it does account for rultiple occupancy. It does
tal k about the outcones. |t does say for a sinple duplex
systemthe contribution for each probe could be recovered.

Petitioner’s Expert:
Carl Batt PhD

PO Sur Reply at 5 (context for citation to 168:21-169:23) EX2017, Batt Depo. 167:25-168:13
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Dr. Batt

PO takes Dr. Batt’s testimony out of context

Q And he doesn't say anything about m crodroplets containing
targets 1 and 3, correct?

A. Again, | will cone back and repeat what | just said, it
doesn't nmean that they don't exist. He is sinply focusing,
as you do in these anal yses, focusing in on the popul ati ons
of those particular singular events. But it doesn't nean
that there isn't droplets that contain 1, 2 and 3, 1 and 2,
1 and 3, 2 and 3.

Petitioner’s Expert: Q But you can't tell fromfigure 9D 20 whether those droplets
Carl Batt PhD exi st?

A. So | do not have powerful enough eyes to |look at this
hi st ogram and find individual droplets.

PO Sur Reply at 14 EX2017, Batt Depo. 115:8-18
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Ground 3: Obviousness In View Of Larson & Saxonov
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Patent Owner’s Response

Expressly declined to respond to grounds based on Saxonov

Reply at 13 POR at 27
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The Board’s Institution Decision

Made only a “preliminary” determination on whether Saxonov is prior art

Institution Decision at 26, 29
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Scheduling Order

Arguments omitted from POR may be deemed waived

Scheduling Order at 10
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Failure to respond can lead to waiver

“To the extent PO has not responded to Petitioner’s arguments and evidence
with respect to this claim limitation, we find that PO has waived any such
argument.”

Microsoft Corp. v. IPA Techs., Inc., No. IPR2019-00813, 2020 WL 6084149, at *67 (P.T.A.B. Oct. 15, 2020)
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Discloses unambiguous detection of different combinations of targets in droplets

Fig. 10
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Petition at 59 EX1004 Saxonov, Fig. 10
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Agrees that vast majority of Saxonov is carried over from provisional

PO’s Expert:
Kevin Struhl PhD

Reply at 19; 21 EX2001 Struhl Decl. 919 88-89
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Saxonov Provisional

Teaches detecting multiple targets in a single droplet

INTERVAL

EVENT NUMBER (OR TIME}

Reply at 21 EX1004 Saxonov, Fig. 4

Reply at 21 EX1007.021 Saxonov Provl 15:17-19
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Saxonov Provisional

Discloses eight clusters of data corresponding to droplets with multiple targets

(e.g., a VIC channel). Three targets, two in a first channel and one in a second channel,
would again generate eight clusters or populations of data, but they would be separated

In a two-dimensional intensity space and so in principle more easily resolvable.

Reply at 20 EX1007.011-012 Saxonov Provl 5:19-6:3
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Saxonov Provisional

Discloses eight clusters of data corresponding to droplets with multiple targets

Reply at 20 EX1007.017 Saxonov Provl 11:3
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Saxonov 9 20 teaches eight populations of droplets, just like the provisional

Petition at 52 EX1004 Saxonov 9§ 20
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Saxonov 9] 78 teaches eight populations of droplets, just like the provisional

Petition at 59-60 EX1004 Saxonov 9 78
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Saxonov “essence” is one target per droplet

Q The essence of the Saxonov reference,
one target per droplet?

A. That's the ideal setup.

Q GCkay. You would -- you would feel confortable calling that

t he essence of Saxonov?
A. Asignificant part of it.

is it at 1004? Is it

Reply at 22

EX1044, Struhl Depo. 174:3-24
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Saxonov teaches detecting multiple targets in a single droplet

Q Ckay. Al right. Let's go to your original declaration in
this case, Exhibit 2001. Let's go to Paragraph 80.
A. kay.
Q What is being shown in Paragraph — go ahead and review
Par agr aph 80.
A. And Figure 4. Figure 4, yes. Yes, okay.
Q OCkay. What is being shown in Figure 4? Can you describe it
for ne?
A First of all, Figure 4 is not real data. So what it actually
PO’s Expert: woul d 1 ook like is anybody’s guess, but the way it's
Kevin Struhl P.hD portrayed is that you see, you know, 108 is target 1. Let's
see. Sorry. 106 is no target. 108 is target 1 but not target
2. 110 is target 2 but not target 1. And 112 is both.
Q Ckay. 112 are droplets that have both targets?
A Yes.
Reply at 22 EX1044, Struhl Depo. 174:3-24
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Teaches using a Poisson distribution where individual partitions can have more than one target

Petition at 58 EX1004 Saxonov 9 43
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Teaches using a Poisson distribution where individual partitions can have more than one target

[0003] Digital assays generally rely on the ability to detect
the presence or activity of individual copies of an analyte in a
sample. In an exemplary digital assay, a sample is separated
into a set of partitions, generally of equal volume, with each
containing, on average, less than about one copy of the ana-
lyte. If the copies of the analyte are distributed randomly
among the partitions, some partitions should contain no cop-
ies, others only one copy, and, if the number of partitions is

Petition at 58 EX1004 Saxonov § 3
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Dr. Batt

Confirms that PO would be motivated to apply Saxonov to Larson

it o EX1001 Batt Decl. 4] 345
Petitioner’s Expert: Petition at 58
Carl Batt PhD
\
[—
t\\
\N
EX1012 at 11

Petition at 25; Reply at 14 EX1017 Larson 9 140
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Dr. Batt

PO would be motivated to apply Saxonov to Larson

Petition at 58 EX1001 Batt Decl. 9 345

Petitioner’s Expert:
Carl Batt PhD

Petition at 52 EX1017 Larson 9] 129
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Dr. Batt

PO would have had a reasonable expectation of success

Petition at 58 EX1043 Batt Decl. 9] 347

Petitioner’s Expert: -~ P~
Carl Batt PhD e H
i 3
E 40- 1257
g 5. ’
s 22_ i_gﬁ
10-
" do 6o so 100 120 140 160 %30 4o 60 80 160120 140 160 180200
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Petition at 45-46 FIG. 15 EX1017 Larson Fig. 15
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Secondary Considerations
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Weak secondary considerations do not overcome strong obviousness case

“Moreover, weak secondary considerations generally do not overcome a
strong prima facie case of obviousness.”

W. Union Co. v. MoneyGram Payment Sys., Inc., 626 F.3d 1361, 1373 (Fed. Cir. 2010)
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Secondary Considerations

PO’s evidence of alleged commercial success

EX2021 at 3
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Cannot credibly opine on long felt need

“l did not do any historical analysis for
anyt hi ng.”

Reply at 4 EX1044, Struhl Depo. 181:6-9

PO’s Expert:
Kevin Struhl PhD
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Dr. Struhl’s Testimony Should Be Accorded No Weight
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Frequently cites the “Petition”

PO’s Expert:
Kevin Struhl PhD

EX2018 Struhl Decl. 9 17
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PO’s Expert:
Kevin Struhl PhD

Did not understand his citations to the “Petition”

In review ng your declarations to prepare for your
deposition testinony, did you ever cone across your
citations to petition and ask yourself: Hey, | wonder what
that is maybe | should find out what it is |I'mciting?

| didn't. There is so many places of citing. I -- when | was
witing it, I -- when we were witing it, you know, | would
| ook at the citation, but that was ages ago.

Ckay. And you don't recall what it was when you were hel pi ng
to wite this, that you were citing to when you cited the
petition in Paragraph 177

| said at the tinme when I'mciting sonething, | |ooked; but
now | don't renenber specifically what it is. That's why |
can say, "This looks famliar in a general sense," but |
can't swear that's exactly the sane thing.

Reply at 6

EX1044, Struhl Depo. 22:20-23:12 (objections omitted)
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Did not recognize the “Petition”

Q Just go ahead, and let ne know if this docunent that
Is entitled, "Petition for Inter Partes Revi ew of
U. S. Patent Nunber 11,829,921," is sonething you
t hi nk you' ve | ooked at before. And if you can’'t
answer that question, let nme know |f you don't know,
| et me know that as well.

A Well, it looks famliar, but | don't see it on ny
list, so |l don't really know how to answer the
questi on.
PO’s Expert:
Kevin Struhl PhD Reply at 6 EX1044, Struhl Depo. 19:24-20:7
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Did not recognize the “Petition”

Q Ckay. And just to be clear, sitting here today, you don't
recall what it is you are referring to when you cited
petition in your declaration Exhibit 20187

A. Right now, | don't renenber. | don’t remenber every citation
as to what exactly it was being cited to.

Reply at 6 EX1044, Struhl Depo. 24:17-23
Q ...Is the definition for the level of ordinary skill in the
art that appears on pages 9 and 10 of Exhibit 1043, the
Petitioner's definition of the Ievel of ordinary skill in

the art that you reviewed and adopted for the purposes of
your opinions in this case?

A | think | stated where | got ny thing from the Petitioner,
and so it could have been this. | ama little bit confused.
| don't understand what you are asking.

Reply at 6 EX1044, Struhl Depo. 30:6-14
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Frequently invokes the concept of “priority date”

PO’s Expert:
Kevin Struhl PhD

EX2018 Struhl Decl. 9 26
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Frequently invokes the concept of “priority date”

PO’s Expert:
Kevin Struhl PhD

EX2018 Struhl Decl. 9 23
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Did not know or understand relevance of priority date

Q What is the priority date for the 921 patent?

A | told you, | don't know what date it is. I'"'mnot a
| awyer. | don't -- that's a | egal questi on.

Q D dthe lawers tell you what the priority date
shoul d be?

A. | don't renenber. Maybe they m ght have, but | don't

remenber. And as | said, | amnot a lawer. | don't
pay attention to priority dates. That wasn't ny job.
PQO’s Expert: |'"'ma scientific expert, not a priority date expert.
Kevin Struhl PhD
Reply at 3 EX1044, Struhl Dep. 32:19-33:4
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Did not know or understand relevance of priority date

Q Okay. Now, for the purposes of your opinions in this case, was there
any particular tinme point, you know, any particular historical tine
poi nt that you used as the baseline tine point for when you needed to
render your decisions as of? You understand ny question?

A. No.

Q You don't understand what | mght be getting at?

A. No.

Q GCkay. Was there any historical tinme point that you had to -- that you
had to put yourself in, as the time point for rendering your opinions
on invalidity?

A. | was | ooking at the patent, what the patent said, and what sone of
the other prior art, particularly patents, said in deciding what the
di fferences were and what was relevant. | wasn’'t paying attention to
years because that was -- again, if you are starting to talk about
years that becones legal. I'mnot -- | amnot a |awer. So, you know,
if a docunment was rel evant because of the year, | would see it. If it
wasn't, | didn't see it. | wasn't making that decision because the
fact is, | don't know how to make that deci sion.

Reply at 3 EX1044, Struhl Depo. 65:17-66:16
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Did not consider the historical development of the art

Q D d you ever do any investigation to figure out when
scientists and researchers first becone aware of the concept
of using nultiple colors to identify a single target.

A As | said, | didn't do a historical perspective at all.

Reply at 4 EX1044, Struhl Depo. 58:6-11

Q ...Do you know when it becane known and understood in the
field how to detect PCR products using optical nmeans?

A | don't -- I'mtelling you, | can't give you a year. \Wen
TagMan probes canme out, that was -- that mght -- | don't
even know if that was the first, but TagMan probe certainly

was that, Ckay.
Q You don't have a historical perspective on when that was?

A. No because why would | care exactly what year that was?

Reply at 4 EX1044, Struhl Depo. 59:19-60:4
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Did not consider the historical development of the art

Q In terns of tuning those probes to have different
Intensity, when was that techni que a techni que that
was known to the Person of Ordinary Skill in the Art.

A. As | said earlier, | did not do a histori cal
per spective on that.

Reply at 4 EX1044, Struhl Depo. 163:11-16
PO’s Expert: Q You didn't investigate that for the purposes of your
Kevin Struhl PhD decl arati on?
A | told you, | did not do any historical analysis for
anyt hi ng.
Reply at 4 EX1044, Struhl Depo. 181:6-9
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Did not consider the historical development of the art

Q Gkay. How about the ROX, CY5 and the CY5.5 dyes, if |
were to ask those sanme questions that | asked earlier
about when those dyes becane known to scientists and
researchers for use with nultiplex applications, you
woul dn't have any perspective on that; is that right?

A. | have not done historical analysis of when things
were first done.

Reply at 4 EX1044, Struhl Depo. 62:15-23 (objections omitted)

PO’s Expert:
Kevin Struhl PhD
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“Critical step” in obviousness analysis is “casting the mind back to the time of invention”

‘ “A critical step in analyzing the patentability of claims pursuant to section
103(a) is casting the mind back to the time of invention, to consider the

thinking of one of ordinary skill in the art, guided only by the prior art
references and the then-accepted wisdom in the field.”

In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Cites the “Phillips standard”

PO’s Expert:
Kevin Struhl PhD

EX2018 Struhl Decl. 9 21
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Discusses claim construction

EX2018 Struhl Decl. 9 79
PO’s Expert:

Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 119



Dr. Struhl did not know the standard for claim construction

Q You don't have any idea why it's — what Phillips is
when you refer to Phillips?

A | assune it's a person.

Reply at 5 EX1044, Struhl Depo. 72:25-73-2

Q Ckay. You don't have opinions on claimconstruction

in this case?
PO’s Expert:

Kevin Struhl PhD A. No. | haven't thought about it.

Reply at 5 EX1044, Struhl Depo. 83:23-25
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Dr. Struhl did not know the standard for claim construction

Q Now, you refer in the second Iine of this paragraph
to sonething called "Phillips,"” that's in italics. Do
you see that?

Yes.
Do you know what Phillips is?
No but --

Do you have any idea what you were referring to?

> o >» O >

PO’s Expert: This is a legal statenent that | was inforned of. |
Kevin Struhl PhD don't really know conpletely what it neans. | don't
know what the Phillips standard is, other than what
It says here.

Reply at 5 EX1044, Struhl Depo. 75:4-15

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 121



Dr. Struhl did not know the standard for claim construction

Q But the only tinme you renenber with any clarity of
having heard of the Phillips rule, is when we first
began di scussing it here today; is that right?

A | said | -- in various cases | have done, there are
al ways | egal issues that cone up such as this, and |
don't know the legal issues. I'"'mnot a lawer. |I'ma

scientist. It seens that is not as inportant as the
| egal stuff in these cases, and | get told stuff.

Reply at 5 EX1044, Struhl Depo. 74:17-75:3 (objections omitted)

PO’s Expert:
Kevin Struhl PhD
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Claims 1-2 of the 921 Patent

2. The assay of claim 1. wherein each of said at least M
analytes is encoded as at least one first value in a first
component of said fluorescent signal and at least one second
value in a second component of said fluorescent signal.

EX1001 ('971 Patent) at Claims 1-2
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 123



PO’s Expert:
Kevin Struhl PhD

Dr. Struhl did not understand key claim elements

Q Wll, it says -- it says, "each of said at | east Manalyte is
encoded as a val ue of one conponent of a fluorescent signal," it
says. So each of the analyte is encoded as one conmponent of a
fluorescent signal. How m ght you do that?

A. | nmean, the analyte is encoded by the conponents that are the
light and the intensity.

Q Well, this says, "one conponent." What do you understand it to
be referring to when it says, "one conponent"? Do you know?

A. | nmust say | don't really conpletely understand what this --
this particul ar sentence neans. | understand what the patent is
doing. | understand the basic idea. |'mnot sure what they neant
by "one conponent,"” because there are typically the coding

schene for -- Each anal yte has a codi ng schenme, which has got to

do with the colors and the intensity, and that's clear. So |'m
not sure what their -- the way this is witten, |I'mnot sure
what they neant.

Reply at 5 EX1044, Struhl Depo. 97:16-98:11
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Dr. Struhl did not understand key claim elements

“I don't think the patent is really concerned about
nunber of conponents. It's concerned what the final
answer is.”

Reply at 5 EX1044, Struhl Depo. 96:12-14

PO’s Expert:
Kevin Struhl PhD
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Repeatedly refers to claim 2

PO’s Expert:
Kevin Struhl PhD

EX2018 Struhl Decl. 9 96
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Did not understand claim 2

Q COkay. So you are aware that this claim Caim2, is
not limted to encoding each -- thisis -- thisis --
this daim2 is not [imted to encodi ng each anal yte
Wi th one conponent, fair?

A. Yeah. | don't know what you are getting at. | -- in
fact, | probably shouldn't even be opining on aim?2
since | never |looked at it before. | |ooked at it,

but I didn't opine on it.

PQO’s Expert: Reply at 5 EX1044, Struhl Depo. 100:14-23 (objections omitted)

Kevin Struhl PhD
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Did not understand claim 2

Q Is it accurate that Caim2 broadens out Claim1l to
enconpass not just one conmponent but two conponents?

A | don't think it -- | nean, | don't think it broadens
it; if anything, it's restricting it. That's why it's
Caim2 and not Cdaiml.

Q Okay. How does it restrict things relative to Caim

27?
A. I"mnot going to get into the difference between
PO’s Expert: Caim1l and 2. | haven't analyzed daim 2.
Kevin Struhl PhD
Reply at 5 EX1044, Struhl Depo. 101:8-21 (objections omitted)
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Petitioner’s Expert

Repeatedly cites PO’s infringement contentions and coding allegations

Petitioner’s Expert:
Carl Batt PhD
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Did not understand relevance of infringement contentions

Q Gkay. Then why did you review the infringenent
contentions for your case?

A. | actually don't know the answer. Maybe just to know
that there was an infringenent case. | don't really
know why. You know, | don't produce the docunents on
ny owmn. So, you know, if | was going to have an
opi ni on about an infringenent, | would be — | would
have a nmj or opinion about infringenent. As you can
see, | don't have anything about infringenent in ny

PO’s Expert: decl arati on.

Kevin Struhl PhD

Reply at 6 EX1044, Struhl Depo. 111:16-25

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 130



Did not understand relevance of infringement contentions

Q GCkay. Page 7, the original page nunbering in the m ddle of the page,
you state that you reviewed Exhibit 1039, Exhibit 1040. Those are
i nfringenment claimcharts frominfringenment contentions. Do you see
t hat ?

A. | do.

Q Those are docunents you reviewed as wel | ?

A. Very cursory. | said | didn't spend alnobst any time on infringenent.

Q Do you know if those are Caltech's or Bio-Rad' s infringenent for
drugs?

A. Again, | said |l didn't spend alnost any tinme on infringenent. | really

PO’s E don't know who is doing what about --
) 3 SRR Q Wiy did you review those infringement claimcharts?
Kevin Struhl PhD ,

A | don't renenber, actually.

Q OCkay.

A I'mnot sure | reviewed that. | nean, you know, | saw the docunents. |
spent alnost no tinme on infringenment. | have no opi nions on
infringenment. So | really don't renenber anything about it.

Reply at 6 EX1044, Struhl Depo. 106:2-24
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PO’s Expert:
Kevin Struhl PhD

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Did not understand relevance of infringement contentions

Q ...Wen you reviewed them when you reviewed these infringenment

contentions, did you identify anything that you thought was erroneous
or needed to be changed?

A | reviewed these so cursorily. This was not really -- it's not really
my thing. We are not doing -- | was not involved in the infringenent
t hi ngs, whatever they are. So | didn't pay much attention to this. |
certainly didn't read it cover to cover in any detail. It wasn't any

point to doing that.

Reply at 6 EX1044, Struhl Depo. 109:1-11

Q Do you have any idea as to how nmany conponents of the fl uorescent
signal are used to encode that anal yte?

A. | told you I"'mnot giving you an opinion on this. | didn't reviewit.
| didn't have any comments about infringement. | don't know what
these kits are. I amnot going to give you an opinion w thout — you
know, this would take a long time to give a real opinion.
Infringenent cases are serious business. | had no part of it.

Reply at 6 EX1044, Struhl Depo. 111:3-15 (objections omitted)

132



PO’s Expert:
Kevin Struhl PhD
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Did not understand relevance of infringement contentions

Q DidyoureviewDr. Batt's declaration in this case?

A. The 1002, yes.

Q Okay. Do you know if he said anything about the infringenent contentions?

A. | have to |l ook. Maybe -- | don't know if he did or he didn't.

Q GCkay. But one thing for sure, If he said sonething about the infringenent
contentions, you don't have a responsive opinion on that because you hardly spent
any time | ooking at those, right?

A | told you, | didn't spend any time on infringenent. That's a whol e separate
case.

Q kay?

A. Maybe multiple cases, for all | know, and so | didn't spend any time on it. So
anything said about that, he -- | just didn't pay attention to it because |
didn't coment on it.

Q Ckay. And the sane thing was true to the extent the Petitioner relied upon
Caltech’s infringenent contentions in this case, you paid no attention to that?

A My role in this case was a scientific evaluation of what the patent was, and in
consi deration of other patents that were, you know, considered relevant. That's
it. | had nothing to do with infringenent.

Q Okay. To the extent Dr. Batt rendered opinions based on Patent Oaner's
i nfringenent contentions, did you present any rebuttal ?

A. | don't renenber discussing anything about infringement in nmy responses.

Reply at 6 EX1044, Struhl Depo. 112:1-113:10 (objections omitted)
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Did not understand relevance of infringement contentions

Q You see there, there is an encodi ng schene for the
"SARS- CoV-2 Kit"?

A. | have not seen -- | have not paid attention to this
before. I"'mnot even sure | have seen it.

Q Okay. Go ahead and look at it. Do you see that
encodi ng schene there for the three different

anal yt es?
A. Yeah. I'mnot willing to conment on this. | don't
PQO’s Expert: know what this -- this is out of context.
Kevin Struhl PhD . : :
v ) Q Wll, let me ask you this, you reviewed this for your

decl aration, right?

A It's not in ny declaration.

Reply at 6 EX1044, Struhl Depo. 109:19-110:6
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Did not understand relevance of infringement contentions

Q Let's go back to the invalidity infringenent
contentions, Exhibit 1012. Let's take a | ook at Page
30.

A. 1'mon Page 30.

Q You see there is a table there for the SARS-Co --
COVID 2 wastewater quantification kit?

A. | see there is a table.
2
PO’s Expert: Q Have you ever seen that table before”
Kevin Struhl PhD A | don't renenber.
Reply at 6 EX1044, Struhl Depo. 114:23-115:6
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Reliance on contradictory and unreliable testimony is an abuse of discretion

“The Board abused its discretion by improperly crediting expert testimony
that has multiple material contradictions and that the Board found lacked
credibility at least in certain respects.”

Interactive Commes. Intl., Inc. v. Blackhawk Network, Inc., IPR2024-00465, Paper 39 at 3 (Director Oct. 1, 2025) )
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PO’s Motion To Strike
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Was clear that Larson teaches multiple targets in a single droplet

Petition at 52
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Was clear that Larson teaches multiple targets in a single droplet

Petition at 54-55
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Was clear that Larson teaches multiple targets in a single droplet

Petition at 52
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Patent Owner’s Response

PO contends Larson is limited to single occupancy droplets

Patent Owner’s Response at 40-41

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 141



Elaboration and new evidence are not prohibited

“Parties are not barred from elaborating on their arguments on issues
previously raised.”

Chamberlain Grp., Inc. v. One World Techs., Inc., 944 F.3d 919, 925 (Fed. Cir. 2019)
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Elaboration and new evidence are not prohibited

“The Board's error was parsing Ericsson's arguments on reply with too fine
of afilter.”

“Ericsson does not identify a previously unidentified piece of prior art to
make a meaningfully distinct contention, but instead expands the same

argument made in its Petition.”

Ericsson Inc. v. Intell. Ventures | LLC, 901 F.3d 1374, 1380-81(Fed. Cir. 2018)
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Elaboration and new evidence are not prohibited

‘ “Since the need to rely on new evidence in response may not arise until a

particular point has been raised in the patent owner response or the
Institution decision, we have held that there is no blanket prohibition against
the introduction of new evidence during an IPR.”

Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1384 (Fed. Cir. 2023)
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Law

Elaboration and new evidence are not prohibited

“There is no requirement...to anticipate and set forth every legal or factual
Issue that might arise in the course of thetrial.”

“However, the introduction of new evidence in the course of the trial is to
be expected in inter partes review trial proceedings and, as long as the
opposing party is given notice of the evidence and an opportunity to
respond to it, the introduction of such evidence is perfectly permissible
under the APA.”

“The development of evidence in the course of the trial is in keeping with
the oppositional nature of an inter partes review proceeding.”

Genzyme Therapeutic Prods. Ltd. P’ship v. Biomarin Pharm. Inc., 825 F.3d 1360, 1366 (Fed. Cir. 2016)

145



Elaboration and new evidence are not prohibited

“Apple’s legal ground did not change in its reply—its reply still asserted
that claims 69 would have been obvious over Hirsch and Martin.”

Apple Inc. v. Andrea Elecs. Corp., 949 F.3d 697, 706 (Fed. Cir. 2020)
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Thank You
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