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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

PROCOMM INTERNATIONAL PTE.
LTD.,

Plaintiff,
V.
VERIZON COMMUNICATIONS, INC., Case No. 2:24-cv-0009-RWS-RSP
CELLCO PARTNERSHIP D/B/A
VERIZON WIRELESS,
TELEFONAKTIEBOLAGET LM
ERICSSON, and ERICSSON INC.,

LN O LR LN LD LD LR LR LR LD LD LD LR LN

Defendants.

ORDER

Before the Court is Plaintiff Procomm International Pte. Ltd.’s Opposed Motion for Leave to
Amend Infringement Contentions filed on February 28, 2025. Dkt. No. 46. The Court held a hearing
on this Motion on May 13, 2025. Dkt. No. 70. After consideration of the briefing and the arguments
the Court GRANTS the Motion only in part as set forth below.

“[A] party claiming patent infringement must serve on all parties” infringement contentions.
P.R. 3-1. “Amendment or supplementation of any Infringement Contentions or Invalidity Contentions

.. may be made only by order of the Court, which shall be entered only upon a showing of good
cause.” P.R. 3-6(b). “Good cause,” according to the Federal Circuit, “requires a showing of
diligence.” O2 Micro Int’l Ltd. v. Monolithic Power Sys., Inc., 467 F.3d 1355, 1366 (Fed. Cir. 20006).
Courts in this District routinely apply a four-factor test to determine whether good cause has been
shown. See Alt v. Medtronic, Inc., No. 2:04-CV-370, 2006 WL 278868, at *2 (E.D. Tex. Feb. 1,
2006) (citation omitted). Those four factors are: (1) the explanation for the failure to meet the

deadline; (2) potential prejudice in allowing the thing that would be excluded; (3) the importance of
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the thing that would be excluded; and (4) the availability of a continuance to cure such prejudice. The
burden of proving good cause rests with the party seeking the untimely amendment. Id; S&W Enters.,
L.L.C. v. SouthTrust Bank of Ala., NA, 315 F.3d 533, 536 (5th Cir. 2003)).

At the hearing, the parties agreed that parts of the proposed amended infringement contentions
were unopposed. Those are the infringement allegations related to Ericsson’s Street Macro 6701, and
the AIR 1279, 1652, 1672, 5331, 5332, 4455. See Dkt. No. 52 at 2, 9. Additionally, that includes the
accusation of Ericsson Radio Dot System for the *100 patent. The Court GRANTS leave for these
amendments.

The rest of the categories of the Motion are opposed by Defendants. At the hearing, the Court
heard arguments based on the categorization Defendants provided in their sur-reply. See Dkt. No. 58.
The first category is proposed new asserted claims. First, Plaintiff seeks to add claim 19 of the *521
patent. Plaintiff served proposed amended infringement contentions including claim 19 back in July
of 2024. Plaintiff does not adequately explain why it delayed so long to move the Court for leave to
amend once it failed to reach agreement with Defendants. The Court finds that Plaintiff has failed to
show good cause for this amendment and thus DENIES leave to add claim 19 of the 521 patent.
Second, Plaintiff seeks leave to add claims 5 and 6 of the *813 patent. Based on new discovery from
Defendants, in January 2025, Plaintiff alleges that it clarified the structures it was focusing on. The
Court finds that Plaintiff has shown good cause for this amendment. Thus, the Court GRANTS leave
to amend on this basis.

The second category consists of new “doctrine of equivalents” theories. The Court finds that
Plaintiff has failed to carry its burden to show good cause for these amendments Specifically, the
Court finds that the amendments are untimely—particularly based on the fact that the accused
features are structural. The Court further finds the proposed amendment to be prejudicial to
Defendants and to lack sufficient importance for Plaintiff. Thus, the Court DENIES leave to amend
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on this basis.

The third category relates to amendments to the contentions for the 100 patent. Only one new
theory remains live as Plaintiff has withdrawn its proposed new DAS systems theory. What remains
is Plaintiff’s theories that relate to 4G. Plaintiff contends that those amendments relied on source code
and other technical discovery that it received from Defendants after it served its initial contentions.
While Plaintiff waited from October 2024 to the filing of its Motion in February 2025, the Court
nevertheless finds that Plaintiff has shown good cause for this amendment. Plaintiff sufficiently
explained the confusion it experienced based on discrepancies in Ericsson’s naming conventions.
Further, Defendants have been sufficiently on notice of this theory which mitigates any potential
prejudice. The Court thus GRANTS leave for this amendment.

The final category relates to new theories for the *813 patent. The Court agrees with Plaintiff
that its proposed amendment clarifies rather than adds a new theory about the structures it is
accusing. Accordingly, the Court GRANTS leave for this amendment.

Therefore, it is ORDERED that Plaintiff has leave to amend its infringement contentions to
the extent the amendments comport with this Order.

It is FURTHER ORDERED that within 60 days of this Order, Defendants have leave to
amend their invalidity contentions to the extent the amendments are responsive to Plaintiff’s
amendments.

SIGNED this 19th day of May, 2025.
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ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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