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Pursuant to Acting Director Stewart’s authorization (EX-3101), Petitioners 

hereby submit this Sur-Reply in opposition to Procomm’s Request for 

Discretionary Denial (“Request”). 

I. The Amended Docket Control Order   

 Since Procomm filed its Request, the district court has delayed the scheduled 

trial by four months, with the trial presently scheduled to begin February 17, 2026.  

EX-2018 1.  However, there are presently at least seven (7) cases before this 

district court judge that are scheduled to begin trial on that same date – 

necessitating the delay of several of those cases.  Thus, there is a strong likelihood 

that the trial in the Related Litigation may be delayed even further, such that, to the 

extent the presently scheduled trial date favors denial of institution, it should be 

given little weight.  Nonetheless, the Sotera stipulation and the strength of the 

merits far outweigh this factor in support of institution. 

II. The Sotera Stipulation 

Petitioners have made a Sotera stipulation and have represented that they are 

not relying on any system art in the Related Litigation to challenge the ’521 Patent.  

Pet. Opp. 3, 9.  Not surprisingly, Procomm alleges that “Petitioners ignore the 

USPTO’s clear guidance that Sotera stipulations do not eliminate overlapping 

issues” while deceptively providing only a partial quote from FAQ 14.  Reply 3.  

The entirety of the sentence partially quoted by Procomm is provided below with 
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the omitted portion in bold:  “Where the petitioner is relying on corresponding 

system art in a co-pending proceeding and/or several other invalidity theories, 

a stipulation may not be particularly meaningful because the efficiency gained by 

any AIA proceeding will be limited.”  FAQ 14.  Thus, there is no factual support 

for Procomm’s arguments regarding the Sotera stipulation. 

 Procomm similarly mischaracterizes the decision by the Director in 

Motorola Solutions by ignoring the factual basis of the decision that “Petitioners 

invalidity arguments in the district court are more expansive and include 

combinations of the prior art asserted in these proceedings with unpublished 

system prior art, which Petitioner’s stipulation is not likely to moot.”  Motorola 

Solutions, Paper 19 at 4.  Here, Procomm provides no evidence that Petitioners 

invalidity arguments include combinations of the prior art asserted in the Petition 

with unpublished system art. 

 Finally, Procomm’s argument that under Ingenico, “Petitioners could argue 

that Sterner was ‘known … by others in this country” is nonsensical.  Reply 4 

(emphasis added).  Ingenico merely clarified that “IPR estoppel does not 

preclude a petitioner from asserting that a claimed invention was known or used 

by others, on sale, or in public use in district court. These are different grounds that 

could not be raised during an IPR.”  Ingenico Inc. v. IOENGINE, LLC, No. 2023-

1367 (Fed. Cir. May 7, 2025) at 16 (emphasis added). 
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Sotera remains precedential, and the stipulation under Sotera “weighs 

strongly in favor of not exercising discretion to deny institution under 35 U.S.C. § 

314(a).”  Sotera, Paper 12 at 19. 

III. The iRhythm Decision 

Procomm argues that the recent decision in iRhythm supports discretionary 

denial but fails to identify the underlying factual basis supporting the conclusion of 

the Director in iRhythm, and how that underlying factual basis relates to the facts 

of the present case.   

Procomm relies solely on the listing of a publication corresponding to the 

’521 Patent among eleven references cited by the examiner listed on the cover of a 

patent assigned to Ericsson that issued in 2018.  Procomm provides no evidence 

that the listed publication was relied upon or discussed by the examiner during 

prosecution, or that Ericsson had any knowledge that the publication issued as the 

’521 Patent.  The law is well settled that the mere knowledge of a patent does not 

confer knowledge of infringement of the patent under the patent statute.  Amsted 

Industries Inc. v. Buckeye Steel Casting Co., 24 F.3d 178, 187 (Fed. Cir. 1994).  

Similarly, here, the mere listing of a publication corresponding to the ’521 Patent 

by the examiner on the cover of a patent assigned to Ericsson, does not confer 

sufficient knowledge of the ’521 Patent upon Ericsson to seek early review of the 

patent absent a claim of infringement. 
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The decision by the Director in iRhythm does not support the contention by 

Procomm that the mere listing of a publication corresponding to the ’521 Patent by 

an examiner conferred knowledge of the patent upon Ericsson such that there was a 

settled expectation between the parties as to the patentability of the ’521 Patent.  In 

iRhythm, the Patent Owner established an expectation between the parties with 

evidence showing that a former engineer and founder of the petitioner was 

particularly focused on the IP landscape related to petitioner iRhythm’s heartrate 

monitor technology, specifically identifying petitioner iRhythm’s IP searches 

focused on patents and pending applications, detailed review of the prior art 

including analysis of specific claims, and identifying challenged patents on IDSs 

filed in its own pending applications.  iRhythm Paper 7 29-31; citing EX-1017. 

Here, Procomm has provided no evidence to establish a settled expectation 

among the parties that the ’521 Patent was patentable.  To the contrary, the settled 

expectation among the parties was that Petitioners were not infringing the ’521 

Patent by selling the accused products free from any claims of infringement for 

over six years. 
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IV. Conclusion 

The Director should deny Procomm’s request for discretionary denial of 

institution.   

Respectfully submitted,  

      DUANE MORRIS LLP 

                                                             BY: /Patrick D. McPherson/  
                                                            Patrick D. McPherson 
                                                            USPTO Reg. No. 46,255 
                                                            Duane Morris LLP 
                                                            901 New York Avenue N.W., Suite 700 East 
Dated: June 16, 2025                            Washington, D.C. 20001 
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