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I. INTRODUCTION 

Pursuant to 35 U.S.C. §§ 311 et seq. and 37 C.F.R. §§ 42.1 et seq., Ericsson 

Inc. and Cellco Partnership d/b/a Verizon Wireless. (“Petitioners”) hereby petition 

for an inter partes review of U.S. Patent No. 8,497,813 (the “’813 Patent”).  

Petitioners respectfully submit that Claims 1, 2, and 4-7 (the “Challenged Claims”) 

of the ’813 Patent are unpatentable under 35 U.S.C. §103 in view of the prior art 

references discussed herein.  This Petition demonstrates by a preponderance of the 

evidence that there is a reasonable likelihood that Petitioners will prevail with 

respect to at least one of these claims.  Accordingly, it is respectfully requested that 

the Board institute an inter partes review of the ’813 Patent pursuant to 37 C.F.R. 

§ 42.108. 

II. OVERVIEW 

The Challenged Claims are unpatentable as obvious over the prior art.  The 

claims are directed to prior art systems and combinations of conventional 

components that perform conventional functions in panel antennas having an 

environmental enclosure for housing electronics for wireless communications.  

More specifically, the Challenged Claims are directed to a six-sided (boxlike) 

enclosure (purple) for housing radios (blue) wherein one of the sides (called the 

cover (gold)) has one or more RF radiating modules (orange) fastened to its 

exterior surface that are covered by a radome (green). 
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FIG. 6 illustrates the claimed embodiment: 

 

EX-1001 FIG. 61; EX-1003 ¶27. 

However, U.S. Patent Publication No. 2006/025311 (“Bishop”) (EX-1004) 

demonstrates that such a panel antenna having a six-sided (boxlike) enclosure for 

housing radios was known at the time of the ’813 Patent: EX-1003 ¶28. 

                                     
1 Figures with color have been annotated by Petitioners. 
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EX-1004 FIG. 5; EX-1003 ¶28. 

 During prosecution, the applicant gained allowance of the Challenged 

Claims over a rejection based on Bishop by amending Claim 1 to incorporate the 
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limitations recited in original Claim 8, which the Office indicated would be 

allowable if rewritten in independent form.  EX-1002 36.  Original Claim 8 read: 

8.  The panel antenna of claim 1, wherein a flange joins the first and 

second side walls and the top and bottom wall, and a lip extends 

from the flange, further defining the aperture through which the 

cavity of the enclosure may be accessed, the lip being engaged by the 

internal cover to provide the environmental seal. 

EX-1002 249. 

The flange/lip feature recited in Claim 8 is illustrated in FIG. 6 below: 
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EX-1001 FIG 6; EX-1003 ¶30. 

As illustrated below, Bishop embodies the recited flange, but not the lip: 
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EX-1004 FIG. 5; EX-1003 ¶31. 

However, the flange/lip feature that formed the basis for allowance of the 

Challenged Claims was well known for engaging a panel to a boxlike enclosure to 

provide an environmental seal, and, specifically, was well known in environmental 
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enclosures housing communications equipment as demonstrated by the following 

examples: 

 

 

EX-1005 FIG. 1 EX-1006 FIG. 30A 

 

EX-1007 FIG. 1 
EX-1003 ¶32. 

In addition, U.S. Patent Publication No. 2006/0181462 (“Kelly”) (EX-1009), 

discloses the claimed panel antenna including the flange/lip feature.  Kelly 

discloses an enclosure with a hinged cover having external antennas covered by a 



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

8 
 

radome that forms an environmental seal with the enclosure by engaging the 

flange/lip feature formed by the enclosure. EX-1003 ¶33. 

 

EX-1009 Fig. 4; EX-1003 ¶33. 

As demonstrated by Bishop and Kelly, a panel antenna having a six-sided 

(boxlike) enclosure for housing radios was well known at the time of the purported 

invention.  In addition, the flange/lip feature for providing an environmental seal 

was also well known as demonstrated by Kelly, and the other identified prior art 

enclosures that house communications equipment.  These references are naturally 

combined together, and the combinations discloses each limitation recited in the 

Challenged Claims.  EX-1003 ¶34. 

III. GROUNDS FOR STANDING (37 C.F.R. § 42.104(A))  

Petitioners certify that the ’813 Patent for which review is sought is 

available for inter partes review and that Petitioners are not barred or estopped 
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from requesting an inter partes review of the Challenged Claims on the grounds 

identified herein.  37 C.F.R. § 42.104(a).  This Petition is filed pursuant to 37 

C.F.R. § 42.106(a). 

IV. REASONS FOR THE REQUESTED RELIEF 

As explained in §§ II and V-VII of this Petition and in the attached 

Declaration of Petitioners’ Expert, Henry Houh Ph.D, EX-1003, the panel antenna 

having a sealed enclosure with the flange/lip arrangement, as described and 

claimed in the ’813 Patent, was obvious over the prior art to a person of ordinary 

skill in the art (“POSA”) at the time of the invention. 

V. BACKGROUND 

A. Summary of the ’813 Patent 

The ’813 Patent is titled “Panel Antenna Having Sealed Radio Enclosure” 

and particularly identifies the field of invention as relating to “arrangements of 

passive and active components in an [sic] multiple radiating element panel 

antenna.”  EX-1001 Title, 1:7-10; EX-1003 ¶35.   

The ’813 Patent summarizes the invention as a panel antenna including:  

(1) an enclosure defining a cavity and an aperture for accessing the cavity; 

(2) a cover dimensioned to overlap the aperture of the enclosure; 

(3) a radome; 

(4) a heat sink mounted to an external surface of the enclosure; 
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(5) at least one active radio component (e.g., micro radio(s)) mounted inside 

the cavity of the enclosure; and 

(5) at least one passive radio element (e.g., RF radiating module(s)) mounted 

external to the cavity of the enclosure.  EX-1001 2:7-23; EX-1003 ¶36. 

The ’813 Patent describes two embodiments differing in the positional 

relationship between the cover, radome, and the passive radio element(s).  In a first 

embodiment (“Embodiment I”), the cover is positioned exterior to the radome such 

that the passive radio elements(s) are positioned between an interior surface of the 

cover and the radome.  The ’813 Patent provides FIG. 1 as an illustration of 

Embodiment I: 

 

EX-1001 FIG. 1; EX-1003 ¶37. 



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

11 
 

With reference to FIG. 1, the ’813 Patent explains that panel antenna 10 

comprises an enclosure 12 (purple), cover 14 (gold), and radome 16 (green).  The 

panel antenna includes a plurality of micro radios 20 (blue) mounted within the 

enclosure 12 that may be thermally coupled to heat sinks 18.  As illustrated in this 

embodiment (Embodiment I), a plurality of RF modules 24 (orange) are 

positioned between an internal surface of cover 14 and radome 16 with the external 

surface of cover 14 forming an outer surface of panel antenna 10.  EX-1001 3:51-

59; EX-1003 ¶38. 

The ’813 Patent also describes a second embodiment (“Embodiment II”) 

wherein the radome is positioned exterior to the cover such that the passive radio 

elements(s) (e.g., RF module(s)) are positioned between an exterior surface of the 

cover and the radome.  The ’813 Patent provides FIG. 6 as an illustration of 

Embodiment II: 
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EX-1001 FIG. 6; EX-1003 ¶39. 

With reference to FIG. 6, the ’813 Patent explains that panel antenna 210, 

like panel antenna 10 illustrated in FIG. 1 (Embodiment I), comprises an enclosure 

212 (purple), cover 214 (gold), and radome 216 (green).  The panel antenna 

includes a plurality of micro radios 220 (blue) mounted within the enclosure 212 

that may be thermally coupled to heat sinks 219.  As illustrated in this embodiment 

(Embodiment II), radome 216 (green) is positioned external to cover 214 (gold) 

such that the external surface of radome 216 forming an outer surface of panel 

antenna 210.  EX-1001 6:65-7:7; EX-1003 ¶40. 
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The ’813 Patent provides FIG. 7 as a side view of panel antenna 210 with 

the radome 216 removed so that RF modules 224 are visible: 

 

EX-1001 FIG. 7; EX-1003 ¶41. 

The ’813 Patent explains that, with radome 216 removed, one or more RF 

modules 224 (orange) are visible and are mounted to an exterior surface of cover 

214 (gold) such that when radome 216 is installed, the RF module(s) 224 are 

positioned within an enclosure formed by cover 214 and radome 216.  EX-1001 

7:6-9, 8:3640, 8:57; EX-1003 ¶42.    

The Challenged Claims are directed to Embodiment II of the panel antenna 

as described above wherein the RF module(s) are mounted to an exterior surface of 
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the cover and enclosed by a radome (as indicated by the bolded text), and also 

include the flange/lip feature. EX-1003 ¶43.  Specifically, Claim 1 reads: 

A panel antenna, comprising: 

an enclosure, the enclosure including a rear panel, a first side wall, 

and a second side wall, a top wall and a bottom wall, the rear panel 

and the walls defining a cavity, the walls further defining an aperture 

through which the cavity of the enclosure may be accessed, 

an internal cover, the internal cover being dimensioned to overlap an 

area defined by the aperture of the enclosure and providing an 
environmental seal and electromagnetic shielding for the cavity, the 

internal cover having at least one RF radiating module fastened to 

an exterior surface thereof, 

at least one micro radio mounted to an internal surface of the first 

side wall, the micro radio being coupled to the RF radiating module; 

a first heat sink, mounted to an external surface of the first side wall, 

and 
a radome, the radome mounting to the internal cover and enclosing 

the RF radiating module; 

wherein a flange joins the first and second side walls and the top 

and bottom wall, and a lip extends from the flange, further defining 

the aperture through which the cavity of the enclosure may be 

accessed, the lip being engaged by the internal cover to provide the 

environmental seal. 
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B. Prosecution History 

The ’813 Patent issued from an application filed with original Claims 1-8 

directed to Embodiment II as described above in the summary of the ’813 Patent.  

EX-1002 247-248.  In a first Office Action dated Jan. 28, 2013, Claims 1-7 were 

rejected under § 103 as obvious over Bishop (US 2006/0250311) in view of Harner 

(US 3,495,173).  EX-1002 35.  The Office based the rejection on Bishop disclosing 

each recited limitation of Claims 1-7 “but fails to teach first/second micro radio 

mounted to an external surface of the side walls; communications hub, and 

calibration radio” and that it would have been obvious to provide Bishop with 

those features in view of Harner.  EX-1002 35-36.   

The Office objected to Claim 8 as being dependent from rejected Claim 1, 

but indicated Claim 8 would be allowable if rewritten in independent form.  EX-

1002 36.  Original Claim 8 read: 

8.  The panel antenna of claim 1, wherein a flange joins the first and 

second side walls and the top and bottom wall, and a lip extends 

from the flange, further defining the aperture through which the 

cavity of the enclosure may be accessed, the lip being engaged by the 

internal cover to provide the environmental seal. 

EX-1002 249. 

The flange/lip feature recited in Claim 8 is illustrated in FIG. 6 below: 
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EX-1001 FIG 6. 

In response to the rejection, the applicant amended Claim 1 to include the 

flange/lip limitation recited in Claim 8: 
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EX-1002 23. 

The Office subsequently allowed the claims on the following bases: 
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EX-1002 14. 

Allowed Claims 1-7 correspond to Claims 1-7 in the ’813 Patent. EX-1002 

13.  Claims 3, and 8-17 are not challenged in this Petition. 

C. Claim Construction 

Petitioners propose that each claim term in the Challenged Claims be given 

its plain and ordinary meaning in this proceeding, and that no specific construction 

of any claim term is required because the prior art relied on in this Petition meets 

each of the claim terms under any reasonable construction. 

D. Priority Date of the Challenged Claims 

The ’813 Patent issued from U.S. Patent Application No. 12/792,367 filed 

on Jun. 12, 2010 (the “CIP Application”) as a continuation-in-part of application 
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No. PCT/US2009/066345 filed on Dec. 2, 2009 (the “CIP Parent Application”), 

claiming priority to Provisional Application No. 61/119,114 filed on Dec. 2, 2008. 

For the purposes of this review only and considering the prior art relied upon 

herein predates the filing of the provisional application.  The Petitioners assume 

the earliest priority date of the Challenged claims is that of the provisional filing 

Dec. 2, 2008. 

However, in the event the PO attempts to swear behind the references, the 

Petition notes, the Challenged Claims are each directed to Embodiment II and thus 

recite new matter not disclosed in the CIP Parent Application that discloses only 

Embodiment I.  Thus, Petitioners reserve the right to assert the Challenged Claims 

are entitled to a priority no earlier than the Jun. 2, 2010 filing date to the CIP 

Application that issued as the ’813 Patent if Patent Owner makes the priority date 

an issue in this proceeding.   

E. Person of Ordinary Skill in the Art  

With respect to the ’813 Patent, a POSA in late 2008 would have been 

familiar with electronic devices, radio communication, environmental enclosures, 

and heat management.  EX-1003 ¶47.  A POSA would have a working knowledge 

of deleterious environmental effects on outdoor electronics and be aware of 

prophalytic measures routinely used against these effects. EX-1003 ¶47. 
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A POSA would have gained knowledge of these concepts through a mixture 

of training and work experience, such as by having a Bachelor’s degree in 

Electrical or Mechanical Engineering or equivalent and four years of experience; 

or by obtaining a Master’s degree in Electrical or Mechanical Engineering or 

equivalent, but having only one to two years of experience; or by having no formal 

education but experience in radio communications and environmental enclosures 

of at least eight years.  EX-1003 ¶48. 

F. State of the Art 

The following section describes the state of the art in radio equipment 

enclosures as of late 2008.  EX-1003 ¶40.  The prior art references, and the 

discussions of what was known to a POSA, provide the factual support for the 

general description of the state of the art at the time of the invention, provide 

additional motivation to modify or combine the references.  Accordingly, these 

references should be considered by the Board. EX-1003 ¶49. 

1. Radomes 

It was well known in the art to protect antennas from environmental hazards 

with the use of radomes.  Radomes are made of radar transparent materials as to 

not interfere with the operation of the transmission or reception of radio waves 

while protecting the antenna against rain, moisture and foreign objects.  For 

example, Aakula discloses the “antenna 20 is protected from the elements by the 
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radome 30” and “is formed of non-conductive (i.e., insulative) material” so that the 

radio waves pass through the radome “without distortion or attenuation.”  EX-1008 

2:54-3:1; EX-1003 ¶50. 

2. Environmental Enclosures – flange/lip feature 

Environmental enclosures for electronics and radio communications are 

ubiquitous.  A common focus for these environmental enclosures are integration of  

access panels/doors that allow for maintenance/repair of the components inside 

while ensuring the access panels/doors do not compromise the protection from the 

elements.  Many approaches rely upon the interaction of flanges and lips on the 

enclosure with the access panel/door to ensure an environmental seal.  For 

example, Solheid discloses a flange that forms a front wall (blue) with a lip (pink) 

extending therefrom as shown in Fig. 1.  A cooperating lip on the door overlaps the 

enclosure lip to “seal interior from the elements when the door is closed.”  EX-

1005 5:3-13; EX-1003 ¶51. 
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EX-1005 FIG. 1; EX-1003 ¶51. 

Similarly, Neuhoff discloses and housing with a bending (flange) 17 (blue) 

from which an angular edge (lip) 16 (pink) extends and interacts with a 

cooperating overlapping edge of the door to form a retaining area as shown in Fig. 

1. 
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EX-1007 FIG. 1; EX-1003 ¶52. 

VI. IDENTIFICATION OF CHALLENGES 

A. Challenged Claims 

Claims 1, 2, and 4-7 of the ’813 Patent are challenged in this Petition. 

B. Statutory Grounds for Challenges 

The Challenges are set forth in detail below and summarized as follows: 

Ground Claims Basis Reference 
1 1, 2, 4-7 § 103 Bishop in view of Avramis, Lakoduc 

and/or Korte.   
2 1, 2 and 7 § 103 Kelly alone or in view of Avramis 

 

Ground 1: Claims 1, 2, and 4-7 are unpatentable as being obvious over 

Bishop in view of Avramis, Lakoduc, and/or Korte.   

Bishop 

U.S. Patent Publication No. 2006/0250311 (EX-1004) issued on Nov. 9, 

2006 from application no. 11/417,723 filed on May 4, 2006.  Bishop qualifies as 
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prior art at least under §102(b).  Bishop formed the basis of an obviousness 

rejection during prosecution of the Challenged Claims and was overcome by 

amendment.  However, as set forth in Section VIII.A below, the Examiner erred in 

not applying Bishop to the amended claims. 

Avramis 

U.S. Patent Publication No. 2007/0296518 (EX-1010) published on Dec. 27, 

2007 from application no. 11/426,673 filed on Jun. 27, 2006.  Avramis qualifies as 

prior art at least under §102(a) or (e).  Avramis was not cited or applied by the 

examiner during prosecution nor previously before the Board with respect to the 

’813 Patent. 

Lakoduc 

U.S. Patent Publication No. 2009/0134755 (EX-1006) published on May 28, 

2009 from application no. 12/243,858 filed on Oct. 1, 2008 claiming priority to 

provisional application no. 60/976,573 filed Oct. 1, 2007.  Lakoduc qualifies as 

prior art at least under § 102(a) Lakoduc was not cited or applied by the examiner 

during prosecution nor previously before the Board with respect to the ’813 Patent 

Korte 

International Publication Number WO 2008/009421 (“Korte”) (EX-1011) 

published on Jan. 24, 2008 from International Application Number 

PCT/EP2007/006334 filed on Jul. 17, 2007 claiming priority to provisional 
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application no. 60/807,509 and GB application no. 0614299.6, each filed on Jul. 

17, 2006.  Korte qualifies as prior art at least under § 102(a).  Korte was 

incorporated by reference in the ’813 Patent but was not cited or relied upon by the 

Office during prosecution nor previously before the Board with respect to the ’813 

Patent.   

Ground 2: Claims 1, 2 and 7 are unpatentable as being obvious over Kelly 

alone or in view of Avramis.   

Kelly 

U.S. Patent Publication No. 2006/0181462 A1 (EX-1009) published on Aug. 

17, 2006 from application no. 11/057,457 filed on Feb 14, 2005.  Kelly qualifies as 

prior art at least under §102(b).  Kelly was not cited or applied by the examiner 

during prosecution nor previously before the Board with respect to the ’813 Patent. 

VII. IDENTIFICATION OF HOW THE CHALLENGED CLAIMS ARE 
UNPATENTABLE 

A. Challenge 1:  Claims 1, 2, and 4-7 are obvious over Bishop in view 
of Avramis, Lakoduc and/or Korte. 

1. The Bishop Reference 

Bishop is titled “Enclosure With Ground Plane” and is generally directed to 

“[a] system and method for mounting one or more radio antennas in an outdoor 

enclosure” wherein the “outdoor enclosure may have a weather-proof radome 

mounted around the antennas” and may include “one or more radio transceivers in 

the enclosure 102.”  EX-1004 Title, Abstract, [0031]; EX-1003 ¶54. 
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Like the ’813 Patent, Bishop discloses a boxlike enclosure for housing 

radios wherein one of the panels forms a multiple radiating element panel antenna 

having the same arrangements of passive and active components summarized by 

the ’813 Patent as its purported invention: 

(1) a boxlike enclosure (purple) defining a cavity; 

(2) a cover (gold) dimensioned to overlap an aperture of the enclosure; 

(3) a radome (green); 

(4) at least one active radio component (blue) (e.g., micro radio(s)) mounted 

within the enclosure; and 

(5) at least one passive radio element (orange) (e.g., RF radiating 

module(s)) mounted external to the enclosure. EX-1003 ¶55. 

FIGs. 1 and 5 illustrate embodiments: 
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EX-1004 FIG. 1; EX-1003 ¶56. 
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EX-1004 FIG. 5; EX-1003 ¶56. 

Bishop explains that enclosure 102, (purple) may include door 103 as 

illustrated in FIG. 1 that may be of any type of access to electrical equipment 104 

(blue) housed within the enclosure.  Door 103 may be hinged, or may be a 
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removable panel.  In some embodiments, enclosure 502 (purple) may not include 

a door as illustrated in FIG. 5, such that access to the interior of the enclosure 

would be by some other means.  EX-1004 [0027], [0052]; EX-1003 ¶57.  

Enclosure 102, 502 houses electrical equipment 104, 504 (blue) within an 

interior cavity.  Bishop states “electrical equipment 104 may be any type of 

electrical equipment whatsoever” and that [i]n some cases, a transformer, power 

supply, or various radio frequency (RF) devices may be present either separately or 

as part of a single device.”  EX-1004 [0029]; EX-1003 ¶49.  Bishop further states  

In a typical enclosure used for wireless communications, a network 

signal may be transmitted through a cable or fiber optic connection 

into the enclosure. Power supplies, converters, modems, and various 

electrical devices may process incoming signals and connect to one or 

more radio transceivers. The transceiver may connect to one or more 

antennas located above the ground plane 106. 

EX-1004 [0030]; EX-1003 ¶58. 

Bishop explains that ground plane 106, 506 (gold) may be mounted to form 

a panel of enclosure 102, 502.  Antenna 108-114, 508-510 (orange) are mounted 

to the exterior surface of ground plane 106, 506.  The antenna may be panel type 

antennae or any other type of antenna may be used, including dipole, rod, diversity, 

sectorized, parabolic, or any antenna imaginable.  EX-1004 [0024, [0040]; EX-

1003 ¶59. 
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Ground plane 106, 506 may shield the various antennae from interference 

from electrical equipment 104.  Ground plane 106 may be manufactured from 

metal, including various steels, aluminum, brass, or other conductive metal, or 

ground plane 106 may be treated with a metallic or other conductive coating that 

may provide corrosion protection.  EX-1004 [0032]; EX-1003 ¶60. 

Ground plane 106 may prevent unwanted interference between noise or 

other energy generated within the enclosure 102 from interfering with or otherwise 

degrading the performance of signals transmitted or received on the antennae.  EX-

1004 [0037]; EX-1003 ¶61.   

Ground plane 106, 506 may have several holes or pass throughs 120 so that 

connections between a radio transmitter within enclosure 104, 506 and the 

antennae may be made by passing a cable through the holes 120.  EX-1004 [0036]; 

EX-1003 ¶62. 

Radome 116, 516 (green) covers the antennae and may be a nonconductive 

cover that protects the antennae.  The radome may be attached directly to the 

ground plane through the use of fastener holes 118 or by any other mechanical 

attachment.  The radome may also be sealed in a weather-tight manner with 

gasketing to prevent water or dust infiltration. EX-1004 [[0043]; EX-1003 ¶63.  

FIG. 3 is a cross-sectional illustration of an embodiment 300: 
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EX-1004 FIG. 3; EX-1003 ¶64. 

Bishop explains that embodiment 300 includes enclosure 302 (purple) 

housing electrical equipment 304 (including radios) (blue) having ground plain 

306 (gold) attached to enclosure 302 to thereby form the top panel of the boxlike 

enclosure.  Ground plane 306 may be attached to enclosure 302 by fastening 

through mated lips 314 and 316.2  A gasket or sealant may also be used between 

lips 314 and 316.  EX-1004 [0045-46]; EX-1003 ¶65. 

                                     
2 In view of the unambiguous disclosure of FIG. 3, Bishop’s identification of 

radome 312 rather than ground plane 306 as being attached through lips 314 and 

316 appears to be an error.  EX-1004 [0046]; EX-1003 ¶65.   



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

32 
 

Antennas 310 (orange) are mounted to the exterior surface of ground plane 

306 and are covered by radome 312 (green), which may be fastened to ground 

plane 306.  EX-1004 [0045], [0048]; EX-1003 ¶66. 

2. The Avramis Reference 

Avramis discloses a transceiver enclosure with heat sinks 28 arranged on the 

exterior sides of the enclosure for “the dissipation of heat generated by transceiver 

operation.” EX-1010 [0011], [0016], FIG. 2; EX-1003 ¶67. 

 

EX-1010 FIG. 2; EX-1003 ¶67. 
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3. The Lakoduc Reference 

Lakoduk (EX-1006) is titled “Configurable Enclosure For Electronics 

Components” and is generally directed to boxlike enclosures for housing electronic 

components.  EX-1006 Title, Abstract; EX-1003 ¶68.   

Lakoduk summarizes the disclosure: 

Described herein is technology for, among other things, enclosures for 

electronic components and methods for manufacturing the same. In 

one embodiment, the enclosure includes first and second sidewalls 

formed from a single elongated piece of sheet metal. The first 

sidewall, the second sidewall, a third sidewall, and a fourth sidewall 

define an interior space of the enclosure. At least one of the first and 

second sidewalls includes an edge region folded inwardly relative to 

the interior space to form a mounting channel. The enclosure further 

includes a backwall coupled with first edges of the sidewalls and a 

door hingedly coupled with a second edge of at least one of the 

sidewalls.    

EX-1006 [0007]; EX-1003 ¶69. 
 

An embodiment of the enclosure is illustrated in FIG. 30A: 
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EX-1006 FIG. 30A; EX-1003 ¶70. 
 

Lakoduc explains that enclosure 100 includes four sidewalls 101-104 that 

are each turned inward to create a front perimeter 123 (blue) that is substantially 

parallel to the back wall 105 (shown in FIG. 8).  The front perimeter may be folded 

outward to create flange 122 (pink) that may extend perpendicular or at an angle 

from the front perimeter 123.  EX-1006 [0106]; EX-1003 ¶71. 

Lakaoduk also explains that a gasket 131 positioned on the door 106 

“engage[s] the front flanges 122 when the door is closed to help provide a 
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substantially water-tight barrier to the inside of the enclosure 100.”  EX-1006 

[0110]; EX-1003 ¶72. 

4. The Korte Reference 

Korte is titled “Antenna Array System” and is generally directed to “base 

transceiver stations and antennas for mobile communication systems.”  EX-1011 

Title, 1:7-8.  Korte summarizes an object of the invention as providing “a digital 

radio unit that can be installed at the tower top equipment of a BTS in close 

proximity of the antenna.”  EX-1011 4:15-16.  Korte further summarizes that 

invention: 

The antenna system comprises a digital radio unit connectable to at 

least one antenna element, wherein the digital radio unit comprises: at 

least one micro radio for receiving and/or sending digital radio 

signals having a digital down-converter and/or a digital up-converter 

and a digital signal converter, whereby the at least one micro radio 

converts the digital radio signals to analogue RF (radio frequency) 

signals and vice versa; at least one hub for processing digital radio 

signals and control signals and for routing said digital radio signals 

and control signals via at least one digital link and at least one 

interface, the at least one digital link (260) being provided between 

the at least one hub and the at least one micro radio (230). The radio 

communications stationary transmission/receiving apparatus can be 

used in mobile communications networks but can also be used in 

other communication networks. 

EX-1011 4:21-5:2 (emphasis added); EX-1003 ¶73. 
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FIG. 2 illustrates three embodiments: 

 

EX-1011 FIG. 2; EX-1003 ¶74. 

Korte explains that, in one embodiment (configuration (C) (green)), the 

integrated radio unit 200 (purple) is directly connected to the plurality of antenna 

elements 220 (orange) forming the antenna.  EX-1011 11:7-8.  This configuration 

is further illustrated in FIG. 4a: 
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EX-1011 FIG. 4a; EX-1003 ¶75. 

Korte explains that integrated radio unit 200 includes one or more micro 

radios 230 (blue) and a communications hub C-hub 240 (red) connected via a 

digital bi-directionally serial link (260).  One or more antenna elements 220 

(orange) are directly connected to the micro radios 230.  The antenna element 220 

may be mounted on an antenna board or another circuit board onto which the 

micro radio 230 is arranged or attached.  EX-1011 13:6-10; EX-1003 ¶76. 

Korte further explains that a “micro-sniffer” (μS) 250 may be connected to 

one of the C-Hubs 240 for monitoring and calibrating purposes.  The micro-sniffer 

250 is a special micro radio having inverse receive and transmit frequency band. 

The micro-sniffer 250 can be connected to the C-Hub 240 via the same or a similar 
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interface. The micro-sniffer 250 additionally has an antenna 255 that may have the 

form of an antenna element or another form. The micro-sniffer 250 transmits pilot 

signals towards and detects the radiation emitted from the antenna elements 220, 

thus providing the C-Hubs 240 with feedback control information as required by 

the micro radios 230 for calibration purposes.  EX-1011 12:29-13:4; EX-1003 ¶77. 

5. Detailed Application of the References to the Challenged 
Claims 

Claim 1 

[1.0] A panel antenna, comprising: 

To the extent the preamble is limiting, Bishop discloses element [1.0].  

Bishop is titled “Enclosure With Ground Plane” and is directed to “[a] system and 

method for mounting one or more radio antennas in an outdoor enclosure” wherein 

the “outdoor enclosure may have a weather-proof radome mounted around the 

antennas” and may include “one or more radio transceivers in the enclosure 102.”  

EX-1004 Title, Abstract, [0031]; EX-1003 ¶78. 

Bishop provides FIGs. 1 and 5 as exploded perspective views of different 

embodiments of the enclosure with antennas: 



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

39 
 

 

EX-1004 FIG. 1(“Annotated FIG. 1”); EX-1003 ¶79.  
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EX-1004 FIG. 5 (“Annotated FIG. 5”); EX-1003 ¶79. 

Bishop also provides FIG. 3 as a cross-sectional view of an enclosure with 

antennas: 
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EX-1004 FIG. 3 (“Annotated FIG. 3”); EX-1003 ¶80. 

As illustrated in the annotated figures, Bishop discloses enclosure with 

ground plane and multiple antennas 100 and enclosure with rod antennas 500.  

Bishop explains that: 

The antennae may be any type of radio frequency antenna. The 

antennae 108, 110, 112, and 114 may be panel type antennae that 

are configured to transmit in four separate quadrants. Any other type 

of antenna may be used, including dipole, rod, diversity, sectorized, 

parabolic, or any antenna imaginable. 

EX-1004 [0040] (emphasis added); EX-1003 ¶81. 
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Bishop also explains that “[e]mbodiment 500 illustrates that any type of 

antenna may be used in the present invention, including rod, dipole, parabolic, 

planar, or any type of antenna whatsoever.”  EX-1004 [0053]; EX-1003 ¶82. 

A POSA understood that Bishop discloses a panel antenna as recited in 

element [1.0]. EX-1003 ¶83. 

[1.1] an enclosure, the enclosure including a rear panel, a first side 

wall, and a second side wall, a top wall and a bottom wall, the 

rear panel and the walls defining a cavity, the walls further 

defining an aperture through which the cavity of the enclosure 

may be accessed, 

Bishop discloses element [1.1].  As illustrated in Annotated FIG. 1 and 

Annotated FIG. 5, Bishop discloses that enclosure 102, 502 (purple) [enclosure] 

includes a rear panel (pink) (illustrated in FIG. 1 but not in the partial view of FIG. 

5) [rear panel] and four walls (pink) arranged as two pairs of opposing walls [first 

side wall, second side wall, top wall, bottom wall] that define a cavity (red) 

[defining a cavity].  The walls (pink) of the enclosure further define an aperture 

(green) [further defining an aperture]. EX-1003 ¶84.  

In the embodiment of FIG. 1, Bishop discloses that one of the walls may be 

hinged to afford access to the electrical equipment housed within the interior cavity 

of the enclosure.  However, Bishop discloses that “[i]n some embodiments, an 
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enclosure may not have a door and may afford access to the electrical equipment 

104 by some other means.”  EX-1004 [0027]; EX-1003 ¶85.   

A POSA understood that the enclosure 502 illustrated in Annotated FIG. 5 

includes no door, and that the aperture (green) defined by the four walls is one 

such other means for affording access to the interior cavity of the enclosure when 

ground plane 506 is removed.  Thus, a POSA understood that the aperture (green) 

constitutes an aperture through which the cavity of the enclosure may be accessed 

as recited in element [1.1]. EX-1003 ¶86. 

Hence a POSA understood that Bishop discloses element [1.1].  EX-1003 

¶87. 

[1.2] an internal cover, the internal cover being dimensioned to 

overlap an area defined by the aperture of the enclosure and 

providing an environmental seal and electromagnetic shielding 

for the cavity, 

Bishop discloses element [1.2].  As set forth for element [1.2], the walls 

(pink) of the enclosure (purple) define an aperture (green).  With reference to 

Annotated FIG. 3, Bishop discloses that ground plane 306 (gold) [internal cover] 

may be attached to enclosure 302, for example, by fastening means extending 

through mated lips 314 and 316.  As illustrated, by dimensioning the ground plane 

so that lip 314 of the ground plane mates with lip 316 of the enclosure the ground 

plane [internal cover] covers the entirety of the area of the aperture [dimensioned 
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to overlap an area defined by the aperture].  Bishop further discloses that a gasket 

or sealant may be positioned between the lips to provide a seal [providing an 

environmental seal].  EX-1004 [0045-46]; EX-1003 ¶88. 

Bishop further discloses that the ground plane may shield the various 

antennae from interference from electrical equipment housed within the enclosure 

and may prevent unwanted interference between noise or other energy generated 

within the enclosure from interfering with or otherwise degrading the performance 

of signals transmitted or received on the antennae [providing electromagnetic 

shielding for the cavity].  EX-1004 [0032], [0037]; EX-1003 ¶89. 

The ’813 Patent discloses that the internal cover may serve as a ground 

plane.  EX-1001 8:46-47.  Although the embodiment in Bishop is oriented such 

that the ground plane [internal cover] forms the top of the enclosure, consistent 

with the teaching of the ’813 Patent, a POSA understood that the enclosure of 

Bishop may be oriented such that the ground plane forms the front cover of the 

enclosure.  EX-1003 ¶90. 

Thus, a POSA understood that Bishop discloses element [1.2].  EX-1003 

¶91. 

[1.3]  the internal cover having at least one RF radiating module 

fastened to an exterior surface thereof, 
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Bishop discloses element [1.3].  With reference to the annotated figures, at 

least one antenna (orange) [RF radiating module] is attached to an exterior surface 

of the ground plane [internal cover] and that the antenna may be a panel type 

antenna or any other type of antenna may be used, including dipole, rod, diversity, 

sectorized, parabolic, or any antenna imaginable.  EX-1004 [0024], [0040]; EX-

1003 ¶92.  Thus, a POSA understood that Bishop discloses element [1.3]. EX-1003 

¶92. 

[1.4] at least one micro radio mounted to an internal surface of the 

first side wall, the micro radio being coupled to the RF radiating 

module; 

Bishop discloses element [1.4].  As illustrated, the electrical equipment 

(blue) may be mounted to one of the walls (pink) [first side wall] of the enclosure 

(purple).  For example, Annotated FIG. 1 shows electrical equipment 104 

mounted a side wall of enclosure 102. EX-1003 ¶93. 

Bishop further discloses that the electrical equipment may be any type of 

electrical equipment whatsoever” and that [i]n some cases, a transformer, power 

supply, or various radio frequency (RF) devices may be present either separately or 

as part of a single device.”  EX-1004 [0029].  Bishop further states  

In a typical enclosure used for wireless communications, a network 

signal may be transmitted through a cable or fiber optic connection 

into the enclosure. Power supplies, converters, modems, and various 
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electrical devices may process incoming signals and connect to one or 

more radio transceivers [micro radios]. The transceiver may 

connect to one or more antennas located above the ground plane 

106 [micro radio being coupled to the RF radiating module]. 

EX-1004 [0030] (emphasis added); EX-1003 ¶94. 

Bishop further discloses: 

The enclosure 601 may contain one or more radios, each capable of 

one or more communication sessions. In the embodiment 600, 

directional antennas may be used to sub-divide the total coverage area 

into several smaller sectors or coverage areas 616, 618, 620, and 622. 

Each coverage area may be covered by a separate radio. 

EX-1004 [0056] (emphasis added); EX-1003 ¶95. 

 Thus, a POSA understood that Bishop discloses element [1.4].  EX-1003 

¶96. 

[1.5] a first heat sink, mounted to an external surface of the first 

side wall, and 

Bishop alone and/or in view of Avramis discloses element [1.5].  Bishop 

discloses that the enclosure houses active electronic components, including radios, 

and a POSA understood, as acknowledged by the ’813 Patent, that such an active 

component “generates a significant amount of heat that must be dealt with.”  EX-

1001 1:59-61; EX-1003 ¶97.  While Bishop does not address heat sinks 

specifically, or even heat management with respect to the active electronics housed 
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within the enclosure generally, Bishop discloses that the enclosure may be formed 

from metal.  A POSA understood that metal has excellent heat conductive and 

storage properties and thus inherently functions as a heat sink.  EX-1004 [0027]; 

EX-1003 ¶97. 

To the extent PO argues the enclosure of Bishop does not embody the 

recited heat sink, Avramis explicitly discloses heat sinks on enclosures housing 

electronics.  Avramis discloses “heat sink(s) 28 may be arranged along the exterior 

sides of the enclosure 10 to assist with dissipation of heat generated by transceiver 

operation.” EX-1010 [0012]; EX-1003 ¶98. 

Avramis discloses an enclosure for a transceiver in which the sides are 

provided with heat sinks and corrugations to cool the interior of the enclosure. 

As shown in FIGS. 1-3 an enclosure 10 according to an exemplary 

embodiment of the invention has a feed flange 14 connection on a 

front end 16 and signal connection (s) 17 at the back end 18. The 

enclosure has a top side transmitter cavity 20 and a bottom side 

receiver cavity 22. A receiver cavity cover 24 and a transmitter cavity 

cover 26 enclose and environmentally seal the receiver cavity 22 and 

the transmitter cavity 20, respectively. Heat sink(s) 28 may be 

arranged along the exterior sides of the enclosure 10 to assist with 

dissipation of heat generated by transceiver operation 

EX-1010 [0012]; EX-1003 ¶99. 
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It would have been obvious to a POSA to provide heat sinks on the external 

surface of the enclosure of Bishop as taught by Avramis.  A POSA would have 

been motivated to add the heat sinks of Avramis in order to dissipate the heat 

generated by the radio and other components within the enclosure to prevent over 

heating of the electronic components including the radios.  A POSA understood 

that performance of electronic components were susceptible to degradation due to 

overheating.  Moreover, a POSA would have been motivated to position the heat 

sink on an exterior surface of the housing wall upon which the heat generating 

component is mounted to minimize the conduction path and increase heat 

dissipation rate. EX-1003 ¶100. 

The disclosure of heat sinks in Avramis provides a teaching, suggestion, or 

motivation that would have led a POSA to combine Avramis’ teaching of heat 

sinks with the enclosure of Bishop to arrive at the invention of Claim 1. EX-1003 

¶101. 

A POSA also understood that: 

1.  Combining the heat sinks of Avramis with the enclosure of Bishop would 

yield the predictable results of dissipating heat from heat generating components 

housed within enclosures; 

2.  Use of heat sinks as taught by Avramis to passively control heat buildup 

was a known technique to improve the heat management in heat sensitive 
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electronic devices such as the electronic components of Bishop, by absorbing and 

dissipating heat into the surrounding environment. EX-1003 ¶102. 

Given the well-known and ubiquitous use of heat sinks in electronic device 

enclosures and otherwise, a POSA would have a high likelihood of success in 

implementing the heat sinks of Avramis with the enclosure of Bishop. EX-1003 

¶103. 

Thus, a POSA understood that Bishop alone and/or in view of Avramis 

discloses element [1.5].  EX-1003 ¶104. 

[1.6] a radome, the radome mounting to the internal cover and 

enclosing the RF radiating module; 

Bishop discloses element [1.6].  As illustrated, Bishop discloses that the 

radome (green) covers and protects the antennae [enclosing the RF radiating 

module] and may be attached directly to the ground plane [mounting to the internal 

cover].  EX-1004 [0042-43]; EX-1003 ¶105. 

Thus, a POSA understood that Bishop discloses element [1.6].  EX-1003 

¶106. 

[1.7] wherein a flange joins the first and second side walls and the 

top and bottom wall, and a lip extends from the flange, further 

defining the aperture through which the cavity of the enclosure 

may be accessed, the lip being engaged by the internal cover to 

provide the environmental seal. 
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Bishop in view of Lakoduk discloses element [1.7].  As set forth for element 

[1.2], the enclosure includes a lip that mates with a lip on the ground plane 

[internal cover] when the ground plane is attached to the enclosure.  FIGs. 3 and 5 

are annotated below to identify the lip (blue) on the enclosure [flange further 

defining the aperture]. 

 

 

 

EX-1004 FIG. 5 EX-1004 FIG. 3 

EX-1003 ¶107. 

As illustrated, the flange extends along each of the four walls [joins the first 

and second side walls and the top and bottom wall]. Although Bishop discloses 

engaging the ground plane with the flange to provide an environmental seal, 
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Bishop does not disclose that a lip extends from the flange.  However, as set forth 

in the State of the Art, the flange/lip configuration recited in element [1.8] was 

well-known for engaging panels to enclosures housing electronic equipment.  See 

Section IV.F. EX-1003 ¶108.  

Lakoduk discloses an enclosure for electronics equipment have a rear panel 

and four sides defining a cavity and an aperture for accessing the cavity: 

Described herein is technology for, among other things, enclosures for 

electronic components and methods for manufacturing the same. In 

one embodiment, the enclosure includes first and second sidewalls 

formed from a single elongated piece of sheet metal. The first 

sidewall, the second sidewall, a third sidewall, and a fourth sidewall 

define an interior space of the enclosure. At least one of the first and 

second sidewalls includes an edge region folded inwardly relative to 

the interior space to form a mounting channel. The enclosure further 

includes a backwall coupled with first edges of the sidewalls and a 

door hingedly coupled with a second edge of at least one of the 

sidewalls.    

EX-1006 [0007]; EX-1003 ¶109. 
 

An embodiment of the enclosure is illustrated in FIG. 30A: 
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EX-1006 FIG. 30A; EX-1003 ¶110. 

Lakoduc discloses that enclosure 100 includes four sidewalls 101-104 that 

are each turned inward to create a front perimeter 123 (blue) that is substantially 

parallel to the back wall [flange joins the first and second side walls and the top 

and bottom wall].  Lakoduc further discloses the front perimeter may be folded 

outward to create flange 122 (pink) [lip] that may extend perpendicular or at an 

angle from the front perimeter 123 [lip extends from the flange, further defining the 
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aperture through which the cavity of the enclosure may be accessed].  EX-1006 

[0106]; EX-1003 ¶111.   

Lakoduk also explains that a gasket 131 positioned on the door 106 

“engage[s] the front flanges 122 when the door is closed to help provide a 

substantially water-tight barrier to the inside of the enclosure 100” [the lip being 

engaged by the internal cover to provide the environmental seal].  EX-1006 

[0110]; EX-1003 ¶112.   

It would have been obvious to modify Bishop in view of the knowledge of a 

POSA and/or the teaching of Lakoduc to include the flange/lip configuration on 

the enclosure to engage the ground plane [internal cover] in order to provide an 

environmental seal.  EX-1003 ¶113. 

Bishop discloses that, in some embodiments, the enclosure may not have a 

door and such that access to the interior of the enclosure would be by some other 

means.  EX-1004 [0027], [0052].  A POSA understood that enclosure 502 

illustrated in Annotated FIG. 5 includes no door, and that the aperture (green) 

defined by the four walls is one such other means for affording access to the 

interior cavity of the enclosure when the ground plane is removed.  Thus, a POSA 

understood that the aperture (green) constitutes an aperture through which the 

cavity of the enclosure may be accessed as recited in element [1.1]. EX-1003 ¶114. 
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 A POSA would have been motivated to provide an engagement between the 

ground plane and the enclosure in Bishop having the flange/lip configuration to 

“help provide a substantially water-tight barrier to the inside of the enclosure” as 

taught by Lakoduc.  EX-1006 [0110]; EX-1003 ¶115.   

Lakoduc and Bishop are each directed to boxlike enclosures formed from 

bending sheet metal and Lakoduc teaches that the flange/lip configuration may be 

implemented by adding a fold at the edge of the front perimeter 123 (blue) [flange] 

to create the flanges 122 (pink) [lip] extending perpendicular or at a slight angle 

from perpendicular away from the front perimeter.  Implementing such a 

configuration in the enclosure of Bishop was well within the skill of a POSA, 

particularly since the claimed “flange” (i.e., lip 316 (blue)) was already 

implemented in the enclosure of Bishop. EX-1003 ¶116.  

As set forth above, Claim 1 is obvious over Bishop in view of Avramis and 

Lakoduc. EX-1003 ¶116.  

Claim 2 

The panel antenna of claim 1,  

i. wherein the panel antenna further comprises: a 
second micro radio, the second micro radio 
mounted to an internal surface of the second side 
wall,  
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Bishop discloses a plurality of radios (blue) [micro radios] housed within 

the enclosure and operatively connected to the antennas.  See element [1.4]; EX-

1003 ¶118. 

Bishop is not specific regarding which wall a second of the plurality of 

radios is mounted on. However, the selection of a mounting position for the radio 

or other components is merely one of design choice and thus would have been 

obvious in view of the knowledge of a POSA. EX-1003 ¶119. 

A POSA would have been motivated to mount the radios to either of the side 

walls of the computer housing [first side wall] given: 

1) these side walls provide mounting locations with advantageous proximity 

to the access door; and 

2) these side walls allow for dissipation of heat from the mounted radio to 

the environment (See claim limitation [1.5] above).  EX-1003 ¶120. 

Further it would have been obvious to try mounting the radio on either of the 

side walls.   A POSA understood that there are a finite number (6) of interior 

surfaces on the housing of Bishop upon which to mount a radio and each of which 

provided predictable solutions, with a reasonable expectation of success. EX-1003 

¶121. 

 
ii. a plurality of RF radiating modules,  
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Bishop discloses a plurality of antennas (orange) [RF radiating modules] 

mounted to the exterior of the ground plane [internal cover] operatively connected 

to the plurality of radios (blue) [micro radios] housed within the enclosure.  See 

element [1.3]. EX-1003 ¶122. 

 
iii. a second heat sink mounted on an exterior 

surface of the second side wall. 

Bishop alone or in view of Avramis discloses a second heat sink on an 

exterior surface of a second side wall of the radio enclosure.  As described above, 

Bishop discloses the sidewalls of the enclosure may be formed of metal and thus 

function as a heat sink.  To the extent PO argues that Bishop does not disclose a 

third heat sink on an exterior surface, Avramis discloses a heat sink on a second 

side wall.  Thus, it would have been obvious to modify Bishops enclosure to 

include the heat sinks of Avramis on the exterior side walls, for the same reasons 

discussed above with respect to limitation [1.5] above. EX-1003 ¶123. 

Bishop discloses and/or renders obvious Claim 2 for at least the reasons set 

forth for elements [1.3], [1.4], and [1.5]. 

Claim 4 

The panel antenna of claim 1, further comprising a communications 
hub coupled to each micro radio. 
 

Bishop alone or in view of Korte discloses Claim 4 
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Bishop discloses junction 624 [communications hub] connects multiple 

radios in the enclosure to the communications network 624 via network branch 

626. 

FIG. 6 illustrates a plan view of an embodiment 600 showing wireless 

access points deployed in a residential area. A road 602 is shown with 

houses 604, 606, 608, 610, 612, and 614. Enclosure 601 is mounted at 

a central point of the community and contains four different antennae. 

One antenna has coverage area 616 that encompasses house 608 and 

610. A second antenna has coverage area 618 that encompasses house 

606. A third antenna has coverage area 620 that encompasses houses 

604 and 612. A fourth antenna has coverage area 622 that 

encompasses house 614. The enclosure 601 is connected to the 

network 624 through a network branch 626 and junction 628. 

EX-1004 [0054]; EX-1003 ¶126. 

The enclosure 601 may contain one or more radios, each capable of 

one or more communication sessions. In the embodiment 600, 

directional antennas may be used to sub divide the total coverage area 

into several Smaller sectors or coverage areas 616, 618, 620, and 622. 

Each coverage area may be covered by a separate radio. 

EX-1004 [0056]; EX-1003 ¶126. 
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EX-1004 Fig. 6; EX-1003 ¶126. 

A POSA understood the junction functions as a communication hub by 

connecting multiple radios to the communications network 624.  EX-1003 ¶127. 

To the extent the PO argues Bishop’s radios are not coupled to a 

communications hub, Korte, which is incorporated by reference in Bishop, 

discloses radios are connected to a communications hub. EX-1003 ¶128. 
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Korte discloses that integrated radio unit 200 includes one or more micro 

radios 230 (blue) and a communications hub C-hub 240 (red) connected via a 

digital bi-directionally serial link (260).  One or more antenna elements 220 

(orange) are directly connected to the micro radios 230.  The antenna element 220 

may be mounted on an antenna board or another circuit board onto which the 

micro radio 230 is arranged or attached.  EX-1011 13:6-10. 

 

EX-1011 FIG. 4a; EX-1003 ¶129. 

It would have been obvious to a POSA to include a communication hub as 

described in Korte with the enclosure of Bishop to connect Bishop’s radios to the 

communication network 624.  A POSA would have been motivated to use a hub in 

order for “processing digital radio signals and control signals and for routing said  
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digital radio signals and control signals via at least one serial link (260) and at least 

one interface (258, 259)” as taught in Korte.  Such processing allows any number 

of micro radios to be connected to the network via the hub (EX-1011 12:21-27) 

and allow for the advantageous distribution of data via known standards such as 

CPRI (common public radio IP) or OBSAI.  EX-1011 16:23-17:25; EX-1003 ¶130.   

Thus, a POSA would have been motivated to use a hub in the enclosure of Bishop 

in order in connect multiple radios to a communications network as desired in both 

Bishop and Korte as well as provide interoperability with the use of commonly 

used and known distribution standards as taught by Korte.  A POSA would also be 

motivated to use the communication hub as described by Korte in Bishop’s system 

given that Korte teaches the hub may be implemented with “commercially 

available components known to a person skilled in the art” (EX-1011 17:17-18) 

and thus would be an economical and reliable system for connecting Bishop’s 

radios to a communications network. EX-1003 ¶130. 

A POSA would be confident of success given the ubiquitous and well 

known use of hubs in connecting multiple radios to a network using known 

standards.  Furthermore, a POSA would be able to implement the modification 

using commercial components as taught by Korte. EX-1003 ¶131.  

Claim 5 

The panel antenna of claim 4, further comprising a calibration 
radio. 
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Bishop in view of Korte discloses Claim 5. 

Korte further explains that a “micro-sniffer” (μS) 250 may be connected to 

one of the C-Hubs 240 for monitoring and calibrating purposes.  The micro-sniffer 

250 is a special micro radio having inverse receive and transmit frequency band.  

The micro-sniffer 250 can be connected to the C-Hub 240 via the same or a similar 

interface. The micro-sniffer 250 additionally has an antenna 255 that may have the 

form of an antenna element or another form. The micro-sniffer 250 transmits pilot 

signals towards and detects the radiation emitted from the antenna elements 220, 

thus providing the C-Hubs 240 with feedback control information as required by 

the micro radios 230 for calibration purposes.  EX-1011 12:29-13:4; EX-1003 

¶133. 

It would have been obvious to a POSA to modify Bishop’s antenna panel to 

include a calibration radio as taught by Korte.  A POSA would have been 

motivated to provide a calibration radio in Bishop’s antenna panel in order to 

provide “feedback control information as required by the micro radios 230 for 

calibration purposes.” (EX-1011 12:29-13:4).  A POSA also understood the well-

known benefits of calibrating radios, including improving reception and 

transmission of radio signals, minimizing interference from other radios and 

reducing interference on other network radios, and power level management.  EX-

1003 ¶134. 
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A POSA would be confident of success given the ubiquitous and well 

known use of calibration devices and in particular calibration radios to 

tune/manage radios. EX-1003 ¶135.    

Claim 6 

i. The panel antenna of claim 5, wherein the 
communications hub and calibration radio are 
mounted on an interior surface of the rear panel, 
and 

Bishop in view of Avramis and Korte discloses Claim 6.  

Bishop in view of Korte does not specifically describe the mounting location 

of the calibration radio or communication hub.  However, the selection of a 

mounting position for these components is merely one of design choice and thus 

would have been obvious in view of the knowledge of a POSA. EX-1003 ¶137. 

A POSA would have been motivated to mount the calibration radio or other 

components to an interior surface of the panel opposite the access aperture [rear 

panel] of Bishop given: 

1) the rear panel provide mounting locations not used by other identified 

components (i.e. there is available space); and 

2) the rear panel, like the other walls allow for dissipation of heat from the 

calibration radio or other components to the environment (see claim limitation 

[1.5] above).  EX-1003 ¶138. 
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Further it would have been obvious to try mounting the calibration radio on 

the real panel.  A POSA understood that there are a finite number (6) of interior 

surfaces on the housing of Bishop upon which to mount a radio and each of which 

provided predictable solutions, with a reasonable expectation of success. EX-1003 

¶139.  The rear panel being one of the finite mounting locations and thus would 

have been obvious to a POSA. EX-1003 ¶139. 

Korte further discloses the communication hub may be integrated with the 

radios via a “multi-chip module.”   EX-1011 7:1-2; EX-1003 ¶140.  Korte also 

discloses the communication hub be provided close to the radio in that “cable 

length has the inherent disadvantages of energy and signal to noise loss.”  EX-1011 

3:1; EX-1003 ¶140. 

Thus, similar to the location and mounting of the calibration radio, it would 

also be obvious to a POSA to locate and mount the communication hub within the 

antenna enclosure and on the rear panel of Bishop. EX-1003 ¶141.  

A POSA would have been motivated to house the multi-chip module or 

separate the communication hub in the same environmental enclosure as the radios 

in order to protect them from the elements and provide a location of the hub 

proximate to the radios to which its serves in order to reduce energy and SNR 

loses.  
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A POSA would have a reasonable likelihood of success given the location 

and selection of mounting positions are routine, involves no technological hurdles 

and requires no reconfiguration of Bishop’s radio system. EX-1003 ¶143. 

ii. a rear heat sink is mounted on an exterior 
surface of the rear panel. 

Bishop alone or in view of Avramis discloses multiple heat sinks on  exterior 

surfaces of a radio enclosure.  As described above, Bishop discloses the walls, 

including the rear panel of the enclosure may be formed of metal and thus each 

wall and portions thereof function as a heat sink.  To the extent PO argues that 

Bishop does not disclose a third heat sink on an exterior surface of the rear panel, 

Avramis discloses multiple heat sinks on exterior walls.  Thus it would have been 

obvious to modify Bishop’s radio enclosure to include the heat sinks of Avramis 

on the exterior rear panel to transmit heat from the calibration radio and 

communication hub to the environment, for the same reasons discussed above with 

respect to limitation [1.5] above. EX-1003 ¶144. 

Claim 7 

The panel antenna of claim 1, wherein a flange joins the first 
and second side walls and the top and bottom wall, further 
defining the aperture through which the cavity of the enclosure 
may be accessed. 

Bishop discloses Claim 7 for at least the reasons set forth for element [1.7].  

As set forth, a POSA understood that lip 316 (blue) constitutes a flange [that] 
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joins the first and second side walls and the top and bottom wall, further defining 

the aperture through which the cavity of the enclosure may be accessed as recited 

in Claim 7.  Thus, Bishop discloses Claim 7.  EX-1003 ¶145. 

 
B. Challenge 2:  Claims 1 and 2 are obvious over Kelly alone and/or 

in view of Avramis 

1. The Kelly Reference 

Kelly discloses an antenna for use with mobile computers which includes an 

antenna integrated into an access door of the mobile computer.  The computer 

includes housing 34 containing radios and other components used for wireless 

communication and the access door including several antennas covered with a 

radome.  EX-1009 FIGs. 1-6, [0034], [0040]; EX-1003 ¶146. 

 

EX-1009 FIGs. 2, 3; EX-1003 ¶146. 



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

66 
 

Kelly describes the access door improves servicing of the computer as well 

as general access, facilitating replacement, repair and upgrades of components. 

Similarly, service is improved as well as basic access. Thus, even after 

manufacturing, a user can easily open the computer and replace, 

repair, or add any components as needed. Previous mobile computers 

were not as configurable, and often required the user to completely 

disassemble the computer to gain access to the motherboard or install 

additional radios or electronic components.  

EX-1009 [0029]; EX-1003 ¶147. 

Kelly describes the radome “protects the antennas from being damaged or 

broken, while still allowing the antennas to be placed on the computer in a location 

that ensures functionality” and the antenna plate shields the antenna from being 

interfered with or interfering with the electronics in computer cavity EX-1009 

[0008], [0010]; [0050]; EX-1003 ¶148. 

Kelly describes the computer may be “tilted or rotated” with respect to the 

base.  EX-1009 [0022], FIG. 1; EX-1003 ¶149. 
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EX-1009 FIG. 1; EX-1003 ¶149. 

2. Detailed Application of Kelly and Avramis to the 
Challenged Claims  

Claim 1 

[1.0]  A panel antenna, comprising: 

Kelly discloses a computer with an integrated antenna door [panel antenna] 

which includes several antennas and other components used for wireless 

communications.  The antennas are attached to an antenna board and are covered 
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by a radome.  The radios are contained within the computer housing 34.  EX-1009 

FIGs. 1-6, [0034], [0040]; EX-1003 ¶150. 

 

EX-1009 FIG. 2; EX-1003 ¶150. 

Located on the antenna board 90 is a remote antenna connection 94 

and three antennas 96, 98, 100. 

EX-1009 [0034]; EX-1003 ¶150.   

The second antenna 98 comprises a generally rectangular grounding 

area 112, a triangular antenna 114, an antenna wire 116, and a ground 

wire 118. The grounding area 112 provides a ground plane against 

which the second antenna 98 operates. The triangular antenna 114 
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comprises the antenna element which sends and receives data. The 

triangular antenna 114 and grounding area 112 may be formed of any 

suitable material. Such as a metal, and maybe affixed to the antenna 

board 90 using any suitable method. 

EX-1009 [0040]; EX-1003 ¶150. 

To the extent PO argues the preamble is limiting requiring at least a 

radiating element to include a “panel antenna.”  Kelly discloses a triangular 

antenna 114 which a POSA understands to be a “panel antenna.”  EX-1009 FIG. 4, 

[0040]; EX-1003 ¶151. 

[1.1]  an enclosure, the enclosure including a rear panel, a first side 

wall, and a second side wall, a top wall and a bottom wall, the 

rear panel and the walls defining a cavity, the walls further 

defining an aperture through which the cavity of the enclosure 

may be accessed, 

Kelly discloses a computer housing 34 [enclosure].  The housing includes a 

rear panel, a first side wall, a second side wall, a top wall and a bottom wall, 

defining an interior 50 [cavity] and an aperture the provides access to interior of 

the housing. 
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EX-1009 FIGs. 2 and 3; EX-1003 ¶142. 

Kelly describes the computer may be “tilted or rotated” with respect to the 

base and thus a POSA understood the Kelly describes the wall may be oriented in 

such that the screen may face upwards.  EX-1009 [0022], FIG. 1; EX-1003 ¶153. 

[1.2]  an internal cover, the internal cover being dimensioned to 

overlap an area defined by the aperture of the enclosure and 

providing an environmental seal and electromagnetic shielding 

for the cavity, 

Kelly discloses a base portion of the door includes an antenna board 90 and 

seal (yellow) [internal cover] that overlaps (dashed blue line) the aperture (light 

blue) of the housing to environmentally seal the interior [environmental seal] and 

minimize interference [electromagnetic shielding].   
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EX-1009 FIG. 4; EX-1003 ¶154. 

Similarly, the magnesium housing must be sufficiently sealed, 

particularly at the access door, so that the computer can withstand the 

dust, dirt, moisture, or extreme temperatures of the environments in 

which the computer is used. 

EX-1009 [0005]; EX-1003 ¶154. 

The radome/access door 40 comprises a seal 62 and several 

cylindrical screw channels 64 through which screws can be inserted. 

The seal 62 corresponds in size to the groove 58 on the computer 

housing 34. In this way, the radome 40 can be affixed to the housing 

34 by inserting screws through the screw channel 64 and screwing 

them into the screw holes 60 in the groove 58. The groove 58 and the 

corresponding seal 62 allow the radome 40 to be snugly affixed to the 

housing 34. The seal 62 serves to ensure that once the radome 40 is 
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affixed to the housing 34, the computer 30 is properly sealed so that 

no moisture, dirt, and dust enters the interior 50 of the computer 30. 

EX-1009 [0025]; EX-1003 ¶154. 

[I]t is preferable to locate the antennas such that they are separated 

from the wires and the PC board in the computer housing, to minimize 

interference from these and other electrical components in the 

computer and allow the best performance of the antenna array in the 

radome as possible. 

EX-1009 [0049]; EX-1003 ¶154. 

A POSA understood Kelly discloses that the location of the antenna board 

between the antennas and the cavity provided electromagnetic shielding from the 

“PC board” and “other electrical components” within the housing.  EX-1009 

[0049, 0050]; EX-1003 ¶155.  

[1.3]  the internal cover having at least one RF radiating module 

fastened to an exterior surface thereof, 

Kelly discloses multiple RF antennas [RF radiating modules] fastened to the 

upper surface [exterior surface] of the antenna board [portion of the internal 

cover]. 

Located on the antenna board 90 is a remote antenna connection 94 

and three antennas 96, 98, 100. 

EX-1009 [0034] (emphasis added); EX-1003 ¶156.   
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On the top of the first antenna board 90 are a first antenna element 

132 a second antenna element 134, and external antenna port 

hardware 136. 

EX-1009 [0046] (emphasis added); EX-1003 ¶156. 

The second antenna 98 comprises a generally rectangular grounding 

area 112, a triangular antenna 114, an antenna wire 116, and a ground 

wire 118. The grounding area 112 provides a ground plane against 

which the second antenna 98 operates. The triangular antenna 114 

comprises the antenna element which sends and receives data. The 

triangular antenna 114 and grounding area 112 may be formed of any 

suitable material. Such as a metal, and maybe affixed to the antenna 

board 90 using any suitable method. 

EX-1009 [0040]; EX-1003 ¶156. 

The first antenna element 132 corresponds to the first antenna 96 of 

FIG. 4. The second antenna element 134 corresponds to the third 

antenna 100 of FIG. 4. The antenna elements 132 and 134 form a part 

of the antennas 96 and 100, and are used to send and receive data. 

EX-1009 [0046]; EX-1003 ¶156. 
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EX-1009 FIG. 5; EX-1003 ¶156. 

[1.4]  at least one micro radio mounted to an internal surface of the 

first side wall, the micro radio being coupled to the RF radiating 

module; 

Kelly discloses at least one mini pci radio [micro radio] mounted internally 

in the computer housing.   

The antenna wire 108 provides a connection between the first antenna 

96 and the mini-PCI radio 86 located in the second expansion slot 80. 

As such, the antenna wire 108 operatively connects the mini-PCI 

radio 86 to the first antenna 96 so that the mini-PCI radio 86 can send 

or receive a signal  
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EX-1009 [0039]; EX-1003 ¶157.. 

The second antenna 98 may be used to provide a second antenna for 

the mini-PCI radio 86 located in the second expansion slot 80. As 

such, the second antenna wire 116 connects the second antenna 98 to 

the mini-PCI radio 86. Two antennas may be provided for the mini 

PCI radio 86 so that the radio 86 has a diversity of antennas, which 

improves coverage of the radio. For instance, the first antenna 96 may 

comprise a 2.4 giga Hertz (GHz) vertically polarized antenna, and the 

second antenna 98 may comprise a 2.4 GHz horizontally polarized 

antenna. 

EX-1009 [0042]; EX-1003 ¶157. 

The third expansion slot 82 maybe configured to accept any variety of 

radio module. One example of a radio module for use in the mobile 

computer 70 is a pico-link radio system 88, shown diagrammatically 

in FIG.4. The pico-link radio system 88 maybe any suitable type of 

radio configured for use in a pico-link wireless network. 

EX-1009 [0031]; EX-1003 ¶157. 

A POSA understood the radios of Kelly are attached to an interior surface of 

the computer housing “proximate the access door,” however Kelly does not 

specifically address to which interior wall surface the mini radio is mounted upon.  

However, the selection of a mounting position for the radio or other components is 

merely one of design choice and thus would have been obvious in view of the 

knowledge of a POSA. EX-1009 [0033]; EX-1003 ¶158. 
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A POSA would have been motivated to mount the radios to either of the side 

walls of the computer housing [first side wall] given: 

1) these side walls provide mounting locations with advantageous proximity 

to the access door, (EX-1009 [0033])  

2) these side walls minimize potential interference from the display on the 

radios (EX-1009 [0008], [0050]), and 

3) these side walls allow for dissipation of heat from the mounted radio to 

the environment (See claim limitation [1.5] below).  EX-1003 ¶159. 

Further it would have been obvious to try mounting the radio on either of the 

side walls.  A POSA understood that of the six (6) interior surfaces on the housing 

of Kelly,  only the side walls and bottom panel of the housing offer the beneficial 

characteristics described above (e.g. the rear panel is furthest from the access 

panel, the top wall is most proximate the display and cannot dissipate heat directly 

to the environment, and the front surface is an access door) and thus a POSA 

would have understood there were only a finite number of surfaces upon which to 

mount the radio which provided predictable solutions, with a reasonable 

expectation of success. EX-1003 ¶160. 

[1.5]  a first heat sink, mounted to an external surface of the first 

side wall, and 
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Kelly does not explicitly describe the presence of heat sinks, yet discloses 

the computer housing may be formed of metal and may include corrugated sides.  

A POSA understood that metal has excellent heat conductive and storage 

properties and thus inherently functions as a heat sink.  In addition, the housing 

includes corrugated sides (i.e., fins) that are common in increasing the surface area 

of heat sinks.  EX-1009 FIGs. 1-3, [0022], Claims 2, 17; EX-1003 ¶161. 

To the extent PO argues Kelly’s metal housing does not function as a heat 

sink, Avramis explicitly discloses heat sinks.  Avramis discloses “heat sink(s) 28 

may be arranged along the exterior sides of the enclosure 10 to assist with 

dissipation of heat generated by transceiver operation.” EX-1010 [0012]; EX-1003 

¶162. 

Avramis discloses an enclosure for a transceiver in which the sides are 

provided with heat sinks and corrugations to cool the interior of the enclosure. 

As shown in FIGS. 1-3 an enclosure 10 according to an exemplary 

embodiment of the invention has a feed flange 14 connection on a 

front end 16 and signal connection (s) 17 at the back end 18. The 

enclosure has a top side transmitter cavity 20 and a bottom side 

receiver cavity 22. A receiver cavity cover 24 and a transmitter cavity 

cover 26 enclose and environmentally seal the receiver cavity 22 and 

the transmitter cavity 20, respectively. Heat sink(s) 28 may be 

arranged along the exterior sides of the enclosure 10 to assist with 

dissipation of heat generated by transceiver operation 
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EX-1010 [0012]; EX-1003 ¶163. 

It would have been obvious to a POSA to provide heat sinks on the external 

surface of the housing of Kelly as taught by Avramis.  A POSA would have been 

motivated to add the heat sinks of Avramis in order to dissipate the heat generated 

by the radio and other components within the enclosure to prevent over heating of 

the electronic components including the radio and PC board.  A POSA understood 

that performance of electronic components were susceptible to degradation due to 

overheating.  Moreover, a POSA would have been motivated to position the heat 

sink on an exterior surface of the housing [side wall] oppositely disposed from the 

interior surface upon which the heat generating component is mounted or 

proximate to, (i.e. on the same wall in which the radio or other electronics in order 

to minimize the conduction path and increase heat dissipation rate. EX-1003 ¶164. 

The disclosure of heat sinks in Avramis provides a teaching, suggestion, or 

motivation that would have led a POSA to combine Avramis’ teaching of heat 

sinks with the computer housing of Kelly to arrive at the invention of Claim 1. EX-

1003 ¶165. 

A POSA would also understand that: 

1.  Combining the heat sinks of Avramis with the computer housing of Kelly 

would yield the predictable results of dissipating heat from enclosures; 
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2.  Use of heat sinks as taught by Avramis to passively control heat buildup 

was a known technique to improve the heat management in heat sensitive 

electronic devices such as the computer of Kelly, by absorbing and dissipating heat 

into the environment. EX-1003 ¶166. 

Given the well-known and ubiquitous use of heat sinks in electronic devices 

and otherwise, a POSA would have enjoyed a high likelihood of success in 

implementing the heat sinks of Avramis with the housing of Kelly. EX-1003 ¶167. 

[1.6]  a radome, the radome mounting to the internal cover and 

enclosing the RF radiating module; 

Kelly discloses a radome (green) extending from the internal cover (yellow) 

and enclosing the RF antennas. 

The improved access door comprises a radome and a plurality of 

integrated antennas located in the radome. Integrating the antennas 

into the access door protects the antennas from being damaged or 

broken, while still allowing the antennas to be placed on the computer 

in a location that ensures functionality. 

EX-1009 [0010]; EX-1003 ¶168. 

The radome 40 is an enclosure for protecting an antenna from the 

effects of the physical environment, while minimally affecting the 

antenna's performance. 

EX-1009 [0023]; EX-1003 ¶168. 



Petition for Inter Partes Review of U.S. Patent No. 8,497,813 

80 
 

 
EX-1009 FIG. 2; EX-1003 ¶168. 

[1.7]  wherein a flange joins the first and second side walls and the 

top and bottom wall, and a lip extends from the flange, further 

defining the aperture through which the cavity of the enclosure 

may be accessed, the lip being engaged by the internal cover to 

provide the environmental seal. 

Kelly discloses a flange (blue) that joins the first and second side walls and 

top and bottom wall.  The flange includes a groove (purple) in the flange which 

forms a lip extending from the flange which defines the aperture, the lip cooperates 

with the seal to provide a seal [environmental seal].  
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The radome/access door 40 comprises a seal 62 and several 

cylindrical screw channels 64 through which screws can be inserted. 

The seal 62 corresponds in size to the groove 58 on the computer 

housing 34. In this way, the radome 40 can be affixed to the housing 

34 by inserting screws through the screw channel 64 and screwing 

them into the screw holes 60 in the groove 58. The groove 58 and the 

corresponding seal 62 allow the radome 40 to be snugly affixed to the 

housing 34. The seal 62 serves to ensure that once the radome 40 is 

affixed to the housing 34, the computer 30 is properly sealed so that 

no moisture, dirt, and dust enters the interior 50 of the computer 30. 

EX-1009 [0025]; EX-1003 ¶169. 

 

 

EX-1009 FIG. 4; EX-1003 ¶169. 

As shown below the flange joins the top, bottom and side walls. 
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EX-1009 FIGs. 2 and 3; EX-1003 ¶170. 

Claim 2 

The panel antenna of claim 1, wherein the panel 
antenna further comprises: 

i.  a second micro radio, the second micro radio 
mounted to an internal surface of the second side 
wall,  

Kelly discloses multiple micro PCI radios mounted internally to the 

computer housing. See Claim limitation [1.4] above. EX-1003 ¶171. 

ii. a plurality of RF radiating modules,  

Kelly discloses multiple antennas. See Claim limitation [1.3] above. EX-

1003 ¶172. 

iii. a second heat sink mounted on an exterior 
surface of the second side wall. 
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Kelly alone or in view of Avramis discloses a second heat sink on an 

exterior surface of a second side wall of the computer housing.  As described 

above, Kelly discloses the sidewalls of the computer housing are formed of metal 

with corrugations and thus function as a heat sink.  To the extent PO argues that 

Kelly does not disclose a second heat sink on an exterior surface, Avramis 

discloses a second heat sink on a second side wall.  Thus, it would have been 

obvious to modify Kelly’s housing to include the heat sinks of Avramis on the 

exterior side walls, for the same reasons discussed above with respect to limitation 

[1.5] above. EX-1003 ¶173. 

Claim 7 

The panel antenna of claim 1, wherein a flange joins the first 
and second side walls and the top and bottom wall, further 
defining the aperture through which the cavity of the enclosure 
may be accessed. 

See Claim limitation [1.7]. EX-1003 ¶174. 

 
VIII. THE BOARD SHOULD NOT EXERCISE ITS DISCRETION TO 

DENY INSTITUTION  

A. The Board Should Not Deny Institution Under 35 U.S.C. § 325(d) 

Petitioners respectfully submit that the Board should not exercise its 

discretion under 35 U.S.C. § 325(d) to deny this Petition. When determining 

whether to exercise discretion under § 325(d), “the Board uses the following two 

part framework: (1) whether the same or substantially the same art previously was 
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presented to the Office or whether the same or substantially the same arguments 

previously were presented to the Office; and (2) if either condition of first part of 

the framework is satisfied, whether the petitioners have demonstrated that the 

Office erred in a manner material to the patentability of the challenged claims.” 

Advanced Bionics, LLC v. MED-EL Elektromedizinische Geräte GmbH, IPR2019-

01469, Paper 6, p. 8 (Feb. 13, 2020) (designated: March 24, 2020). 

None of the references of Ground 2 (Kelly and Avramis) individually or in 

combination were cited or applied, in the prosecution of the ’813 Patent.  With 

respect to Ground 1, Lakoduc was not cited during prosecution and the 

combinations of Bishop and Lakoduc3 were not before the examiner during 

prosecution of the ’813 patent.  There were also no rejections nor arguments 

directed to the flange/lip limitations of original claim 8, which as described above 

in Section V.B, was the basis for allowance.  Nor did the PO make any arguments 

nor distinguish the applied prior art during prosecution and thus neither of the 

predicate conditions are met.   

Nonetheless, to the extent the PO argues the predicate conditions are met 

because of the use of Bishop, the examiner erred in not applying Lakoduc, or the 

                                     
3 Ground 1 challenges Claims 1, 2 and 4-7 as unpatentable over Bishop in view of 

Lakoduc, Arvamis and/or Korte. 
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other references (Solheid, or Neuhoff), in combination with Bishop to address the 

flange/lip limitation.  As demonstrated in § VII.A the flange/lip limitation is 

disclosed in Lakoduc and the combination of Bishop and Lakoduc, along with 

Avramis and Korte render Claims 1, 2, and 4-7 unpatentable.  Similar to Oticon 

Medical AB v. Cochlear Limited, IPR2019-00975, Paper 15 (PTAB Oct. 16, 2019) 

where the Board determined that there was error in the prosecution leading to the 

issuance of the patent because likely the Examiner was simply not aware of the 

prior art teaching, (“[W]e determine that there was error in the prosecution leading 

to the issuance of the ’807 patent because Choi, with its teaching of circumferential 

grooves, was not considered.”), the Examiner did not apply any prior art reference 

to the flange/lip limitation and was likely not aware of the teachings of Lakoduc, or 

other references with similar teachings.  Thus, the examiner erred in not rejecting 

the claims over Bishop in view of Lakoduc, and denial under § 325(d) is not 

warranted. 

B. The Board Should Not Deny Institution Under 35 U.S.C. § 314(a) 

Under Fintiv, the Board takes a holistic view of whether efficiency, fairness, 

and the merits support the exercise of authority to deny institution in view of an 

earlier trial date in the parallel proceeding.  Apple Inc. v. Fintiv, Inc., Case 

IPR2020-00019, Paper 11 at 6 (March 20, 2020).   

According to the latest guidance from the Director:  
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The Board should first assess Fintiv factors 1–5; if that analysis 

supports discretionary denial, the Board should engage the compelling 

merits question. If the Board reaches the compelling merits analysis 

and finds compelling merits, it shall provide reasoning to explain its 

determination.  

CommScope Techs. LLC. V. Dali Wireless Inc. IPR2022-01242, Paper 23 at 6 

(February 27, 2023).  

Factor 1 is neutral because no request for stay has been filed.  

Under factor 2, trial has been set for October 20, 2025.  A Final Written 

Decision is expected in the present matter in June 2026.  However, given the 

variability of trial schedules, this factor is neutral.  

Factor 3 favors institution.  The co-pending litigation is in its early stages, 

and the investment in it has been minimal. Thus, this factor weighs against 

discretionary denial. 

Factor 4 weighs against discretionary denial, Petitioners stipulate that if the 

IPR is instituted, it will not pursue the same grounds in the district court 

litigation. Sand Revolution II LLC v. Continental Intermodal Group – Trucking 

LLC, IPR2019-01393, Paper 24 at 7 (June 16, 2020) (informative). In addition, PO 

has only identified in the Complaint a subset of the claims that are being 

challenged in the present Petition (Claim 1 vs. Claims 1, 2, and 4-7).  Thus, it is 
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unlikely the district court will be addressing the validity of all of the claims 

challenged by this Petition. 

Under factor 5, Petitioners are defendants in the Related Litigation.  Nothing 

within Fintiv suggests that the same party between the proceedings weighs in favor 

of discretionary denial. See HP Inc. v. Slingshot Printing LLC, IPR2020-01084, 

Paper 13 at 9 (having the “same parties as parallel proceeding” makes factor 5 

“neutral”)).  

Assessing Fintiv factors 1–5, the Board should find that discretionary denial 

is not supported.  Nevertheless, should the Board reach the compelling merits 

question, the merits of the Petition are particularly strong, 

For example, as described in Ground I, Bishop contains a parallel disclosure 

to the ’813 Patent, meaning that it is directed at the same problem and proposes the 

same solution as the ’813 Patent, and discloses identical architecture and the 

identical concepts disclosed in the ’813 Patent, but uses some different words and 

different design choices, thus demonstrating that the Petition is particularly strong 

in the underlying merits.  Kelly also discloses the identical architecture and 

identical concepts as recited in Claim 1.  Thus, the evidence presented, if 

unrebutted in trial, would plainly lead to a conclusion that one or more claims are 

unpatentable by a preponderance of the evidence. 
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When viewed holistically, the timing of the present Petition is reasonable, 

there has been relatively limited investment in the Related Litigation, and there is 

minimal overlap between the present IPR and the Related Litigation.  Further, 

coupling these Fintiv considerations with compelling evidence of unpatentability 

presented in the Petition, the efficiency and integrity of the IPR process is best 

served by instituting review. 

IX. MANDATORY NOTICES UNDER 37 C.F.R. §42.8 

A. Real Party-in-Interest (37 C.F.R. § 42.8(b)(1)) 

The real parties-in-interest in this Petition are Ericsson Inc., 

Telefonaktiebolaget LM Ericsson, and Cellco Partnership d/b/a Verizon Wireless.  

No other parties have directed, funded, or controlled the filing of this IPR, and this 

IPR was not filed at the behest of any other party.   

Additionally, out of an abundance of caution in light of prior challenges to 

the named real parties-in-interest in separate and unrelated IPR petitions, Verizon 

Wireless further identifies Verizon Communications Inc. and Verizon Corporate 

Resources Group LLC as real parties-in-interest for the IPR requested by this 

Petition, solely to the extent that Patent Owner contends that these separate legal 

entities should be named real parties-in-interest in the requested IPR, and Verizon 

Wireless does so to avoid the potential expenditure of resources to resolve such a 

challenge.  Also, Verizon Wireless notes that Verizon Wireless has several 
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hundred affiliated entities and each of these entities agrees to be estopped under the 

provisions of 35 U.S.C. §315 as a result of any final written decision in the 

requested IPR to the same extent that Verizon Wireless is estopped. 

B. Related Matters (37 C.F.R. § 42.8(b)(2)) 

1. Judicial Matters 

As of the filing date of this Petition and to the best knowledge of Petitioners, 

the ‘813 Patent is involved in the following litigations: 

Procomm Int’l PTE LTD v. Verizon Commc’ns, Inc. et al., Case No. 

2:24-cv-009-RWS-RSP (E.D. Tex) (filed Jan. 8, 2024) (ongoing). 

2. Administrative Matters: 

As of the filing date of this Petition and to the best knowledge of Petitioners, 

the ‘813 Patent was subject to the following inter partes reviews which were not 

instituted: 

3. Related Patents 

See Exhibit EX-1012. 

C. Lead/Back-up Counsel (37 C.F.R. § 42.8(b)(3)):  

Lead Counsel:  

Patrick D. McPherson, USPTO Reg. No. 46,255 
DUANE MORRIS LLP, 901 New York Avenue N.W., Suite 700 East, 

Washington, D.C. 20001 

P: (202) 776-5214; F: (202) 776-7801; PDMcPherson@duanemorris.com 

mailto:PDMcPherson@duanemorris.com
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Back-Up Counsel:  Patrick Muldoon, USPTO Reg. No. 47,343 

DUANE MORRIS LLP, 901 New York Avenue N.W., Suite 700 East, 

Washington, D.C. 20001 

P: (202) 776-7840; F: (202) 776-7801; PCMuldoon@duanemorris.com 

D. Joseph English, USPTO Reg. No. 42,514 

DUANE MORRIS LLP, 901 New York Avenue N.W., Suite 700 East 

Washington, DC 20001 

P: (202) 776-5228; F: (202) 776-7801; DJEnglish@duanemorris.com 

 

D. Notice of Service Information (37 C.F.R. § 42.8(b)(4)):  

Please direct all correspondence to lead and back-up counsel at the above 

addresses.  Petitioners consent to electronic service at the email addresses above as 

well as to our docketing department at the following address: 

DC_IPDocketing@duanemorris.com. 
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X. CONCLUSION 

For the reasons set forth above, Petitioners has established a reasonable 

likelihood of prevailing with respect to all Challenged Claims of the ‘813 Patent 

and requests the Board institute inter partes review and then cancel all claims as 

unpatentable. 

 

 

Respectfully submitted, 
 
DUANE MORRIS LLP 
 
BY: /Patrick D. McPherson/  
Patrick D. McPherson 
USPTO Reg. No. 46,255 
Duane Morris LLP 
901 New York Avenue N.W., Suite 
700 East 
Washington, D.C. 20001 

Dated:  December 31st, 2024
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Pursuant to 37 C.F.R. §§ 42.6(e), 42.8(b)(4) and 42.105, the undersigned 

certifies that on the 31st of December 2024, a complete and entire copy of this 

Petition for Inter Partes Review of U.S. Patent No. 8,497,813 and all supporting 
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