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ABSTRACT
An ehectronie dgarette is provided, The electronie cigaretie
includes u casing having o chumbers locted sequentially
in the casing. A battery and a fMuid are located in the
casing. A sealing element forms a partition between the
chambers. A tube clement is located in the second chamber,
providing an air passage between the two chambers, Also
included is a fiber element that transfers fuid from a fuid
conlaining member 1o a healing issembly,

13 Claims, ¥ Drawing Sheets
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FIELD OF THE INVENTION

The present invention relates to an electronic cigarette, in
particular to an electronic cigarette that contains only nico-

tine without tar.

-

US 9,538,788 B2

SARETTE

ity is claimed to provisional patent application Ser.
36, filed Mar. 15, 2013, entithed: “Electronic
Cigarette,” which is referred to and incorporated herein in its
entirety by this reference.

FIELD OF THE INVENTION

“The present invention relates 10 an electronic cigarette, in
particular 1o an electronic cigaretie that contains only nico-
tine without tar

wnanSmokers than smoking s o the smoker.

Some cigarette substitnes containing only nicoting with-
oul Tar have been proposed, many of them, such as the
“nicotine patch,” “nicotine mouthwash,” “nicotine chewing
jeotine drinks™ e [ pure nicot
Although these cigarette substitutes are free from wr, their
major disadvantage is that an effective peak concentration of
migotine cannot be resched in the blood of a smoker due o
slow absorption of the nicotine. In addition, these cigarette
substitules cannot satisfy the habitual smoking actions of a
smoker, for example, the inhaling action and the physical
manipulation of the cigarerte iself,

Therefore, there remains a need to ove
of the li wesdeseribed, existing art. The
discussion of the background 1o the invention included
herein is included w explain the context of the inventicn.
This is not to be wken a5 an sdmission that any of the
materfal referred o was published, known, or pan of the
common genersl knowladge ot the priodty date of the
elaims.

are e

e OB OF M0Fe

ons in 1l

BRIEF DESCRIPTION OF THE DRAWINGS

FIG. 1 15 3 cross-sectional view of one embod, of an
clectronic cigaretie embodyving the principals of the inven-
Tiom;

FIG. T is a cross-sectional view of a second embodiment
of an electronic cigaretie embodying the principals of the
invention:

a

as

ss

&

2
FIG. 3 is a cron ctional view of & portion of the second
embodiment of an electronie cigarette illustrated in FIG. 2:
FIG. 4 is a view of an electronic cigaretie showing a
moveahle clip feature;
FIG. 5 is a view of an elecironic gigarctic showing a
retractable tip feature:
FIG. 6 is a view of an electronic cigarette showing a
pecl-away wrapper tip:
FIG. 7 is a view ol the peel-wway wrapper illustrated in
FIG. 6
(. B s an end view of a filter element that o
included in @ embodiment of en electronic cigasette:
FIG. 8 is a view of a removeable sleeve that may be

IS )
eemiimples of the
cite rather than o provide an exhavstive list
ible implementations of the elecironic cigaretle
Specific embodiments of the invention will now he further
deseribed by the following, non-Timiting examples whicls
will serve to illustrate various features. The mples are
intended merely w facilitaie an wdersianding of ways in
which the inmvention may be pructiced o o further enable
those of skill in the art w practice the Invention. Accord-
ingely, the examples should not be constrved s limiting the
scope of the invention. In addition, reference throughout this
pecification 10 “vne embodimen’™ vr “an i
means that a particular feature, structure or chanacteristic
deseribed in comection with the embodiment is included in
at lesst one embodiment of the present imvention. Thus,

appearances of the phrases “in ane embodiment” or “in an
embodiment™ in various places throughou this specification
are not necessarily all referring 1o the same embodiment.

Furthermore, the particuliar features, strucares or character-
istics may be combined in any suitsble manner in one or
more embodiments.

Referring to FIG. 1. an electronic cigarette 10 is illus-
trated. Ag shown in FIG. 1. the electronic cigarette 10
comprises 1 cylindrical cosing, or tube 15 that may be
constricted of suinless steel, plastic. or other materiuls.
Within the ey lindrical casing 15, a first chamber 20, a second
chamber 25, and a third chamber 30 are formed, the three
clmmbers located sequentially within the cylindrical casing
15
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'788 Patent (EX1001) at 1:10-12.
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/ e e

FIG. 2 shows another embodiment of the electromic cigarette with only two
chambers located within the cylindnical casing. Jd. at 4:61-67. Tlus figure shows a
“batterv 35 15 located m the first chamber 20, and a flmd contamer 2035 15 located mn the
second chamber™ with a “seal 50 form[ing] a partiion between the first 20 and second
25 chambers.” Jd. at 5:1-2, 5:8-9. A heating assembly 1s located between the first and
second chambers and a “tube 55 extends mnto a heating assembly 220 and allows

passage of air from the first chamber 20 mto the second chamber 257 Jd at 5:12-14.

Pet. at 3-4.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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7
microfibess or other materials made of any polvesier, poly-
amides, hamboo, wood or amy cellulose fibers or any poly-
meric materiil el i capable of aharbing water or vagor,
and that 15 capable of being impregnated with a Aavor or
chemical compound,

For examiple, one ar both of the inner and outer elements
265 and 260 may compeise Ohration and pass through
stretires eomprise flow passages having o high surface area

What is claimed 1s:
1. An electronic cigarette, comprising:

a casing comprising a first chamber and a second cham-
ber, the two chambers located sequentially within the

casing;
a battery located in the first chamber;

a fluid containing member located in the second chamber:
a heating assembly located in the second chamber, the
heating assemblv comprising a bulb containing a heat-

B g vipix e s thongh sbling e

8
1o sgueese down the mesh and allow the medicated absor-
hent paper to provide o transdermal doog defivery,

In o ehodiment, the electrmic cigerete 200 35 dis-
posable. During operation. if a user smokes for mose than §
seconds per puff the LED flashes two times then shuts off,
or will flash ten times. which indicates the hattery 35 is
running low on stored power.

Tt s 10 ke nowiced that the tenn “comprising,” nsed in the

_clainas ahould ool b um.-rpwu,.xl as beng hmitative o the
e T e g e ey a

ing wire in communication with the battery;

AT T ST PN i, S
ar by impectien. When m||.\.|n||| e o lmks 275 need be
added o the mold, Tn this embodi bl

T O i Ly
embodinents, 1t 15 evident |I|.|( many allematives, oo

AT

and vard

sheeve 270 is inserted into o device that injects the medica-
thons eight into the sheeve o Afier filling, a cellulive
spray is applicd 1w the removeable skeeve 270 The celluline
cover retains the medication in the holes 278 until the
cellulite is broken when pressure is applied. thereby allow-

ing the medications o provide transdenmal deog delivery.

another embodiment, a transdenmal dug delivery sys-

Tem ey be buill into the cigarette itsell witlsour the wse of

e removenble sleeve 270, In this embodiment, an absor-
hent paper featuring o mesh averday (not shown) may be
emploved. When manufactured, a paper is soaked with the
desired medication, Then a mesh overly is applied which is
mude of medicol grade rubber, latex or other material as
deseribed above m connection with the removeable sleeve
270, Next, the paper and mesh (not shown ) are covered ina
cellulite 1o seal the medication in. Then, the paper and mesh
are wrapped arcund the desired product, which could be the

electronic cigaretie 200, o a cardboard wbe that kooks like o

a cigaretie. When pressisure is applied to the paper the
pressune rermoves the cellulite wrspper allowing finger tips

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

55

cations, p wns will become apparent fo
those of ordinary <kill in the arl in light of the foregoing
deseription. Accordingly, it is imended that the present
invention embrace all such altematives, nwdifications and
variations as fall within the scope of the appended claims
The fact that a product, process or method exhibis differ-
eiwces from o o more of the above-described exenplary
embodiments does not mean that the product or process is
outside the seope (el seope andfor other legally-recog-
mized seope) of the following claims,

What 1= clamed is:

1. An electronic cigareti, comprising:

1 casing comprising a first chamber and o second cham-
ber, the two chambers located sequentially within the
casing:

ot hattery Incated in the first chamber;

a Muid contaising member koated in he secomd chamber;

a heating assembly located in the second clamber, the
henting assembly comprising a bulb containing » heat-
img ware i communication with the hatierys

.~
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Muid  passageway communicating berween the Muid

containing member and the heating assemhly;

a whe element communicating hetween the first and
second chambers, with o fisst distal end of the whe
element lecuted in the first chamber, and & second distal
arvd of the tube element located in the second chambaer
aved affixed 1o the bulb, the wbe element providing an
air passage berween the first and second chambers;

i sealinng element forming a partition between the first and
second chambers; and

an air inlet provided on an external wall of the casing:

wherein the hesting wire hests the budb, and wheren the
bulb heats fluid introduced 10 and coming i contact
with the bulb through the fiuid passagesay

2. The electronic clganatie of claim 1. where the fuid

pEEsAgewEY Con ‘ﬁmeul Ixmng a first disial,
and cnmmuy .,_j
second diy™

3. The
comprise

3

5

10
11 The electronic cigarenie of claim 1, wherein the Auid
is selected from a group consisting of a glveol fuid. a Aoid
etmlnining mealine, o waker-hased “regular” ciganene fla-
vored fuid, o water-based “menthol™ cigarette Aavored fluid,
and combinations thereof,
12, An electronic cigaretie, comprising
a casing comprising a first chamber and a second cham-
ber, the two chambers locited sequentsally within the
wnsing:
i hattery located in the first chamber:
a Muid comaining member keeated in the second chamber:
a hesting assenmbly locted in the second clamber, the
heating assembly comprising a hulh containing i heat-
ing wire in communication with the battery;
4 Auigd mn'\gmn communicating buumm Hul.d

T PR

aie @ fluid passageway communicating between the fluid

a retracial
5. The
a filler ap
6. Tl
a filter ap

filter appa d

il pasaiy

containing member and the heating assembly;
tube element communicating between the first and

o second chambers, with a first distal end of the tube

nl' the ca

oo element located in the first chamber, and a second distal

9. The
a removal
thee remi

1. Tlae
a remonval
ihe remny
apertires

o

T T e Ny S
RJRV Exchibit 1001
RJRV v. Healthier Choices Mgmt.
Page 15
r

'788 Patent (EX1001) at claim 1 (cited in Pet. at 2).

end of the tube element located in the second chamber
and affixed to the bulb, the tube element providing an
air passage between the first and second chambers:

a sealing element forming a partition between the first and
second chambers; and

an air inlet provided on an external wall of the casing;

wherein the heating wire heats the bulb, and wherein the
bulb heats fluid introduced to and coming in contact
with the bulb through the fluid passageway.

/‘




'788 Patent — Key Bulb Limitation

FIG. 3

Pet. at 5 (annotated Fig. 3 from 788 Patent).

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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FIG. 3 (annotated below) shows the air passage tube shaped into a “T”” where the
“leg” of the “T”” forms the “hollow cylinder that comprises one end of the tube 55 and
the “top” portion of the “T”" forms “two arms that hold, or fix a tempered glass bulb 230
[shown m yellow below] in position in the heating assembly 220.” Id. at 5:15-21. The
tempered glass bulb contams “a heating wire 225 [shown 1n red below] that heats the
glass bulb 230 which further “heats the fluid that 1s introduced into the heating
assembly 220 through fiber element 215.” Id. at 5:21-24.

e e i it b B | A m_/
Pet. at 4.
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'788 Patent — Prosecution History

Original claim 1 was rejected

An electronic cigarette, comprising:

a casing comprising a first chamber and a second chamber, the two chambers
located sequentially within the casing;

a battery located i the first chamber;
a fluid containing member located m the second chamber:;
a heating assembly located in the second chamber: The originally filed claims in the 652 application included many of the

a fluid passageway communicating between the fluid containing member and the

heating assembly: components and structures depicted imn FIGS. 1-2 of the *788 application. Notably, the

a tube element communicating between the first and second chambers, with a
first distal end of the tube element located in the first chamber, and a
second distal end of the tube element located in the second chamber, the
tube element providing an air passage between the first and second e SR
chambers: Pet. at 5.

a sealing element forming a partition between the first and second chambers, the

sealing element structured to prevent a fluid from passing from the second
chamber into the first chamber; and

original claims also included just a “heating assembly,” generally.

an air inlet provided on an external wall of the casing.

IR -
e

s i . P

e A st I
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'788 Patent — Prosecution History

Applicant amended claim 1 to include “bulb” limitations

Claim 1 was rejected under 35 U.S.C. 103(a) as obvious over a combination of e a heating assembly located m the second chamber, the heating assembly
two prior art references: Sebastian (US 2014/0000638) and Alarcon (US 2011 comprising a bulb contaming a heating wire 1n communication with the battery:
/0265806). Id. at 150-51. In an effort to overcome this prior art, Patent Owner amended e a tube element communicating between the first and second chambers. with a
claim 1 to add the following limitations (underlined below). specifically requiring the first distal end of the tube element located in the first chamber. and a second
“heating assembly” to be comprised of a “bulb contaming a heating wire™: distal end of the tube element located in the second chamber and affixed to the

bulb, the tube element providing an air passage between the first and second

Pet. at 6. o | - chambers:

e an air inlet provided on an external wall of the casing[[.]]: wherein the heating

wire heats the glass bulb, and wherein the glass bulb heats fluid introduced to

and coming in contact with the bulb through the fluid passageway.!

| s s

Pet.

r— . Pa
I — [ . P S o S cnte ot
_— S L pmi— S— e et g - /
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| 788 Patent - Prosecution History

Examiner rejected the claims over prior art disclosing vaporizer with glass bulb

10. Sebastian teaches the heating assembly comprises a heating wire 50 in communication with the
battery 40 [0078, 0080]. The heating wire heats fluid intrcduced to and coming in contact with the heating
wire through the fluid passageway [0051, 0095, 0112]. A bulb is not taught. Hunter teaches a medicament
vaporizer comprising a glass bulb containing a heating filament (wire), wherein the heating wire heats the
glass bulb, and wherein the glass bulb heats fluid introduced to and coming in contact with the bulb
[abstract; col 1, lines 5-14, 53-68; Fig. 1-4]. Thus, this is a known alternative to the heating assembly of

modified Sebastian for the same purpose of medicament fluid vaporization. See [0057] of Sebastian.

— e e e, e T e e L g———— e -
- - — =

'788 File History (EX1002) at 191 (cited in Pet. at 8).
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| 788 Patent - Prosecution History

Applicant responds that Hunter is non-analogous prior art

In sum, the Hunter patent is non-analogous to the claimed invention, does not

qualify as prior art under 35 U.S.C. § 103, and cannot support the rejection of independent

claims 1 and 18 under 35 U.S.C. § 103.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



'788 Patent — Prosecution History

Applicant’s arguments in response to final rejection

First, none of the prior art whether alone or in combination disclose each and every
element of the claimed invention. Specifically, the art fails to show an tube wherein the
seconded of the tube is affixed to the bulb heater. Sebastian has no air tube, and Alarcon has no
heating bulb whatsoever. Alacron also does not support or retain any heating element and in fact

shows a heater that is distal and separate from the air tube (See Fig. 1A).  Accordingly, ™ T RS R TR e

independent claims 1 and 18 are not obvious in view of the prior art. The problem solved in the instant invention is to provide an electronic cigarette or

B ey | vaporizer that heats an inhalation fluid without the fluid coming into direct contact with the
) . . . .

788 File HIStory (EX1 002) at 211 (CIted in Pet. at 8) heating wire. Rather, the fluid is drawn through a fluid passageway to the surface of the bulb,
which bulb is heated from the inside by a heating wire. The fluid avoids contact with the heating

wire entirely and, therefore, produces a safe and more effective smoking experience as there is

not reaction between the heating wire and fluid.

'788 File History (EX1002) at 213 (cited in Pet. at 8-9).

10
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| 788 Patent - Prosecution History

Examiner allowed claims based on “bulb” limitations

The Examiner was persuaded by Patent Owner’s arguments—which were
directed only to the “bulb” limitations—and 1ssued a notice of allowance. Id. at 225.
The Examiner stated only that, “Applicant’s arguments filed 8/31/2016 have been tfully
considered and are persuasive[,|” without further explanation. Id. Therefore, the
Examiner allowed claim 1 of the *652 application based solely on the newly added

“bulb” limitations and Patent Owner’s arguments based thereon.

- S —_ —— -
—_ S — L

Pet. at 9.

11
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7
microfibess or other materials made of any polvesier, poly-
amides, humbon, wood or any cellulose fibers or any poly-
meric materiil el i capable of aharbing water or vagor,
and that 15 capable of being impregnated with a Aavor or
chemical compound,

For examiple, one ar both of the inner and outer elements
265 and 260 may compeise Ohration and pass through
stretires eomprise flow passages having o high surface area

For untact with, vapor passiag there through, eobling the

What is claimed is:
1. An electronic cigarette, comprising:
a casing comprising a first chamber and a second cham-
ber, the two chambers located sequentially within the
casing;
a battery located in the first chamber;
a fluid containing member located in the second chamber;
a heating assembly located in the second chamber, the
heating assembly comprising a bulb containing a heat-
ing wire in communication with the battery;

L ——

e —
o by ingection. When ijection 5 156 o STrles 275 el be

Sl by

-

M IO e A COTEITREICNT o

8

1o sgueese down the mesh and allow the medicated absor-
hent paper to provide o transdermal doog defivery,

In o ehodiment, the electrmic cigerete 200 35 dis-
posable. During operation. if a user smokes for mose than §
seconds per puff the LED flashes two times then shuts off,
or will flash ten times. which indicates the hattery 35 is
running low on stored pover.

1t is 10 be noticed that the tenm “comprising,” nsed in the

itative Lo the
it g A g

crnbodinents, 1t 35 evident that many alemat

added o the mold, Tn this embodi

sheeve 270 is inserted into o device that injects the medica-
thons pight into the sleeve material. / filling. a cellalive
spray is applicd 1w the removeable skeeve 270 The celluline
eover refoins the medicotion in the holes 278 until the
cellulite is broken when pressure is applied. thereby allow-
ing the medieations 1o pll\\vujl. transdermal deg delivery.
another embodiment, a tansdermal drug delivery sys-
e may be built iato the cigasette isell witlsut the use of
il remeoveatle sleeve 270 ]n this embodiment. an absor-
hent paper featuring o mesh averday (not shown) may be
emploved. When manufactured, a paper is soaked with the
desired medication, Then a mesh overly is applied which is
mude of medicol grade rubber, latex or other material as
deseribed above m connection with the removeable sleeve
270, Next, the paper and mesh (not shown ) are covered ina
cellulite 1o seal the medication in. Then, the paper and mesh
are wrapped arcund the desired product, which could be the

electronic cigaretie 200, o a cardboard wbe that kooks like o

a cigaretie. When pressisure is applied to the paper the
pressune rermoves the cellulite wrspper allowing finger tips

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

55

cations, p and variations will become rent o
those of ordinary <kill in the arl in light of the foregoing
deseription. Accordingly, it is imended that the present
invention embrace all such altematives, nwdifications and
variations as fall within the scope of the appended claims
The fact that a product, process or method exhibis differ-
eiwces from o o more of the above-described exenplary
embodiments does not mean that the product or process is
outside the seope (el seope andfor other legally-recog-
mized seope) of the following claims,

What 1= clamed is:

1. An electronic cigareti, comprising:

1 casing comprising a first chamber and o second cham-
ber, the two chambers located sequentially within the
casing:

ot hattery Incated in the first chamber;

a Muid contaising member koated in he secomd chamber;

a heating assembly located in the second clamber, the
henting assembly comprising a bulb containing » heat-
img ware i communication with the hatierys
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9 10
a fMuid pasageway communicating berween the fuid 11 The electronic cigarenie of claim 1, wherein the Auid
containing member and the heating assemhly; is selected from a growp ool g oft a glyeol fuid, a Auid
a wbe element communicating between the fird and  comtaining nicotine, 3 witer-hassd “regular™ cigarene fla-

socond chambers, with a fisst distal end of the wbe vored fhuid, s water-based *menthol™ cigarette favored fluid,
element located in the first chamber, and & second distal 5 55d combinations thereof,
end of the tube element located in the second chamber 12, An electronic cigaretie, comprising:
and affixed 1o the bulb, the mbe clement providing an a casing comprisiing a first charmber and a second cham-
air passage berween the first and second chambers;
i sealinng element forming a partition between the first and
second chambers; and it
an air inlet provided on an external wall of the casing:
wherein the hesting wire hests the budb, and wheren the
bulb heats fluid introduced 10 and coming i contact
with the bulb, through the fuid | prssagenns.

e n-...gm.nu u\mppw'

end oMU

ber, the two chambers locited sequentsally within the
wnsing:
i hattery located in the first chamber:
a Muid comaining member keeated in the second chamber:
a hesting assenmbly locted in the second clamber, the
ing assembly comprising @ bulh containing i heat-
vire in communication with the hattery:
ESEREWTY  COMMILic |I|m_a buium he l]ul.d

second diy” e —

3. The
comres . o .
.y a fluid passageway communicating between the fluid

5 They

w2 containing member and the heating assembly;

a filter ag

m=m a tube element communicating between the first and

il pasaay
7. They

aremonal second chambers, with a first distal end of the tube

of the cag
& The|

aremonal element located in the first chamber, and a second distal

9. Ty
a removal

e renh end of the tube element located in the second chamber

10, Tl
a removal

wen  and affixed to the bulb, the tube element providing an

air passage between the first and second chambers;

a sealing element forming a partition between the first and
second chambers; and

an air inlet provided on an external wall of the casing;

wherein the heating wire heats the bulb, and wherein the
bulb heats fluid introduced to and coming in contact
with the bulb through the fluid passageway.

TP e e y

RJRV Exhibit 1004
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'788 Patent (EX1001) at claim 1 (cited in Pet. at 2).



| Bulb Vaporizers Were Long Known In The Prior Art

F
e TS——— T T

heating element to vaporize a liquid goes back almost 100 years. As one example, U.S. As another example, U.S. Patent No. 2.204.312, filed in 1936 (Ex. 1011), depicts a

Patent No. 1.934.887. which was filed in 1928, describes an “electric vaporizer” that vaporizer device whereby a bulb with a heating element is placed in direct contact with
provides “for the generation of fumes from volatile medicinal preparations or vapor-vielding jelly that is volatilized into a vapor to be inhaled:
substances.” and that can include a “lamp bulb type of heating element.” Ex. 1010 at
1:1-3, 1:88-90. As seen in Figure 8, the “medicament unit 16 is directly contacting the

bulb:

Pel AL T e e e, A

Pet. at 12. | 1‘\;,’
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| Grounds

Ground 1a: Claims 1 and 11 — § 103 over Gilbert in view of
Cohen

Ground 1b: Claims 7 and 8 — § 103 over Gilbert in view of
Cohen and Weigensberg

Ground 2a: Claims 1 and 11 — § 103 over Lee in view of
Gilbert and Levin

Claims 7 and 8 — § 103 over Lee in view of Gilbert, Levin, and
Weigensberg

Pet. at 17.
| 14
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| No Dispute

There is no dispute regarding the following statements

Patent Owner’s patentability arguments are directed to claim 1 only

Dependent claims 7, 8, and 11 rise and fall with claim 1

Patent Owner concedes that all limitations are disclosed by the Petition’s prior art, with the
exception of those discussed below

15
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| Disputed Issues

Ground 1 (Gilbert) Ground 2 (Lee)

Air inlet on external wall of the casing Operability of Lee with Gilbert/Levin

Fluid containing member in the second chamber Gilbert/Levin teaching away

Sealing element forming a partition

Bulb heats fluid coming in contact with the bulb

16
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Petitioner’s proposed combination of Lee with bulb structure from Gilbert/Levin

Lee does not disclose a “bulb” containing a heating wire, however such an
alternative heating assembly would have been obvious to a POSA at least in view of

Gilbert. As described above in Section V(B)(1)(e), Gilbert discloses a heating assembly

— I cg— S

that comprises a “bulb containing a heating wire.” It would have been obvious to
For all of the reasons above. a POSA would have been motivated to implement

modify Lee to mclude a bulb structure like that of Gilbert.
a bulb heater in the Lee device, and. due at least to the ubiquitous nature of such heaters.

Pet.ﬁﬂat 56 - the implementation of such a heater would have been well within the knowledge and

A POSA would have been motivated to implement a heating element within a skill of a POSA. As such. a POSA would have had a reasonable expectation of success

glass bulb like that described in Levin for all of the reasons described above. In in making such a modification. Ex. 1003 at ]123.

addition, Levin itself explains that using, for example, a halogen tungsten in quartz bulb P et 7 at 59
will “allow for a consistent and reliable heat source that can be controlled to maintain a

desired temperature level within a chamber 1n which the bulb 1s disposed.”

N J— R SN P

Pet.at5o. | '

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Petitioner’s proposed combination of Lee with bulb structure from Gilbert/Levin

Lee

Lee in view of Gilbert

Second chamber

[

| A
. \ n 1
- el i e 122 FEST
i i - » .I.d :li P - .‘._-
(TR L= =
|_: L-‘ | TI . = ;:L ‘ =
‘ D ;= 4-—[& T 4T
o ! ] s | i ! -.:-.. !
| . ™ I e -'--nl : 3 — "
13, " 1 74 - a2~ 133 T

Heating element

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

Pet. Reply at 22.
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

A POSA would have been motivated to incorporate a bulb structure

A POSA would have explored heat-conducting materials

that could vaporize the nicotine liquid without making direct contact with the heating Additionally, a POSA would have been motivated to implement a heating

wire. Id. A POSA would have been motivated to implement a heating element within element within a glass bulb to increase the life of the heating element and prevent failure

a glass bulb to address the inhalation risks and metallic taste 1ssues associated with the ot e doncs

use of a metal wire heating element directly contacting a vaporizable fluid. —— et
S Pet. at 57-58.
Pet. at 57.

19
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

a motivation to combine

” a "~ o - d Basn o e
y S e e e v

Prior art and expert testimony support

v

One such issue was the “dry hit,” [0004] Many conventional electronic vaporizing devices
that allow for vaporization of a liquid solution, use a wick to
transfer the liquid sclution, such as a propylene glycol/nico-
tine solution, from a capsule or cartridge onto a micro-heating
element. Vaporizing the solution by directly contacting the

which occurred when insufficient amounts of nicotine liquid were in contact with

the heating element. The user would taste a metallic flavor when inhaling a dry hit,

which was highly unpleasant. The use of a heat-conducting material to vaporize the heating element often severely reduces the life of the heating
element so that such devices often require frequent replace-

nicotine liquid without making direct contact with the heating wire would have been ment, so much so that some such devices employ a disposab]e

. o “cartomizer” which combines the heater and nicotine capsule
el L e L into one piece. Once the nicotine solution is used up, both the
e e e s e et heater and capsule are thrown away. Other conventional
Kodama Decl. (EX 1003) at ] 117. devices use completely disposable units, in which both the

cartomizer and batiery power source are thrown away after

use. Due to the difficulties associated with these configura-
119. Additionally, a POSITA would have been motivated to implement a tions, such devices are prone to premature failure and often
don’t work particularly well even when functioning normally.
Additionally, conventional electronic cigarette devices do not
generally allow users to vaporize their own materials in addi-
tion to a liquid cartridge, only proprietary nicotine cartridges

heating element covered by a glass bulb to increase the life of the heating element

and prevent failure of the device.

=

W - . " -

s e P . - 4

Levin (EX1009) at [0004] (cited a Decl. (EX1003) at ] 119).

Kodama Decl. (EX 1003) at § 119. —
odama Decl. (EX 1003) at 119 s 20
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner Response ignores Petition combination

Petition Combination Patent Owner Response Combination

0 il - . 15 | > (38 end contact) . (fiber aggregate rod)

15
. ot 1 : : 15
e " / 122 13 A1, - el e 1/ 13 22 ’ 151
\ - ( Af ~124 CAF T £ " £ 4 124 /141 14 PR
PN S e \ o N\ AP fuf fow K
——x =D W s | - . S : -~ : /
L1 rL‘ - J N 3 L1 \al I._ ] —S == ‘J_ | N 1
f |§ == | m—m (i | —— | q | ‘ s
p N = ] "—!-_\.m‘. f ! [ ! N 4 / f—u—; ,,,,, | VY. |
c/ — 7 ) | o || | { \ /l.'x‘ g St - = o .| /152
R ”ilt ) o ) T \ \, — T ne B3/ 01124 / 132" 133 %
116 | o7 ' \ P 143 6 D 24 32 33 (s e —
o e (112 battery) (37 screw plug)

(Gilbert's Bulb)

Pet. at 57. P.O. Response at 29.
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Inoperability argument rests on erroneous bodily incorporation theory

« “[I]t is not necessary that [Lee and Gilbert] be physically combinable to
render [the challenged claims] obvious.” Allied Erecting & Dismantling v.
Genesis Attachments, 825 F.3d 1373, 1381 (Fed. Cir. 2016).

*  “[A]ssertions that [a first prior art reference] cannot be incorporated in [a
second prior art reference] are basically irrelevant, the criterion being not
whether the references could be physically combined but whether the
claimed inventions are rendered obvious by the teachings of the prior art as
a whole.” In re Etter, 756 F.2d 852, 859 (Fed. Cir. 1985) (en banc).

Pet. Reply at 24-25.

22
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner Sur-Reply’s new argument regarding motivation to combine

A POSITA reading
that would lead away from using Gilbert with other electronic devices that include
circuits and the like, and focused on the vaporization of fluids, because doing so

would render the electronic device, such as Lee and Cohen, inoperable and defeat its

stated purpose. See Polaris Indus. v. Arctic Cat, Inc., 882 F.3d 1056, 1061, 1067—69

P.O. Sur-Reply at 9.

23
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

microfibess or other materials made of any polvesier, poly-
amides, hamboo, wood or amy cellulose fibers or any poly-
meric materiil el i capable of aharbing water or vagor,
and that 15 capable of being impregnated with a Aavor or
chemical compound,

For examiple, one ar both of the inner and outer elements
265 and 260 may compeise Ohration and pass through
stretires eomprise flow passages having o high surface area

For untact with, vapor passiag there through, eobling the

What is claimed 1s:
1. An electronic cigarette, comprising:
a casing comprising a first chamber and a second cham-
ber, the two chambers located sequentially within the
casing;
a battery located in the first chamber;
a fluid containing member located in the second chamber:
a heating assembly located in the second chamber, the
heating assemblv comprising a bulb containing a heat-
ing wire in communication with the battery;

L ——

e —
o by ingection. When ijection 5 156 o STrles 275 el be

Sl by

-

M IO e A COTEITREICNT o

Vaporization is not a claim limitation

1o sgueese down the mesh and allow the medicated absor-
hent paper to provide o transdermal doog defivery,

In o ehodiment, the electrmic cigerete 200 35 dis-
posable. During operation. if a user smokes for mose than §
seconds per puff the LED flashes two times then shuts off,
or will flash ten times. which indicates the hattery 35 is
running low on stored pover.

1t is 10 be noticed that the tenm “comprising,” nsed in the

itative Lo the
it g A g

crnbodinents, 1t 35 evident that many alemat

added o the mold, Tn this embodi

sheeve 270 is inserted into o device that injects the medica-
thons pight into the sleeve material. / filling. a cellalive
spray is applicd 1w the removeable skeeve 270 The celluline
eover refoins the medicotion in the holes 278 until the
cellulite is broken when pressure is applied. thereby allow-
ing the medieations 1o pll\\vujl. transdermal deg delivery.
another embodiment, a tansdermal drug delivery sys-
e may be built iato the cigasette isell witlsut the use of
il remeoveatle sleeve 270 ]n this embodiment. an absor-
hent paper featuring o mesh averday (not shown) may be
emploved. When manufactured, a paper is soaked with the
desired medication, Then a mesh overly is applied which is
mude of medicol grade rubber, latex or other material as
deseribed above m connection with the removeable sleeve
270, Next, the paper and mesh (not shown ) are covered ina
cellulite 1o seal the medication in. Then, the paper and mesh
are wrapped arcund the desired product, which could be the

electronic cigaretie 200, o a cardboard wbe that kooks like o

a cigaretie. When pressisure is applied to the paper the
pressune rermoves the cellulite wrspper allowing finger tips

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

55

cations, p and variations will become rent o
those of ordinary <kill in the arl in light of the foregoing
deseription. Accordingly, it is imended that the present
invention embrace all such altematives, nwdifications and
variations as fall within the scope of the appended claims
The fact that a product, process or method exhibis differ-
eiwces from o o more of the above-described exenplary
embodiments does not mean that the product or process is
outside the seope (el seope andfor other legally-recog-
mized seope) of the following claims,

What 1= clamed is:

1. An electronic cigareti, comprising:

1 casing comprising a first chamber and o second cham-
ber, the two chambers located sequentially within the
casing:

ot hattery Incated in the first chamber;

a Muid contaising member koated in he secomd chamber;

a heating assembly located in the second clamber, the
henting assembly comprising a bulb containing » heat-
img ware i communication with the hatierys

RJRV Exhibit 1001

RJRV v. Healthier Choices Mgmt.

Page 14

3

Muid  passageway communicating berween the Muid

containing member and the heating assemhly;

a whe element communicating hetween the first and
second chambers, with o fisst distal end of the whe
element lecuted in the first chamber, and & second distal
arvd of the tube element located in the second chambaer
aved affixed 1o the bulb, the wbe element providing an
air passage berween the first and second chambers;

i sealinng element forming a partition between the first and
second chambers; and

an air inlet provided on an external wall of the casing:

wherein the hesting wire hests the budb, and wheren the

bulb heats fluid introduced 10 and coming i contact

11 The electronic cigarenie of claim 1, wherein the Auid
is selected from a growp ool ing oft a glveol fluid. a Quid
etmlnining mealine, o waker-hased “regular” ciganene fla-
vored fuid, o water-based “menthol™ cigarette Aavored fluid,
and combinations thereof,

12, An electronic cigarette, comprising:

a casing comprising a first chamber and a second cham-
ber, the two chambers locited sequentsally within the
wnsing:

i hattery located in the first chamber:

a Muid comaining member keeated in the second chamber:

a hesting assenmbly locted in the second clamber, the

W |t|| I]w hulh thmug.h the: ﬂuld pu}-sagwm

e n-...gm.nu u\mppw'

end oMU

assembly comprising a bulh containing @ heat-
vire in communication with the hattery:
ESEREWTY  COMMILic |I|m_a buium he l]ul.d

:L:T: a flud passageway communicating between the fluid
"t containing member and the heating assembly;
i=% a tube element communicating between the first and
h““‘ second chambers, with a first distal end of the tube
o element located 1n the first chamber, and a second distal
wes  end of the tube element located in the second chamber
wes  and affixed to the bulb, the tube element providing an
air passage between the first and second chambers;
a sealing element torming a partition between the first and
second chambers; and
an air inlet provided on an external wall of the casing;
wherein the heating wire heats the bulb, and wherein the
bulb heats fluid introduced to and coming in contact
with the bulb through the fluid passageway.

RJRV Exhibit 1004
RJIRV v. Healthier Choices Mgmt.
Papge 15
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Strawman argument regarding encapsulation of the fiber assembly

|~ Fibre Aggregate Solution Supply

T

Glass Bulb

From Figure 1b
& Heating Element

First, the inclusion of a bulb encapsulating the nichrome wire taught in Lee
O
would also encapsulate the fiber assembly that is supplying the nicotine solution AR &0
S S
. | y 2 S MR A A
from the fluid container. Ex. 2001, 9 113 (citing to Ex. 1005 at Y [0028]). N s (/B L) -
8- 4 1
L Al
P.O. Response at 34. F =
? m):_ } _/‘ 114 : .
T~ 112‘%,! ”'51‘5 01124 = 132\“ 13.’2;& e, 1\ “3\%
% Glass Bulb %96‘/ %O'r‘ -0,%%
From Figure 1a %@,,( (%OQ J%Q@
b ‘

Garris Decl. (EX2001) at 9113.

25
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner Response ignores Petition combination

Petition combination does not encapsulate fiber assembly

I
Pet. Reply at 30

26
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner Sur-Reply’s new argument regarding operability and modification

..I_ 113] ——
- ’ = — i _ |
11 B ae@-
| | | 71 o |
143 s " / - =T ,.\ -

i '
Unsupported Fiber \
End (F) Collapsed

Fiber End (F)

P.O. Sur-Reply at 17. P.O. Sur-Reply at 18.

27
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

'788 patent disclosure

o e .
4 i P s S

y | T . - haa il — W a——

-

o
- e

Referring now to FIG. 3, in one embodiment, the tube 55
comprises a ceramic, brass, or other metal material shaped
substantially in a “I.” The “leg” of the “I” comprises a
hollow cylinder that comprises one end of the tube 55 and
the “top” of the “I”" comprises two arms that hold, or fix a
tempered glass bulb 230 in position in the heating assembly
220. Inside the tempered glass bulb 230 is a heating wire 225
that heats the glass bulb 230 that then heats the fluid that is
introduced into the heating assembly 220 through fiber
element 215 that connects the heating assembly 220 with the
fluid container 205. One or more apertures (not shown)
allow the passage of the vapor that 1s produced when the
fluid contacts the heated glass bulb 230.

The vapor then passes around the fluid container 205 and
out through the end-cap aperture 82. The heating element

F | G . 3 225 may be made of platinum wire, nickel chromium alloy
or iron chromium aluminum alloy wire with a rare earth
Pet. at 5 (annotated Fig. 3 from '788 Patent). clement. The tempered glass bulb 230 may also be manu-

factured from plastic, or other elements. One feature of this
arrangement is that the fluid is not brought into direct contact
with the heating element 225.

| e __J
P

oy -

. . - &

P A,\_‘,f’/

'788 Patent (EX1001) at 5:15-35 (cited in Pet, at 57).

28
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner Sur-Reply’s new lamp holder argument is erroneous bodily incorporation

Levin discloses a bulb heater comprising a tungsten filament in a quartz bulb.
Ex. 1009, 9 [0049]. The bulb is mounted on a lamp holder (57) within a bulb
chamber, and the lamp holder is electrically coupled to a PCB (23). Id. at § [0057].
The PCB is adapted to selectively energize the bulb heater based on the temperature
measurements of the thermistor (55). Levin’s bulb is incorporated into the lamp
holder, which is configured to be controlled by the PCB. Id. In other words, Levin’s
bulb is designed and otherwise configured to be part of an assembly comprising the
bulb holder (57) that connects the bulb to the PCB (23). Removing Levin’s bulb does

not supply the mounting, retention, electrical, and control interfaces required in Lee.

FIG. 16B

29

P.O. Sur-Reply at 21.
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner’s original argument was that Levin teaches away from conductive heating

Despite Levin’s express teachings dissuading a POSITA from the utilization of
conduction devices because of their significant drawbacks. Petitioner argues that it

would have been obvious for one of ordinary skill to combine the heating elements

of Levin with the Lee device. Pet. 59.

P.O. Response at 32.

30
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Levin discloses conductive heating

e s e s Ex. 1009 at [0049]. The bulb heater 53 of Levin is depicted in Figures 15A-15D and

. 16A-16B of Levin, and is most readily seen in Figure 16B shown below.
In an embodiment

utilizing conductive heating in combination with radiative and
convective heating, the bulb heater may protrude directly into the cavity
or into the grinding cavity so that the glass bulb directly contacts the

contents of the grinder.

Ex. 1009 at 7 [0056] (emphasis added).

e P - o . o  p— e e = e A il —— M S o

Pet. at 10-11 (quoting Levin (EX1009) at [0056] (emphasis added)). Pet. at 58.

31
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Levin claims conductive heating

g

28. A method of vaporizing a selected substance within a
portable vaporizing device, the method comprising:

determining inhalation by a user through an air passageway
extending through the device with a pressure sensor
disposed within the air passageway;

determining a power output from a portable power supply
in the device to a heating portion of the device so as to
provide a desired vaporization temperature to vaporize
the active ingredient of the selected substance within the
device;

energizing the heating portion with the determined power
output; and

heating the air flowing through the heating portion or
directly heating the selected substance to the desired
vaporization temperature using convection, radiative
and/or conductive heating within less than three seconds
of detenmmng inhalation.

I . TPy
- — P P

“— it - - A
Levin (EX1009) at clalm 28 (C|ted in Pet Reply at 26)

32
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| Ground 2a: § 103 over Lee in view of Gilbert and Levin

Patent Owner expert acknowledges Levin’s conductive heating

108.  Levin discloses in paragraph 56 that the heating unit may, in one

exemplary embodiment, make contact with the contents of the grinder. /d. at § 56.

This content comprises tobacco leaves, herbal, or plant matter. Id. at 9 68.

Garris Decl. (EX2001) at ] 108.

33
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

Strawman argument for Levin’s micro-convection heater and cone shaped reflector

The POR argues (at 33-34) that “the heating element taught by Levin is a

) : : e : : : Finally. HCMC argues that “[RJRV] fails to address ‘how” Lee might be
micro-convection heater™ that 1s not “configured to rapidly heat fluid making

: : 1 ' ' 5 - '
contact with the bulb.” and a POSA thus allegedly would not have been motivated modified to include the heating element 51 and the cone-shaped reflector 52

o : . described in Levin.” POR at 38-39. This is another strawman since the Petition
to make the Petition’s proposed Lee-Levin combination. But HCMC argues

against a strawman since the Petition never mentioned Levin’s micro-convection never mentioned either of these components and did not argue that they should be
heater. much less proposed adding it to Lee. Levin’s micro-convection heater 1s added to Lee.

mentioned just one time with reference to the embodiment of Figures 3A-3D.

,//’

EX1009, [0049]. The Petition’s obviousness showing did not rely on this Pet. Reply at 28-29.
embodiment of Levin nor its micro-convection heater and instead cited the bulb

heater of Figures 15A-15D and 16A-16B:

ot

. g
- i - e o Py

. B o e menano. o aae —— i =
o e > Mo A
.

Pet. Reply at 27
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| Key Issues: Ground 1

Ground 1 (Gilbert)

Air inlet on external wall of the casing

Fluid containing member in the second chamber
Sealing element forming a partition

Bulb heats fluid coming in contact with the bulb

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member

)

Sealing element )
First chamber

Second chamber |

| ; \
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Pet. at 46.

Heating assembly

20;

21—

Pet. at 43.

Fluid passageways

VH—3 5 <!8 / " casingh‘

NORY NN Air inlet on : e e S T s
external —
& N wall of
= casing —

Pet. Reply at 12.
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| Ground 1a: § 103 over Gilbert in view of Cohen

Air inlet on external wall of the casing

Institution Decision

/" i e e e e —

Petitioner does not address these disclosures in Gilbert. In
view of Gilbert’s disclosure that its flavor cartridge 1s a separate unit of the
cigarette and not part of the outer end portion of 1ts external tube, the airflow

passages 1n the flavor cartridge are not provided on the end portion of i

M’Wﬁfy‘sz&' A #Aﬂ'mﬂﬂ‘ﬁ.ﬁ"fl/ﬂ/ﬂﬂ‘”ﬂ#ﬂfﬂmﬂl[l}'ﬂ”ﬂﬁm A \“\\‘ £
41 MAAL L AR
DR B e L A TR R R “:&m 5

Gilbert’s external tube. Therefore, because Petitioner contends Gilbert’s Air inlets

IR s '““"'v-----------m.....,..,*—
DL ¢ AT

fff/fflfft PR fl-’llff}'!lﬂi}!flf!flllll}f}fl}}ﬁ)}f) A } ”‘1‘\&(& S SR Y

]

AR ““\ =
fuﬂnﬂtrfﬂﬂlfrﬂf.r””.ff.w”ﬁ//ﬁ N0

external tube corresponds to the casing recited in limitations [ la] and [1h],
we do not agree with Petitioner that Gilbert discloses an air inlet on an

external wall of the casing as required in limitation [ 1h].

— . ——. .
e e e it ~ P P N e U
ot

1.D. at 19.
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| Ground 1a: § 103 over Gilbert in view of Cohen

Air inlet on external wall of the casing
Air inlet is the opening at the end of the external tube

. 7/ e e SRR ———— T — e e e it
Respectfully. this was not RTRV’s argument. In the Petition. for example.

RIRV argued that “[w]hen the user inhales through the mouthpiece 24. air is drawn
into the passages 21 of the cartridge 20 ... and then passes into the heating

chamber and around the heating bulb™ (Pet.. 20): in other words. the Petition

pointed to ambient air being drawn into the interior of the device via the opening

formed at the end of the external tube:

PEt- Reply at 12 Second chamber First chamber

Air inlet on
external —
wall of
casing

e B b
1 nmrgmety

Pet. Reply at 12 (“Air inlet” annotation added to Pet. image at 38). Pet. Reply at 12 (“Opening” annotation added to Pet. image at 39).|
38
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| Ground 1a: § 103 over Gilbert in view of Cohen

Petition expert declaration identifies the air inlet is the opening at the end of the external tube

- e N e -
/ e —— *-"“""‘—"ﬂ-.._vWﬂ

97.  Gulbert discloses that when the user inhales through the mouthpiece 24,

“air from the ambient atmosphere 1s drawn in through the passages 21 of the
cartridge 20 which has been impregnated with suitable flavoring material which 1s
picked up by the inhaled air and such air then passes into the heating chamber and
1s caused to flow around the heating bulb 36.” EX1004 at 3:10-15. The heated and
flavored air then passes “through the mouth piece 24 into the mouth and also, 1f

desired, into the lungs.” Id. at 3:16-18. The air mlets are shown in annotated Figure

2 below, and would open to the ambient air through the external wall of the casing.

Kodama Decl. (EX1003) at § 97 (cited in Pet. at 46, Pet. Reply at 12- 13) %
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| Ground 1a: § 103 over Gilbert in view of Cohen

Petitioner Reply expert declaration clarifies the air inlet is opening at the end of the external tube

-  —— ~— N ——— -
ﬂ,,//’, e I e e e ———————————— s e S —— / \v/ R T e w‘\“\/,_ e
19.  To clarify my prior position, my opinion is that the large opening at the 20.  This is consistent with my prior declaration. where I distinguished
leftmost portion of tube 135, where the cartridge is inserted, constitutes the claimed between (i) the air inlets of the cartridge 20, and (11) the external wall of the casing
“air inlet.” An image clarifying my position is provided below: through which the air inlets would open, referring to them separately. EX1003. 997

(“The air inlets are shown in annotated Figure 2 below. and would open to the
Airinlet —— [F——— =

ambient air through the external wall of the casing.”). Although my declaration

i e e e

Kodama Reply Decl. (EX1026) at § 19 (cited in Pet. Reply at 13).

identified three air inlets by annotation. I did not expressly identify “passages 217 as
the claimed “air inlet.” Rather, I identified these air inlets of cartridge 20 as passages
that “open to the ambient air through the external wall of the casing.” In other words.

they open to the ambient air through an opening (the claimed “air inlet™) of the

casing’s external wall.

DEMONSTRATIVE EXHIBIT - NOT EVIDENGE Kodama Reply Decl. (EX1026) at 20 (cited in Pet. Reply at 13)



| Ground 1a: § 103 over Gilbert in view of Cohen

Air inlet on external wall of the casing

Patent Owner expert’s concessions on “air inlet”

B il T r——— e o —
/— o e i

15 Q. Sc an air inlet in the context of the T T T —————————— _—
20 "788 Patent is an opening that allows air to come
21 into the e-cigarette? 17 Q. So in operation, the ambient air is
22 I Yes, sir. 18 drawn through the opening at the outer end -- at the
23 Q. Does the '788 Patent impose any 15 opening at the outer end portion 16 of tube 15,
24 restrictions on the size of the air inlet? 20 through the cartridge 20 and into the interior of
25 L. No, sir. I mean, of course one of the 21 tube 15; is that correct?
1 requirements for a patent is that it be functional. 22 R. That is correct.
2 So obviously a design engineer would f£ind U -
| 3PPropriste size, Dut 1E1S a design element, and the Garris Dep. (EX1027) at 52:17-22 (cited in Pet. Reply at 13).
4 patent itself does not specify any particular size.
e e e et s AT s, O™
Garris Dep. (EX1027) at 35:19-36:4 (cited in Pet. Reply at 13).
4
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| Ground 1a: § 103 over Gilbert in view of Cohen

Experts agree that Petitioner’s identified “air inlet” does not create an air escape problem

Petitioner Expert

/. R p—— R e R o R . —
- o o o e g

23.  Fally, I understand that HCMC argues that Gilbert does not include

the claimed “air inlet” because such an air inlet would “allow the tumbling air around
the heat source to escape and/or not heat up.” I disagree. As Gilbert’s air inlet 1s
positioned at the leftmost end of the tube 15, separated from the portion of the
chamber where the air/tfluid mixture makes contact with the heat source, none of the

heated air will escape through the air inlet.

e e e — .
— - -

i | gt

— T e ——e T o _— /
Kodama Reply Decl. (EX1026) at { 23 (cited in Pet. Reply at 14).

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

o

Garris Dep. (EX1027) at 77:6-15 (cited in Pet. Reply at 14). |

Patent Owner Expert

- / B

IR e i e e e r—

—

Q. Okay. You wouldn't have the problem of
air escaping if you put the air inlet on the

substantially shorter portiom -- excuse me, on the
shorter, the shorter chamber as Gilbert defines it?

L. Well, again, when the person is sucking
on it, no.

Q. You wouldn't have the problem of air
cooling off if you put the air inlet on the short
chamber, as Gilbert defines it; is that correct?

L. Not if the person were sucking on it.

. , -
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| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member in the second chamber

Petitioner’s identified chambers

First chamber
Second chamber |

H##‘m"f;ﬁdwm e o #-Wﬁf””ﬂﬁ’ﬂ””””ﬂ””ﬁ' e
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Bl

Pet. at 39. Second chamber

)
[
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Fluid containing member

Pet. at 41.
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member in the second chamber

Patent Owner points to Gilbert’s “relatively short and substantially longer chambers”

Chambers Identified in Petition (at 39)

Second chamber First chambser

TTTH &

- — Hi R
f
T R
| Yo
iR
i TS AR I

E

M B T g T L

Pet. Reply at 2.

44
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member in the second chamber

Focus Is prior art disclosure not terminology

* “While prior art elements must be arranged in the same manner as
the claim, the reference need not satisfy an ipsissimis verbis test.” In
re Clarke, 809 F. App'x 787, 794 (Fed. Cir. 2020).

 “[l]dentity of terminology is not required” in prior art reference.
M.P.E.P. 2131.

Pet. Reply at 2-3.

45
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| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member in the second chamber

Patent Owner expert agrees that the plain and ordinary meaning of “chamber” is an enclosure

7 Q. What is the common and ordinary meaning

8 of the word "chamber" that you applied?

G L. Well, it's basically an enclosure. It's
10 basically an enclosure which can be used to store
11 various things. A chamber is an enclosure.

Garris Dep. (EX1027) at 29:7-11 (cited in Pet. Reply at 3).

46
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| Ground 1a: § 103 over Gilbert in view of Cohen

Fluid containing member in the second chamber

Gilbert’s shorter and longer chambers are not the first and second chambers of the
casing identified in the Petition

I

m’—\""_\‘-....f .
T — ‘W-ﬁ__,’nw—‘

Further, HCMC’s comparison of Gilbert’s “relatively short and substantially I e

longer chambers™ to the first and second chambers identified in the Petition is not
Gilbert’s shorter and longer chambers are not first and second chambers of the

even valid. Claim 1 recites an “electronic cigarette™

comprising “a casing” with
casing identified in the Petition and do not. together. constitute an electronic
“a first chamber and a second chamber.” The “casing™ of Gilbert’s electronic
cigarette—rather. they are chambers of the tube 15. which is just one portion of the
cigarette identified in the Petition (at 38) is shown below:

identified casing. EX1004. 1:62-70.

e e s bt i it

Pet. Reply at 4.

Pet. Reply at 4

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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Ground 1a: § 103 over Gilbert in view of Cohen

Sealing element forming a partition

The hollow shank 25 with threads 26
and shoulder 27 acts as a sealing element forming a partition between the first chamber

and the second chamber. Ex. 1003 at 96.

Sealing element

First chamber
Second chamber i’ | ]
|

#ff/ffffﬂfﬂff fﬂ'fﬂfﬂ//f/ffﬂf///ffffffaﬂ’f-"f}ﬁ?{ﬂﬂ'f o e Pl o o o o o o A T 7 s o
e i ﬁm\

1.
-iill 15 "q l
e W p'f'r'--'-"- "--r-'----'ll' - “

:r,-}; ffJmfmfffffI4’%"}'}'}’!}f!ff’f’ffffII}}E}&%}»’(E’%{IE&EII.{I{.'f..l.. sl

Pet. at 46.

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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| Ground 1a: § 103 over Gilbert in view of Cohen

Patent Owner expert’s strawman argument disregards Petitioner’s identified “sealing element”

But the Petition never equated the dark blue portion with the claimed “sealing

element.” and the Petition never argued that the first and second chambers are both —_—

located in the mouthpiece. Pet. 38-39. 45-46.

(] .-:-;; ,\\
Pet. Reply at 11. = ‘i !! .,\\\\\\\\\

_\\S‘

(bulb screw plug)
(battery)

Pet. Reply at 10 (showing annotated
image from Garris Decl. (EX2001)).
| 49
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Ground 1a: § 103 over Gilbert in view of Cohen

Sealing element forming a partition

Patent Owner argues shoulder 18 creates a chamber partition

Chamber 2 Chamber 1

Second chamber |
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P.O. Sur-Reply at 3.
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| Ground 1a: § 103 over Gilbert in view of Cohen

Bulb heats fluid coming in contact with the bulb

98. Gilbert discloses that the heating element “1s preferably a vacunm tube

or bulb 367 that 15 “energized.” EX1004 at 2:46-47, 3:2-3_ Gilbert also discloses

that the air mixed with the flavoring material “passes into the heating chamber and

A further object of the invention is to proﬂde a smoke-
is caused to flow around the heating bulb 36.” Id. at 3:12-15. Gilbert explains that Iess non-tobacco cigarette in which provision is made for
an object of this invention 1s to “circulat[e] the fluid around the heating element in a Clrculatmg the fluid around the hﬂ'ﬂtlﬂg Blemﬁnt in a tur-
bulent manner to suitably raise the temperature of the
inhalent mixture, with the purpose that the temperature

1:23-29. of the flavored air may approxunate. that of ’Clgarette
smoke: -

turbulent manner to suitably raise the temperature of the inhalent mixture ™ Id. at

99 The device described in Gilbert allows a user to mhale on the device,

causing external air flowing into the device to capture fluid stored inside the device, Gilbert (EX1 004) at 1:23-29 (Clted in Pet. at 47)
and the air/fluid combination then contacts the bulb and gets heated up before bemng

inhaled by the user.

. Py pr

- mm— e e o

s o e /

Kodama Decl. (EX1003) at 1] 1] 98 99 (C|ted in Petltlon at 47)

RSP
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| Ground 1a: § 103 over Gilbert in view of Cohen

Bulb heats fluid coming in contact with the bulb

Patent Owner Response wrongly argues “fluid” cannot combine with air before contacting bulb

Gilbert discloses that “air from the ambient atmosphere is drawn in
through the passages 21 of the cartridge 20 which has been impregnated with
suitable flavoring material which is picked up by the inhaled air and such air
then passes into the heating chamber and is caused to flow around the heating
bulb 36.” Ex. 1004, 3:10-15. Put differently, a mixture of atmospheric air with the
suitable flavoring is what flows into the heating chamber to be heated up by the
bulb. Ex. 2001, 9987-92. This 1s different than element [li] of claim 1, which
requires that the fluid from the fluid containing member in the second chamber

make contact with the bulb.

P.O. Response at 24.
52
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| Ground 1a: § 103 over Gilbert in view of Cohen

Bulb heats fluid coming in contact with the bulb

Patent Owner Response wrongly argues “fluid” cannot combine with air before contacting bulb

Negative limitation not present in the claims

Specification does not include lexicography or disclaimer

Nothing in prosecution history limits the claims

Pet. Reply at 15.

53
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| Ground 1a: § 103 over Gilbert in view of Cohen

Bulb heats fluid coming in contact with the bulb

Patent Owner expert testimony shows Gilbert operates similarly to *’788 Patent for this limitation

Patent Owner expert describing '788 Patent

Patent Owner expert describing 788 Patent

14
15
lé
17
18

Then what happens is because of the low
pressure that's created, air kind of surrounds the
heating element and mixes with the fluid coming out
of the fiber element, mostly by sucticon. It's sort

of sucked out.

19 So there isn't exactly an impingement of
20 the fluid onto the element. It's basically sucked
21 in and immediately mixed with the surrounding air,
22 and then the surrounding air has a way of exiting

23 through the circumference through the peripheral

24 area in the form of wvapor, and that wvapor is what

25 the user breathes in.

Garris Dep. (EX1027) at 38:19-25 (cited in Pet. Reply at 16).

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE

Garris Dep. (EX1027) at 38:14-18 (cited in Pet. Reply at 16).
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| Ground 1a: § 103 over Gilbert in view of Cohen

Bulb heats fluid coming in contact with the bulb

Patent Owner Sur-Reply distinguishes Gilbert and 788 Patent based on “vaporization”

Not only does Gilbert disclose the inverse of the ‘788 Patent, but 1t 1s
not designed to vaporize any fluid. Gilbert’s heating bulb 1s designed to raise the

temperature of the mixed air. Therefore, Gilbert does not disclose element [ 11].

P.O. Sur-Reply at 7.

55
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| Ground 1a: § 103 over Gilbert in view of Cohen

BuIb heats fluid coming in contact W|th the bulb

elongated fhrous
centrically to reduce

What is claimed is:

1. An electronic cigarette, comprising:

a casing comprising a first chamber and a second cham-
ber, the two chambers located sequentially within the
casing;

a batterv located in the first chamber;

a fluid containing member located in the second chamber:

a heating assembly located in the second chamber, the
heating assembly comprising a bulb containing a heat-
ing wire in communication with the battery;

e G U AR I ot O BV .
t mean that the product o pm-ccs(i:"
eral seope andior other lagally-recog-
wd seope) of the following claims,

What 1= clamed is:
1. An electronic cigareti, comprising:
1 casing comprising a first chamber and o second cham-

conection with the rL’mD\m.lhl.c. sheeve

e ribed above the twn chambers located sequentially within the
270, MWext, the paper and i

(oot shown ) are covered in a EH
cellulite 1o seal the medication in. Then, the |'|.I|'|L'|' and mesh |'h'a|t|.-r} Incatedd in the first chamber;
are wrapped around the desined product, which could be the a Muidd eontaining menber ecated in the second chamber;
el o a heati leamber, the
ng o heat-

il
. with the battery;

RJRV Exhibit 1001
RV v. Healthier Choices Mgmt.
Page 14
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heating assembly comprising a bulb containing i heat-
i n communication with the hattery:
i IJm ESEEWTY  Communicating buumm 11u|.d
R e S - — -
- Y
e S

“oie g fluid passageway communicating between the fluid
a iler o containing member and the heating assembly;
wem @ tube element communicating between the first and

i second chambers, with a first distal end of the tube
S element located in the first chamber, and a second distal
e end of the tube element located in the second chamber

o’ and affixed to the bulb, the tube element providing an
- air passage between the first and second chambers:
a sealing element forming a partition between the first and
second chambers; and
an air inlet provided on an external wall of the casing;
wherein the heating wire heats the bulb, and wherein the
bulb heats fluid introduced to and coming in contact
with the bulb through the fluid passageway.

L et

= "“‘—-\_v N ey

e e U Sy /

RJRV Exchibit 1001
RJRV v. Healthier Choices Mgmt.
Page 15

"

'788 Patent (EX1001) at claim 1 (cited in Pet. at 2).
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