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’788 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE ’788 Patent (EX1001) at 1:10-12.
2



’788 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 3-4.
Pet. at 4.
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’788 Patent

’788 Patent (EX1001) at claim 1 (cited in Pet. at 2).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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’788 Patent – Key Bulb Limitation

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 5 (annotated Fig. 3 from ’788 Patent).
Pet. at 4.
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’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 5.

Original claim 1 was rejected

Pet. at 6. 6



’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 6.

Applicant amended claim 1 to include “bulb” limitations

Pet. at 6-7. 7



’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Examiner rejected the claims over prior art disclosing vaporizer with glass bulb

’788 File History (EX1002) at 191 (cited in Pet. at 8).
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’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Applicant responds that Hunter is non-analogous prior art

’788 File History (EX1002) at 214 (cited in Pet. at 8).
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’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Applicant’s arguments in response to final rejection

’788 File History (EX1002) at 211 (cited in Pet. at 8).

’788 File History (EX1002) at 213 (cited in Pet. at 8-9).
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’788 Patent – Prosecution History

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Examiner allowed claims based on “bulb” limitations

Pet. at 9.
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’788 Patent

’788 Patent (EX1001) at claim 1 (cited in Pet. at 2).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
12



Bulb Vaporizers Were Long Known In The Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 11. Pet. at 12.
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Filed 1928 Filed 1936



Grounds

Ground 1a: Claims 1 and 11 – § 103 over Gilbert in view of 
Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Ground 1b: Claims 7 and 8 – § 103 over Gilbert in view of 
Cohen and Weigensberg

Ground 2a: Claims 1 and 11 – § 103 over Lee in view of 
Gilbert and Levin

Claims 7 and 8 – § 103 over Lee in view of Gilbert, Levin, and 
Weigensberg

Pet. at 17.
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No Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

There is no dispute regarding the following statements

Patent Owner’s patentability arguments are directed to claim 1 only

Dependent claims 7, 8, and 11 rise and fall with claim 1

Patent Owner concedes that all limitations are disclosed by the Petition’s prior art, with the 
exception of those discussed below
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Air inlet on external wall of the casing 

Fluid containing member in the second chamber

Sealing element forming a partition 

Bulb heats fluid coming in contact with the bulb

Disputed Issues

Operability of Lee with Gilbert/Levin

Gilbert/Levin teaching away

Ground 2 (Lee)Ground 1 (Gilbert)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 56.

Petitioner’s proposed combination of Lee with bulb structure from Gilbert/Levin

Pet. at 59.

Pet. at 59.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. Reply at 22.

Petitioner’s proposed combination of Lee with bulb structure from Gilbert/Levin
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 57.

A POSA would have been motivated to incorporate a bulb structure

Pet. at 57-58.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Kodama Decl. (EX 1003) at ¶ 117.

Prior art and expert testimony support a motivation to combine

Levin (EX1009) at [0004] (cited in Kodama Decl. (EX1003) at ¶ 119).Kodama Decl. (EX 1003) at ¶ 119.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Response ignores Petition combination

Petition Combination Patent Owner Response Combination

Pet. at 57. P.O. Response at 29.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Inoperability argument rests on erroneous bodily incorporation theory

• “[I]t is not necessary that [Lee and Gilbert] be physically combinable to 
render [the challenged claims] obvious.” Allied Erecting & Dismantling v. 
Genesis Attachments, 825 F.3d 1373, 1381 (Fed. Cir. 2016).

• “[A]ssertions that [a first prior art reference] cannot be incorporated in [a 
second prior art reference] are basically irrelevant, the criterion being not 
whether the references could be physically combined but whether the 
claimed inventions are rendered obvious by the teachings of the prior art as 
a whole.” In re Etter, 756 F.2d 852, 859 (Fed. Cir. 1985) (en banc).
Pet. Reply at 24-25.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Sur-Reply’s new argument regarding motivation to combine

P.O. Sur-Reply at 9.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

’788 Patent (EX1001) at claim 1 (cited in Pet. at 2).

Vaporization is not a claim limitation

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Strawman argument regarding encapsulation of the fiber assembly

Garris Decl. (EX2001) at ¶113.

P.O. Response at 34.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Response ignores Petition combination
Petition combination does not encapsulate fiber assembly

Pet. Reply at 30
26



Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Sur-Reply’s new argument regarding operability and modification

P.O. Sur-Reply at 17. P.O. Sur-Reply at 18.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

’788 patent disclosure

’788 Patent (EX1001) at 5:15-35 (cited in Pet. at  57).

Pet. at 5 (annotated Fig. 3 from ’788 Patent).
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner Sur-Reply’s new lamp holder argument is erroneous bodily incorporation

P.O. Sur-Reply at 21.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner’s original argument was that Levin teaches away from conductive heating

P.O. Response at 32.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Levin discloses conductive heating

Pet. at 10-11 (quoting Levin (EX1009) at [0056] (emphasis added)).
 

Pet. at 58.

31



Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Levin claims conductive heating

Levin (EX1009) at claim 28 (cited in Pet. Reply at 26).
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner expert acknowledges Levin’s conductive heating

Garris Decl. (EX2001) at ¶ 108.
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Ground 2a: § 103 over Lee in view of Gilbert and Levin

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Strawman argument for Levin’s micro-convection heater and cone shaped reflector

Pet. Reply at 27.

Pet. Reply at 28-29.
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Air inlet on external wall of the casing 

Fluid containing member in the second chamber

Sealing element forming a partition 

Bulb heats fluid coming in contact with the bulb

Key Issues: Ground 1

Ground 1 (Gilbert)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. at 46.

Pet. at 43.
Pet. Reply at 12.
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 

I.D. at 19.

Institution Decision
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 
Air inlet is the opening at the end of the external tube

Pet. Reply at 12 (“Opening” annotation added to Pet. image at 39).Pet. Reply at 12 (“Air inlet” annotation added to Pet. image at 38).
38

Pet. Reply at 12.



Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 

Kodama Decl. (EX1003) at ¶ 97 (cited in Pet. at 46, Pet. Reply at 12-13).

Petition expert declaration identifies the air inlet is the opening at the end of the external tube
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 
Petitioner Reply expert declaration clarifies the air inlet is opening at the end of the external tube

Kodama Reply Decl. (EX1026) at ¶ 19 (cited in Pet. Reply at 13).

Kodama Reply Decl. (EX1026) at ¶ 20 (cited in Pet. Reply at 13). 40



Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 

Garris Dep. (EX1027) at 35:19-36:4 (cited in Pet. Reply at 13).

Patent Owner expert’s concessions on “air inlet” 

Garris Dep. (EX1027) at 52:17-22 (cited in Pet. Reply at 13).
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Air inlet on external wall of the casing 
Experts agree that Petitioner’s identified “air inlet” does not create an air escape problem

Petitioner Expert Patent Owner Expert

Kodama Reply Decl. (EX1026) at ¶ 23 (cited in Pet. Reply at 14). Garris Dep. (EX1027) at 77:6-15 (cited in Pet. Reply at 14).
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Fluid containing member in the second chamber
Petitioner’s identified chambers

Pet. at 39.

Pet. at 41. 43



Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Fluid containing member in the second chamber
Patent Owner points to Gilbert’s “relatively short and substantially longer chambers” 

Pet. Reply at 2.
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Fluid containing member in the second chamber
Focus is prior art disclosure not terminology

Pet. Reply at 2-3.

• “While prior art elements must be arranged in the same manner as 
the claim, the reference need not satisfy an ipsissimis verbis test.” In 
re Clarke, 809 F. App’x 787, 794 (Fed. Cir. 2020).

• “[I]dentity of terminology is not required” in prior art reference. 
M.P.E.P. 2131. 
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Fluid containing member in the second chamber
Patent Owner expert agrees that the plain and ordinary meaning of “chamber” is an enclosure

Garris Dep. (EX1027) at 29:7-11 (cited in Pet. Reply at 3).
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Fluid containing member in the second chamber
Gilbert’s shorter and longer chambers are not the first and second chambers of the

casing identified in the Petition

Pet. Reply at 4.

Pet. Reply at 4.
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Sealing element forming a partition 

48

Pet. at 46.



Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Sealing element forming a partition 

Pet. Reply at 11.

Patent Owner expert’s strawman argument disregards Petitioner’s identified “sealing element”

Pet. Reply at 10 (showing annotated 
image from Garris Decl. (EX2001)).
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Sealing element forming a partition 

P.O. Sur-Reply at 3.

Patent Owner argues shoulder 18 creates a chamber partition
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bulb heats fluid coming in contact with the bulb

Gilbert (EX1004) at 1:23-29 (cited in Pet. at 47).

Kodama Decl. (EX1003) at ¶ ¶ 98-99 (cited in Petition at 47).
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bulb heats fluid coming in contact with the bulb

P.O. Response at 24.

Patent Owner Response wrongly argues “fluid” cannot combine with air before contacting bulb
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bulb heats fluid coming in contact with the bulb

Pet. Reply at 15.

Patent Owner Response wrongly argues “fluid” cannot combine with air before contacting bulb

Negative limitation not present in the claims

Specification does not include lexicography or disclaimer

Nothing in prosecution history limits the claims
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Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bulb heats fluid coming in contact with the bulb
Patent Owner expert testimony shows Gilbert operates similarly to ’788 Patent for this limitation

Garris Dep. (EX1027) at 38:19-25 (cited in Pet. Reply at 16).

Garris Dep. (EX1027) at 38:14-18 (cited in Pet. Reply at 16).
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Patent Owner expert describing ’788 Patent Patent Owner expert describing ’788 Patent



Ground 1a: § 103 over Gilbert in view of Cohen

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Bulb heats fluid coming in contact with the bulb
Patent Owner Sur-Reply distinguishes Gilbert and ’788 Patent based on “vaporization”

P.O. Sur-Reply at 7.
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Ground 1a: § 103 over Gilbert in view of Cohen

’788 Patent (EX1001) at claim 1 (cited in Pet. at 2).

Bulb heats fluid coming in contact with the bulb
“Vaporization” is not a claim limitation

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
56
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