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On February 24, 2025, the Board authorized a 5-page reply addressing issues 

of discretionary denial addressed in the Preliminary Response (“POPR”). Ex. 1041. 

Consistent with Fintiv and Sotera, discretionary denial is not warranted. 

Fintiv Factor 1 is neutral: As Patent Owner (“PO”) acknowledges, this factor is at 

best neutral as the motion to stay remains pending. Moreover, in EDTX, motions 

for stays are routinely granted where all asserted claims are under PTAB review. 

See, e.g., AGIS Software Dev. LLC v. Google LLC, No. 2:19-cv-361, 2021 WL 

465424, at *3 (E.D. Tex. Feb. 9, 2021). 

Fintiv Factor 2 is neutral: In view of EDTX’s growing backlog of cases and 

Petitioner’s offered Sotera stipulation, infra, the potential for conflict between the 

district court case and the instant IPR proceeding is minimal. See Ex. 1042 

(showing median time-to-trial having increased further from 21.9 to 23.0 months). 

Fintiv Factor 3 favors institution: As PO acknowledges, there will have been no 

court-issued substantive orders related to the ’090 Patent by the institution 

deadline, and fact discovery will also remain open. Moreover, the instant Petition 

was filed within four months of PO’s amended complaint of May 15, 2024, in 

which SKn asserted an additional patent, thereby impacting Petitioner’s 

preparation efforts and timeline. See Ex. 1043 (amended complaint). 

Fintiv Factor 4 favors institution: Petitioner hereby stipulates that, should the 

Petition be granted, Petitioner will not pursue in the parallel district court 
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proceeding the same grounds as in this Petition or any grounds that could have 

reasonably been raised in this Petition pursuant to Sotera Wireless, Inc. v. Masimo 

Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020). See Ex. 1044 (stipulation 

letter). 

Fintiv Factor 5 is neutral: As noted, parties in the litigation are the same. 

Fintiv Factor 6 favors institution: PO’s Factor 6 assertion that “Petitioner 

provides nothing more than a bare statement that ‘the Petition presents a 

compelling case of invalidity’” ignores the robust disclosures of the references in 

the Petition’s multiple grounds. POPR, 15. Indeed, the strength of the cited art, and 

the Petition’s explanation of their applicability, belies PO’s position.  

First, PO’s assertion that “Petitioner fails to demonstrate: ... that peak count 

roughness (Rpc) is disclosed or suggested by any combination” is false. POPR, 16-

17. Rather, as detailed in the Petition, cited references, including DIN EN ISO 

4287 standard and the MahrSurf M300 equipment manual (relied upon by the 

inventors), explicitly show that Rpc can be calculated as a sampling length L 

(reference length) divided by Rsm (see SOLUS-1019, 20), specifically noting that 

“[w]hen calculating the peak count number [Rpc], a height discrimination 

threshold of Rsm being ±0.5 µm is recommended” (see SOLUS-1019, 21 “NOTE 

2”). See Petition, 12-13 (citing SOLUS-1019, 20-21, SOLUS-1020, 41, and 

SOLUS-1003, ¶¶34-36). Indeed, far from being unrelated, this clear connection 
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between Rsm and Rpc, grounded in standard industry references, directly 

contradicts PO’s assertions. 

Second, PO’s assertion that the “Petitioner fails to demonstrate: ... why the 

claimed features would be applied on both sides of the foil” disregards the 

extensive, corroborated explanations provided in the Petition. POPR 16-17. The 

Petition not only adequately addresses the point, but further demonstrates that 

applying similar surface profile and roughness characteristics to both sides of the 

foil was conventional in the field of electrolytic copper foil production for battery 

current collectors. For instance, as outlined in the Petition, Shinozaki teaches that 

both surfaces (shiny and matte surfaces) of electrolytic copper foil exhibit similar 

roughness characteristics, which was a conventional approach, corroborated by 

other cited references and expert declaration. See Petition, 22-23. Similarly, Sano 

emphasizes minimizing surface profile differences between the two sides for 

consistent battery performance, noting it was “within the conventional 

knowledge” to reduce roughness disparities. See id., 45-46, 54-55.  

Third, PO’s assertion that “Petitioner fails to demonstrate: ... a reasonable 

expectation of success and/or a motivation to combine references for any Ground” 

mischaracterizes the Petition’s approach. POPR, 16-17. The Petition includes an 

entire section dedicated to detailing each combination and explaining multiple 

reasons why a POSITA would have pursued the combination and expected success 
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in doing so. See Petition, 40-41, 49-51, 61-62. Indeed, the Petition establishes Rpc 

as a recognized result-effective variable that a POSITA would have been motivated 

to optimize through routine experimentation, as evidenced by the collective 

teachings of the cited art. See Petition, 23-30. 

For example, the Petition demonstrates that “a POSITA [1] would have 

recognized that Rpc is a recognized, result-effective variable, and [2] would’ve 

been motivated to further optimize Rpc or otherwise confirm whether Rpc in 

Shinozaki aligns with Shinozaki’s teachings of other surface roughness parameter 

values.”  Id., 23. The combination of references into a single copper foil system is 

irrelevant here—optimization of a result-effective variable does not require a literal 

melding of references into one embodiment. Rather, multiple references can be 

used to show that a parameter like Rpc was known and optimizable, a point the 

Petition reinforces with citations highlighting motivations and advantages. See 

Petition, 23-30. As such, PO’s assertion mischaracterizes the Petition’s approach.  

Overall, PO’s assertions that “Petitioner provides nothing more than a bare 

statement that ‘the Petition presents a compelling case of invalidity’” do not 

withstand scrutiny. POPR, 16. The strength of the three independent, detailed 

obviousness grounds, bolstered by extensive argument, expert testimony, and 

evidentiary support, weighs in favor of institution and the benefit of a full record 

and briefing by the parties. 
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§325(d) – Advanced Bionics Test Favors Institution: There is no dispute that 

Sano, Griesi, Toshio, and Kim, on which Grounds 2A-2B are based, were not 

presented to the Office during prosecution. More, none of the grounds in the 

Petition relies on prior art combinations that were evaluated during prosecution.  

 Although the examiner issued a rejection of dependent claim 2 based on a 

combination of Otsuka (not relied on in the Petition) and Shinozaki, he only relied 

on Shinozaki as a secondary reference to remedy Otsuka’s alleged deficiency of 

“not expressly disclos[ing] that a difference in ... Rpc between the first and second 

surfaces is 60 or less.” LGES-1002, 74. While PO contends that Shinozaki was 

“overcome via Applicant’s argument” (POPR, 19), the noted argument at best 

overcame Otsuka as applied to independent claim 1. See id., 58-63. Indeed, 

Shinozaki was never discussed. The examiner’s failure to apply Shinozaki to 

independent claim 1 during prosecution, much less recognize its other relevant 

teachings as detailed in the Petition, was erroneous. See Advanced Bionics, Paper 6 

at 10 (“[I]f the record of the Office’s previous consideration of the art is not well 

developed or silent, then a petitioner may show the Office erred by overlooking 

something persuasive under factors (e) and (f).”); see also Petition, 2-3. 

Ultimately, the grounds presented in the Petition are substantively distinct 

from those considered by the Examiner during prosecution and demand different 

factual determinations that were neither asked nor answered during prosecution. 
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Dated: March 3, 2025   /Timothy W. Riffe/    

Timothy W. Riffe, Reg. No. 43,881 

Hyun Jin In, Reg. No. 70,014 

Fish & Richardson P.C. 

60 South Sixth Street, Suite 3200 

Minneapolis, MN 55402 

Tel: 202-783-5070 

      Fax: 877-769-7945 

 

      Counsel For Petitioner  
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