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Petitioner requested authorization to file a reply to Patent Owner’s 

Preliminary Response “to address [discretionary denial] developments that have 

occurred after petition filing. For instance, Patent Owner’s Fintiv analysis cites to 

various decisions that came out after petition filing . . . .” EX1041, 2. Petitioner 

does no such thing. Rather Petitioner primarily makes technical arguments, 

attempts to fill gaps in its Petition, and seeks to triage misleading statements. The 

Board should not entertain such gamesmanship and should disregard Petitioner’s 

Reply. Nonetheless, even if the Board considers the totality of Petitioner’s Reply, 

the new arguments do nothing to save its delayed and doomed Petition. The Board 

should deny institution of the Petition. 

 THE FINTIV FACTORS FAVOR DENIAL 

Factor 1 is neutral: Parties agree factor 1 is neutral. POPR, 9; Reply, 1.  

Factor 2 strongly favors denial: POPR, 9-12. The scheduled trial date 

remains nearly six months before the projected FWD deadline of April 24, 2026. 

Petitioner argues the “updated” median time-to-trial (23.0 months) shows “the 

potential for conflict between the district court case and the instant IPR proceeding 

is minimal.” Reply, 1. But the median estimated trial date would be mid-October 

2025, i.e., still before the November 3, 2025 scheduled trial date. EX2005, 1.  

Factor 3 favors denial: POPR, 12-13. The ’689 patent was asserted in the 

original complaint filed ten months before the Petition. POPR, 13; EX2007. 
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Petitioner ignores this fact, obfuscating its lack of diligence in filing the Petition. 

Reply, 1 (arguing “the instant Petition was filed within four months of PO’s 

amended complaint of May 15, 2024.”). 

Factor 4 favors institution: In view of Petitioner’s Sotera stipulation, factor 

4 favors institution. However, the Office’s Fintiv Guidance has been rescinded. 

Under current Office policy, where, as here, the other Fintiv factors favor denial, 

Petitioner’s Sotera stipulation does not outweigh these other factors. See, e.g., 

Cisco Sys., Inc. v. Estech Sys., Inc., IPR2021-00333, Paper 12 at 12-13 (P.T.A.B. 

July 7, 2021) (denying institution even with Sotera stipulation; distinguishing 

Sotera, noting that in Sotera the trial date factor was neutral and the investment 

factor weighed against denial).  

Factor 5 favors denial: Petitioner contends factor 5 is neutral. Reply, 2. But 

Board precedent makes clear that when the parties are the same, factor 5 favors 

denial. Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 19 

(P.T.A.B. Dec. 1, 2020).  

Factor 6 favors denial: Petitioner’s extensive discussion of the merits in 

factor 6 is improper. See Sotera, IPR2020-01019, Paper 12 at 20 n.13 (not 

considering the parties’ Reply merits arguments related to factor 6). Even if 

Petitioner’s grounds did meet the higher “compelling merits standard” (they do 



Case IPR2024-01461 
U.S. Patent No. 10,811,689 

 - 3 - 
 

not), the Fintiv Guidance Memo has been rescinded. Thus, the merits are simply 

one factor for consideration in determining whether to exercise discretion.  

As discussed in the POPR, Petitioner’s asserted grounds fall well short of 

meeting even the reasonable likelihood standard necessary for institution. 

Moreover, the fact that Petitioner had to resort to the use of prior art previously 

considered by the Office further demonstrates that factor 6 favors denial. 

Petitioner’s extensive and revised merits arguments—introduced in its Reply under 

the guise of being discretionary denial developments—are inappropriate, 

unpersuasive, and just plain wrong.  

First, Petitioner still misunderstands—or deliberately mischaracterizes—the 

claimed peak count (Pc). Reply, 2-3. Pc cannot be directly obtained from any of 

the surface roughness parameters Petitioner references. See, e.g., POPR, 41-51. 

Petitioner’s renewed emphasis on Rsm ignores that Rsm relates to distance 

between peaks and does not take into account any criteria-line crossing 

determinations (unlike Pc). Reply, 2-3; see POPR, 41. In its Reply, Petitioner still 

ignores the DIN standard’s preferred (and only) reference length of 10 mm, 

EX1019, 20, which is different from the conditions for the ’689 patent’s sampling 

length (4 mm). POPR, 41-42; Pet., 12. Petitioner now asserts that the standard’s 

“NOTE 2” “recommendation” can set +/- 0.5 µm as a “minimum height . . . of 

profile peaks and profile valleys of the assessed profile which should be taken into 
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account,” rather than the standard’s default height discrimination of 10% for Rsm. 

EX1019, 10; see Reply, 2. But Petitioner still ignores Pc’s required criteria-line 

crossing determinations. And Petitioner ignores that the standard’s Rsm calculation 

instead requires spacing discrimination, with a default of 1% of the sampling 

length rather than any effective peak measurement. See Reply, 2; EX1019, 20. 

Petitioner instead sets manufactured criteria lines and uses unrelated 

parameters, e.g., Shinozaki’s Ra values, Pet., 15, or rewritten peak-to-valley 

height, Pet., 17. See also POPR, 44-49, 49-51. And Pc is not a recognized result-

effective variable. POPR, 51-60. Only the ’689 patent explains the criticality of the 

Pc ranges the inventors discovered. EX1001, 7:65-8:10; see also POPR, 55-56. 

Second, while Petitioner alleges “similar roughness characteristics,” or 

protective layers on both sides of the foil, Reply, 3, 4, this is misleading at best. 

Shinozaki (both grounds) acknowledges similar Rz/Ra characteristics, not Pc. 

POPR, 61; EX1004, Abstract, ¶¶29, 31, 32, 73, 74. And Griesi explains that 

roughness characteristics of the shiny side of copper foil are different from the 

matte side—refuting Petitioner’s contention that a POSA “would spontaneously 

apply similar surface profile and roughness characteristics . . . to both sides.” 

Reply, 3; POPR, 61-62; EX1015, 28-29. Regarding protective layers, Toshio only 

describes a rust-prevention feature on a roughened surface. POPR, 32-33. Kim’s 
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disclosures regarding corrosion-protection that Petitioner cites focus on a singular 

surface or layer. POPR, 33-34. 

Finally, while Petitioner alleges “Reasons for combining Shinozaki with 

Toshio or Kim,” Pet., 11, and “Reasons for combining Kim and Griesi,” Pet., 58, it 

does not provide any such allegations for Khatibi. POPR, 21-24. Even in its Reply, 

Petitioner fails to point to where it even alleged any expectation of success in 

Khatibi’s combination. POPR, 24. Nor does Petitioner address that none of the art 

discloses or suggests the claims’ specific measurement conditions of the 

electrolytic copper foil’s (1) CTE or (2) tensile strength. POPR, 25-32. 

 § 325(D) FAVORS DENIAL 

Failing to do so in the Petition, Petitioner now belatedly acknowledges that 

Kim’s Japanese counterpart was previously before the Office. Reply, 5; POPR, 17-

18. This walks back Petitioner’s misleading statement that its “Petition presents 

new prior art and arguments . . . for which the file history contains no indication 

that the Office ever previously considered[.]” Pet., 77. And Petitioner still does not 

address the art/arguments previously before the Office, and fails to allege that the 

Office erred. See Ecto World, LLC v. RAI Strategic Holdings, Inc., IPR2024-

01280, Paper 10 at 11-12 (P.T.A.B. Mar. 6, 2025)(denying institution where Board 

found that Petitioner “failed to address the second prong of Advanced Bionics, 

much less show that the Examiner erred in a manner material to patentability.”). 
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Respectfully submitted, 
 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 

/Michael D. Specht/ 

Michael D. Specht 
Registration No. 54,463 
Counsel for Patent Owner 

Date: March 10, 2025 

1101 K Street, NW, 10th Floor  
Washington, DC 20005 
(202) 371-2600 
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