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On February 24, 2025, the Board authorized a 5-page reply addressing issues
of discretionary denial addressed in the Preliminary Response (“POPR”). Ex. 1048.
Consistent with Fintiv and Sotera, discretionary denial is not warranted.

Fintiv Factor 1 is neutral: As Patent Owner (“PO”) acknowledges, this factor is at

best neutral as the motion to stay remains pending. Moreover, in EDTX, motions
for stays are routinely granted where all asserted claims are under PTAB review.
See AGIS Software Dev. LLC v. Google LLC, No. 2:19-cv-361, 2021 WL 465424,
at *3 (E.D. Tex. Feb. 9, 2021) (“[W]here the PTAB has instituted IPR
proceedings . . . this Court has likewise routinely stayed cases|[.]”).

Fintiv Factor 2 is neutral: In view of EDTX’s growing backlog of cases and

Petitioner’s offered Sotera stipulation, infra, the potential for conflict between the
district court case and the instant IPR proceeding is minimal. See Ex. 1049
(showing median time-to-trial having increased further from 21.9 to 23.0 months).

Fintiv Factor 3 favors institution: As PO acknowledges, there will have been no

court issued substantive orders related to the *706 Patent by the DI deadline, and
fact discovery will also remain open. Moreover, the instant petition was filed
within four months of PO’s amended complaint of May 15, 2024, in which the list
of asserted patents was expanded, thereby adding further strain and uncertainty to
Petitioner’s preparation efforts. See Ex. 1050 (amended complaint).

Fintiv Factor 4 favors institution: Petitioner hereby stipulates that, should the
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Petition be granted, Petitioner will not pursue in the parallel district court
proceeding the same grounds as in this Petition or any grounds that could have
reasonably been raised in this Petition pursuant to Sotera Wireless, Inc. v. Masimo
Corp., IPR2020-01019, Paper 12 (PTAB Dec. 1, 2020). See Ex. 1051 (stipulation
letter).

Fintiv Factor 5 is neutral: As noted, parties in the litigation are the same.

Fintiv Factor 6 favors institution: PO’s assertion that “the Petition does not

provide a compelling, meritorious challenge” ignores the robust disclosures of the
references in the Petition’s two non-overlapping obviousness grounds. POPR, 9. In
fact, the strength of the cited art belies PO’s assertions that the Petition did not
present a compelling challenge.

First, PO’s Fintiv Factor 6 assertion that Petitioner “fails to demonstrate: (1)
a reasonable expectation of success in combining the three-reference combinations
in Grounds 1A and 2A” disregards the extensive discussion of reasonable
expectation of success provided in the Petition. POPR, 16. The Petition’s
arguments, corroborated by additional discussion by Petitioner’s expert, Dr.
Randall, draw upon analyses of processes parameters such as electrodeposition
temperature, current density, and electrolytic solution compositions to argue that a
POSITA would have had a reasonable expectation of success in combining Kim

761, Cheng, and Wolski or Dobashi, Shinozaki *922, and Chou to obtain the
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recited combination of APD, TC(220), and |A(Rz/Ra)|. See, e.g., Petition 14-15,
17-18, 20, 22, 57-59 and SOLUS-1003, 69-70, 75, 80-81, 174-178, 181-182.

Thus, PO’s assertion that the Petition provides only “[s]ilence and
assumptions” is baseless. POPR, 29. PO argues that the Petition fails to provide
“the requisite analysis” without substantively responding to or disputing the
extensive analysis that is provided. POPR, 23. For example, the Petition and Dr.
Randall’s Declaration include comparisons across multiple separate examples in
several of the references to conclude that the claimed TC(220) and |A(Rz/Ra)|
values “can be achieved robustly, as opposed to being highly sensitive to
electrolytic solution composition,” supporting a reasonable expectation of success.
SOLUS-1003, 80-81, 181. This reasoning contradicts PO’s argument that
“unpredictability and difficulty in controlling surface characteristics” would have
prevented a POSITA from achieving the recited parameter values. POPR, 26-27.
But PO fails to acknowledge this analysis.

Second, Section IV.D.3 of the Petition — titled “A POSITA would have had a
reasonable expectation of success in optimizing APD, TC(220), and Rz/Ra in
combination” — explicitly addresses the argument that “simultaneous optimization
of these parameters of these variables would have been beyond the skill of a
POSITA.” Petition, 18. PO incorrectly claims that this section “relies on the '706

patent for support that different parameters could have been independently tuned to
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obtain the claimed ranges.” POPR, 24. In fact, the Petition cites the *706 Patent
only in conjunction with the argument that “[1]t is inappropriate to hold the prior
art to a stricter standard of disclosure than what is disclosed in the specification of
the patent itself,” as held in In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994).
Petition, 19.

Third, PO’s Factor 6 assertion that Petitioner “fails to show how the Ground
2A combination discloses the PD limitation of the claims” (POPR, 17) does not
bear on institution, as PO makes no similar argument for Ground 1A, apparently
conceding the “[e]quivalence of [Kim ’761’s] Rpc and [the 706 Patent’s] PD.”
Petition, 7-9.

Further, PO’s arguments in relation to PD are unavailing. For example, in
discussing Dobashi’s RSm parameter, PO incorrectly cites to the “ASME B46.1
(2009) standard” instead of the JIS B 0601 (2001) used by Dobashi, such that PO’s
arguments citing ASME B46.1 are inapplicable. POPR, 29. There is no reason to
think that two separate standards bodies — one American, one Japanese — would
use the same terminology, as PO asserts (“if ‘height discrimination’ and ‘lower and
upper boundary lines’ were the same, the standard would refer to them as such”).
POPR, 29. Indeed, to support these PD-related arguments, PO improperly seeks to
import limitations from the 706 Patent’s Specification into the claims, arguing that

“Dobashi’s example surfaces do not include any peaks that meet the £0.5 um peak
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count value specified by the 706 patent” — despite the fact that this value is not
recited in any of the claims. POPR, 33. The weakness of these and other positions
put forward by PO with respect to claim 1 suggests a high likelihood that Petitioner
will be successful in challenging at least that claim.

Fourth, contrary to PO’s assertion that Factor 6 favors denial because
“Petitioner’s expert largely repeats the Petition verbatim without providing
additional analysis or corroborating evidence,” Dr. Randall provides significant
additional analysis and evidence not found in the Petition. See, e.g., SOLUS-1003,
14-26 (providing a technical overview of surface characterization), 27-29
(discussing how shiny-side profiles correspond to cathode drum profiles), 52-57
(analyzing PD and R,.), 59 (analyzing TC(220) measurements), 62 (analyzing R,
and R, in Wolski compared to the 706 Patent), 74 (discussing the art’s recognition
of Rz/Ra as result-effective), 88-89 (providing a quantitative analysis of tensile
strength ranges across the art), 96 (explaining Cheng’s use of units of “kg/mm?"),
and many other examples throughout Dr. Randall’s Declaration.

Overall, PO’s assertion that “the Petition does not provide a compelling,
meritorious challenge” does not withstand scrutiny. POPR, 9. The strength of the
two independent, detailed obviousness grounds, bolstered by extensive argument,
expert testimony, and evidentiary support, weighs in favor of institution and the

benefit of a full record and briefing by the parties.
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